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IN THE 


Circuit Court of the United States, 


SouTHERN District o—r New York, 


IN EQUITY. 


Suit No. 8628. 


VICTOR TALKING MACHINE COMPANY anp THE 
UNITED STATES GRAMOPHONE COMPANY, 
Complainants, 
v. 


THE AMERICAN GRAPHOPHONE COMPANY, 
| Defendant, 


BILL OF COMPLAINT. 


To the Honorable Judges of the Circuit Court for the United 
States for the Southern District of New York. 


The Victor Talking Machine Company, a corporation 
duly organized and existing under the laws of the State of 
New Jersey, having its principal office in the City of Cam- 


den, State of New Jersey, and the United States Gramo-. 


phone Company, a corporation duly organized and existing 
under and by virtue of the laws of the State of West Virginia, 
having its principal office in Harper’s Ferry, State of West 
Virginia, bring this their bill of complaint against The 
American Graphophone Company, a corporation organized 


Pr de 


2 
and existing under the laws of the State of West Virginia, and 
having a regular and established place of business at New 


York, Borough of Manhattan, State of New York, and within 
the Southern District of. New York. 


And thereupon your orators complain and say :— 


1, That Emile Berliner, of the City of Washington, Dis- 
trict of Columbia, was the original, first and sole inventor of 
certain new and useful improvements in sound records, and 
method of making the same, which improvements were not 
known or used by others in this covniry beiore his invention 
thereof, and were not patented or described in any printed 
publication in this or any foreign country before his invention 
thereof, and were not in public use or on sale in the United 
States for more than two years prior to his application for a 
patent therefor, and which had not been abandoned. 


2. And your orators further show unto your Honors 
that the said Emile Berliner, being as aforesaid, the first 
inventor or discoverer of the said new and usefu' Improve- 
ments in Sound Records and methods of making the same, 
did, on the eighteenth day of March, 1893, duly make ap- 
plication to the Honorable Commissioner of Patents at Wash- 
ington, D. C., for letters patent of the United States for the 
said invention, and on the said date filed his said application 
with the said Honorable Commissioner of Patents in due and 
proper form, and thereafter duly and fully prosecuted said 
application. 


3. Your orators further show that the said Emile Ber- 
liner, being then the sole and exclusive owner of the said in- 
vention, and of ali Letters Patent of the United States to be 
issued therefor, did, during the pendency of the said appli- 
cation, by instrument in writing duly executed the sixteenth 
day of October, 1895, and recorded at the Patent Office at 
Washington, D.C., in Liber, Y 52, page 40, etc., of Trans- 
fers-of Patents, assign, sell, transfer and set over unto your 


orater, the United States Gramophone Company, the ex- 
clusive and entire right, title and interest in and to the said 
invention, and in and to all letters patent to be issued there- 
for, and all rights of the said Berliner therein and thereunder 
whatsoever, as by reference to the said instrument, ora duly 
authenticated copy thereof, in Court to be produced will 
more fully and at large appear. 


4. Your orators further show that upon the said appli- 
cation of the said Emile Berliner Letters Patent of the United 
States were issued in the name of the said Emile Berliner (of 
whom your orator—the United States Gramophone Com- 
pany—was as aforesaid, the assignee of the entire right, title 
and interest therein) in due form of law, and in the name of 
the United States of America, under the seal of the Patent 
Office of the United States, signed by the Secretary of the 
Interior and countersigned by the Honorable Commissioner 
of Patents of the United States, and duly delivered, bearing 
date the twenty-ninth day of October, 1895, and numbered eae : 
548,623,whereby there was granted and secured to your orator, 
the United States Gramophone Company, its successors and 
assigns, for the term of seventeen years from the date of said 
letters patent and within the United States, and its territories, ee 42 
the full and exclusive right and liberty of making, con- 
structing, using, and vending the said’ invention and improve- 
ments, as set forth in the said letters patent, a duly certifed 
copy of which is ready here in Court to be produced and by et : = 5 
virtue whereof, and of the said assignment, your orator,—the hee 
United States Gramophone Company,—became the sole ag 
owner of all rights and privileges granted and secured by the 
said letters patent, and of all rights of the said Emile Ber- 
liner in the premises, a copy of said Letters Patent No, 
548,623, being hereto annexed and marked Exhibit A. 


5. Your orators further show unto your Honors that by 
agreement dated the second day of September, A. D. 1895, 
and recorded in the United States Patent Office in Liber S 
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52, page 207, etc., your orator, the United States Gramo- 
phone Company, as licensor, made and entered into an agree- 
ment with William C. Jones, of the city of New York, 
State of New York, as~ licensee, subject to the 
conditions therein contained, by which the said Jones 
acquired, as licensee, the sole and exclusive right to 
manufacture, sell, lease and deal in, in the United States, 
the said invention hereinbefore referred to, now patented 
by Letters Patent No. 548,623, dated October 20, 
1895, being one of the said inventions, the subject mat- 
ter of the said agreement, and within the meaning of the said 
agreement, though not particularly specified therein by num- 
ber, together with other inventions and letters patent issued 
to the said Emile Berliner, assignor to the United States 
Gramophone Company, relating to sound recording and re- 
producing, with the right to assign the same to others. That 
by agreement also dated the second day of September, A. D. 
1895, between the said Emile Berliner and the said William 
C. Jones and recorded in the said Patent Office of the United 
States in Liber S 52, page 214, etc., the said agreement 
above noted was, zvter alia, confirmed by the said Emile Ber- 
liner unto the said William C. Jones. 

That by agreement dated the fourth day of October, A. 
D. 1895, between the said United States Gramophone Com- 
pany and the said William C. Jones, recorded in the said 
Patent Office at Washington, D. C.,in Liber S. 52, page 216, 
etc., the said agreement of September 2, 1895, between the 
same parties was modified in matters relative to the payment 
of royalty. 


6. And your orators further show unto your Honors 
that by declaration of trust dated the fifteenth day of October, 
A. D, 1895, recorded in the Patent Office at Washington, D. 
C.,in Liber S. 52, page 219, etc., and by agreement dated 
the first day of November, A. D. 1895, recorded in the said 
Patent Office at Washington, D. C., in Liber P. 52, page 
326, ete., the said William C. Jones, transferred and assigned 
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to the Berliner Gramophone Company, a corporation duly or- 
ganized and existing under the laws of the State of Virginia, 
having its principal office in the City of Roanoke, State of 
Virginia, its successors and assigns, all his entire right, title 
and interest as sole and exclusive licensee in and to the said 
invention described and claimed in said Letters Patent No. 
548,623, and in and to said Letters Patent No. 548,623, and 
in and to the aforesaid agreements and assignments and in 
and to all inventions, letters patent and rights therein and 


thereunder. 


7. Your orators further show unto your Honors that. 
subsequently to the date of issue of the said Letters Patent 
No. 548,623, the said United States Gramophone Company, 
pursuant to the aforegoing agreements just recited, and con- 
firmatory thereof, did on the eighteenth day of April, 1896, 
by instrument in writing duly executed of that date, and re- 
corded in the Patent Office at Washington, D. C., in Liber 
E. 54, page 62 of the Transfers of Patents, transfer and set 
over to the said Berliner Gramophone Company, as exclusive 
licensee, the sole and exclusive right to manufacture, lease 
and deal in the said invention described in said Letters Patent 
No. 548,623, in the United States, subject to same conditions, 
restrictions and royalties set forth in said agreements of Sep- 
tember 2, 1895, and October 4, 1895, hereinbefore referred 


to. 


g. And your orators further show, that by agreement 
dated the twenty-eighth day of September, 1901, the said 
Berliner Gramophone Company, being then the sole owner of 
the said exclusive license to manufacture, sell, lease and deal in 
the said invention and inventions, did grant and convey, assign 
and set over unto Eldridge R. Johnson, of the City of Philadel- 
phia, State of Pennsylvania, the said exclusive license, and all 
its rights therein and thereunder, to manufacture, sell, use 
and deal in the said invention, and inventions, with the rightto 
the said Johnson to assign the same unto your orator, the 
Victor Talking Machine Company. 
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g. Your orators further show unto your Honors, that by 
agreement dated the fifth day of October, 1901, the said 
Eldridge R. Johnson, being then the sole owner of the said 
exclusive license to manufacture, sell and deal in the said in- 
vention, and inventions, did grant and convey, assign and set 
over unto your orator, the Victor Talking Machine Com- 
pany, a corporation organized and existing under the laws of 
the State of New Jersey, the said exc!nsive license and all his 
rights therein and thereunder to manufacture, scll and use 
and deal inthe said invention and inventions, and all his 
rights and remedies for infringement of the said patent occur- 
ring during the period of ownership by the said Eldridge R. 
Johnson, of the said exclusive license and rights. 


10. And your orators further show unto your Honors 
that by virtue of the premises, your orator, the United Siates 
Gramophone Company, is now, and has been at all times 
since the-date—of-the-said_assignment to it, the sole and ex- 
clusive owner of the said Letters Patent No. 548,623, and that 
your orator, the Victor Talking Machine Company, is now, 
and has been at all times since the date of the said agreements 
with it, and the said transfers and assignments of the said 
rights to it, the sole and exclusive licensee as aforesaid, under 
the said Letters Patent No. 548,623 for the manufacture and 
sale of the said invention patented in said letters pateni, 
throughout the United States. Your orators show unto your 
Honors that they are now the sole and exclusive owners of the 
legal and equitable title in and to the said Letters Patent No. 
548,623, and in and to the improvements therein cortained 
and of all rights and action thereto pertaining, as will more 
fully and at large appear by reference to the said agreements, 
assignments all of which will in court be produced. 


11. And your orators further show unto your Honors, 
that they have expended large sums of money in practicing 
said invention and improvements patented in said Letters 
Patent No. 548,623, and in introducing the same into public 
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use, and the same are of great commercial value and practical 
utility, that a great public interest has been manifested therein, 
and alarge-demand created for apparatus constructed in 
accordance with or embodying the same, which demand 
your orators are ready and able to supply ; that the public 
generally, in all parts of the United States have recog- 
nized and acquiesced in the facts that the said Emile 
Berliner was the first and original inventor of the said 
invention, and that the patent No. 548,623 is good 
and valid; that the public have also acknowledged the 
claims of your orators to the exclusive rights of the said in- 
vention under said patent; and that but for the infringement 
and wrongs hereinafter complained of, and of a few resent 
infringements encouraged by the unlawful acts of aprnen. 
ant, your orators would now be in peaceful pesccentn an 

eniovment of the said letters patent and invention, and of the 
jacnnve derivable therefrom, and that you: orators and their 
predecessors in title have never acquiesced in any infringement 
of their rights in the premises at any time. 


12. Yet, as your orators are informed and believe, andi 
further show unto your Honors, that the said The Amceean 
Graphophone Company, the said defendant herein named, 
well knowing all the facts herein set forth, but contriving to 
injure your orators and to deprive them, and each of am, 
of the benefits and advantages which might, and otherwise 
would, accrue to them, and each of them, from ce pee 
devices, methods and ihings, have made, sold anc used, a 
are now making and selling and using, apparatus and chings 
relative to sound recording oF reproducing, pee 
containing the devices and things patented in saic ee 
Patent No. 548,623 and employing methods, covered by tne 
said letters patent, or in all substantial respects the same; the 
exclusive right to make, use and vend which to others to use 


is legally vested in your orators. 


13. And your orators further show unto your Honors, 
that notwithstanding the fact that the said defendant has been 
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duly notified by your orators of your orators’ rights ‘in the 
premises, and of the fact that the said defendant was infringing 
the said letters patent of yeur orators, and that the said de- 
fendant should desist from such infringements, the said de- 
fendant has continued, and is still continuing to the great and 
irreparable damage and injury of your orators, the manufac- 
ture, sale and use of the said infringing devices and things. 


14. And your orators further show that they have given 
notice to the public that the said invention is patented, and 
have affixed or caused to be affixed, to all apparatus and de- 
vices manufactured and sold under the authority of your ora- 
tors the word “ Patented”’ together with the day and year of 
the grant of the said patent, of which notice the said defend- 
ant has full knowledge. 


14--And-so-it_is, may it please your Honors, that the 
said defendant, as your orators are informed and believe, with- 
out the license of your orators, or any of them and without 
any license whatsoever, against the will of your orators, and 
in violation of their rights, has made and sold, and intends to 
continue to make and sell, within the Southern District of New 
York, and elsewere within the United States, said patented de- 
vices, and things, each having and containing the said patented 
features, substantially the same in all material respects in 
construction, operation and eftect as in your orators’ said Let- 
ters Patent mentioned, and employing methods covered by said 
letters patent, and that the said defendant is largely advertising 
said infringements, to the great damage and injury of your 
orators, and that the said defendant refuses to pay unto your 
orators any of the profits which the said defendant has made 
by such unlawful manufacture and sale, er to desist-from the 
further infringement of the said Letters Patent, though reques- 
ted so to do, ail of which acts and doings are in violation of the 
exclusive rights and privileges so as aforesaid, vested in your 
orators under and by virtue of the said Letters Patent are 
contrary to equity and good conscience; tend to the manifest 


os 
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injury of your orators in the premises and will, if said defend- E 
ant is allowed to continue said infringements, irreparably * 
damage and injure your orators, and each of them, depreciate 
or destroy the value of the exclusive franchises to which 
your orators are entitled under the patent aforesaid, and will 
deprive your orators of the benefits and advantages for the Joss 
of which there exists no adequate legal remedy. 


And your orators therefore pray as follows: 


]. That the said defendant be required by decree of this 
Henorable Court to account for and pay over to your orators 
such gains and profits as have accrued or arisen, sr been 
earned or received by the said defendant, and all such gains 
and profits as would have accrued to your orators but for the 
unlawful doings of said defendant, and al! damages your ora- 
tors have sustained thereby. 


II. That the said defendant may be compelled by the 
order of this Honorable Court to deliver up to the judicial” 
custody for destruction, in manner to be provided for in said 
order, all infringing apparatus and sound records in the pos- 
session of or under the control of said defendant. 


Ill. That the defendant, its associates, attorneys, ser-~ 
vants, agents, clerks and workmen, may be perpetually en- 
joined and restained, by a writ of injunction issuing out of and 
under the seal of this Honorable Court from directly, or in- 
directly, making or causing to be made, using or causing to 
be used, selling or causing to be sold, any machine or appa- 
ratus or sound record, embodying or constructed or opera- 
ting in accordance with the invention or improvements set 
forth in the Letters Patent aforesaid. 


IV. That your Honors will grant unto your orators a pre- 
liminary injunction issuing out of and under the seal of this 
Honorable Court enjoining and restraining the said defend- - 
ant, its associates, servants, clerks, agents and workmen, to the - 
same purport, tenor and effect as hereinbefore prayed for 
with regard to said perpetual injunction ; and 
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V. That the said defendant be decreed to pay the cosis 
of this suit; and 


V1. That your orators may have such other and further 
relief as the equity of the case may require. 

To the end, therefore, that the defendant, may, if it cau 
show why your orators should not have the relief prayed fo: 
and may full true and direct answer make, but not under 
oath (answer under oath being expressly waived) according 
to the best and utmost of its knowledge, information, remeni- 
brance and belief, to the several matters hereinbefore averred 
and set forth, as fully and particularly as if the same were 
repeated paragraph by paragraph and said defendant thereto 
specifically interrogated, may it please your Honors to grant 
your orators a writ of subpoena ad respondendum issuing out 

of and under the-seal_of this Honorable Court, directed” to 
said defendant, The American Graphophone Company, com- 
manding to appear and make answer to this bill of complaint, 
and to perform and abide by such order and decree herein 
as to this Court may seem just. 


And your orators will ever pray. 
HORACE PETTIT, 
Of Counsel for Complainanis. 
December 30, 1903. ‘ 
Stimson & WILLIAMS, 
H. EB 
Solicitors for Complainants, 


55 Liberty street, New York City, N. Y. 


; \ 
cog 


2 SraTE OF PENNSYLVANIA, \ ss. 

Crry AND County OF PuiLADELPHIA. <r 
ae ExpripcE R. Jounson, being duly sworn, deposes and = *3 
says that he is President of the Victor Talking Machine Com. 5 * 
pany, one of the complainants named in the foregoing bill; = = 


t he has read the same and knows the contents thereof, 


tha 
ledge, save of the 


and that the same is true of his own know 
matters therein stated to be alleged upon infoomsbos and 
belief, and that as to those matters he beli-ves it to be true. 


ELDRIDGE R. JOHNSON. 


S:vern and subscribed before me this thirtieth day of 


December, A. D. 1903. 


LEWIS H. vANDUSEN, 
-_ AVatagy Behe, 


[seat] 
; Commission expires March 2, 1907. . = 
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2 a IN THE 
IN THE CIRCUIT COURT OF THE UNITED STATES, 
CIRCUIT COURT OF THE UNITED STATES, , 5 he S Distri N 
Dinar k. or the Southern District of New York. : 
In Equity, No. 8628. In Equity. No. 8628. _ 


Victor TALKING Macuinge Company aNnpD Unitrep STATES 
GRAMOPHONE CoMPANY, 
Complainants, 


mn 


Patent, No. 548,623. 
v. 


AMERICAN GRAPHOPHONE Co., i 
Respondent. Victor TaLtkinc MAcHINE Company, AND THE UNITED 


States GRAMOPHONE Company, 
Complainants, 


The Replication of the Victor Talking Machine Com- 
—___pany.and_the United States Gramophone Company, com- 
plainants, to the Answer of the Respondent, American AMERICAN GRAPHOPHONE COMPANY, 
Graphophone Company. -: Defendant, 
These repliants, saving and reserving unto themselves, 
all and all manner of advantage of exception to the manifold 
insufficiencies of the said Answer, of the respondent, the A 8 
American Graphophone Company, for replication thereunto 
say, that they will aver and prove their said Bill to be true, 
certain and sufficient in the law to be answered unto, and 
that the said Answer of the said respondent is uncertain, un- 
true, and insufficient to be replied unto by these repliants ; 
without this that any other matter or thing whatsoever in the 
said Answer contained, material or effectual in the law to be 
replied unto, confessed and avoided, traversed or denied, is 
true; all of which matters and things these repliants are and 
will be ready to aver and prove as this Honorable Court shall e 
direct ; and humbly prays, as in and by their said Bill they 
have already prayed. 


Vv. 


: Philadelphia, Pa., March 29, 1904. 

Meeting held at the office of Horace Pettit, 604 Stephen 
Girard Building, at 11 A. M., pursuant to notice and agree- 
ment, for the purpose of taking proofs: for final hearing on 
behalf of the complainants, under rule 67, in equity, before 
John F. Grady, a notary public for the State of Pennsylvania, 
and for the City and County of Philadelphia, acting as Special 
Examiner, by consent. 

Present : Horace Pettit, Esq., for complainants. 

The taking of the complainants’ proofs at this meeting is : 
proceeded with in the absence of counsel for defendant by ~ 

agreement, subject to his right of objection and cross-exam- 

HORACE PETTIT, : ‘ ination within a reasonable time; the following communica- _ 


Of Counsel for Complainant. 
August 11, 1904. 
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tion having been received from Philip Mauro, Esq., counse! 


for defendant : 
“ New York, March 18, 1904. 


Horace Pettit, Esq., 
Philadelphia. 


Dear Sir: 

Victor Talking Machine Co. v. A. G. Co., on Berliner 
Patents. 

of the 15th inst., no 
your expert on Mon- 
This will be sufficient 


I have your letter tifying me that 


you will begin taking testimony of 


day, March 28th, at your office. 
aotice. It is likely, or 2 least possible, that I may not 


be in attendance, and I will therefore reguest you to 
send copy of the proofs to my office in Washington. 

Yours very truly, 
Philip Mauro. 
Dict. P. M.” 


Pursuant to agreement, the following stipulations are 


entered upon the record : 
It is stipulated by an 
ant Companies are each duly 
Companies, and were such at the date of suit broug 
the time of the infringement complained of; the Victor 
Talking Machine Company being.a corporation duly organized 
and existing under the laws of the State of New Jersey, and 


the United States Gramophone Company, being a corporation 
existing under the laws of the State of 


the com- 


d between counsel that 
existing 


incorporated and 


plain 
ht, and at 


duly organized and 
West Virginia. 


It is also stipulated that the American Graphophone 


Company is now, and was at the date of the suit brought, and 
at the time of the infringement complained of, a corporation 
duly organized and existing under the laws of the State of 
West Virginia. 

It is further stipu 
the instruments under 
derive title to the paten 
offered in evidence by 


lated that uncertified copies of each of 
and through which the complainants 
t and patent rights in suit, may be 
the complainants, and used with the 


Oe nO as 


same force and effe 5 
ct as the original ins Sie 
: truments, 
ree execution of the originals being saciid aes =. 2 
dence es further stipulated that either party * offer in ee 
ish Sapir aa Office copies of United States and pecs 3 
in A with the same force and effect as though ii i 
7. copies of the same were offered aubiect: . uly 
“d right of correction from the ori inal Be 
copies. ginals, or duly certified 
Counsel for co i 
mplainants offers i : 
sae 2 s offers in evidence U. a teetT 
eae es issued October 29, 1895, to Emile oe 
un 4 € 
‘3 al. : _— and Method of Making Same, and cee 
: Complainants’ Exhibit, Berli eG TE 
548,623 in suit.” ’ ner Patent, No: 
Coun : . 
ee een offers in evidence, in accordance : 
: ing stipulation i : 
following cite ee relative to proof of title, the 
Ana 
a ae between the United States Gramophone 
Lae ee a C. Jones, dated September 2, 1895 = 
Transfers ade er 22; 1895, in Liber = 52, page ese: F = = = : 
isfers 0 atents, and the same is marked “C = 7) Ob ae 
Exhibit, No. 1.” arne Compiainants’ 
Ana ‘ | 
Pen nae between Emile Berliner and W. C. Jo 
Liber S 2 aber 2, 1895, and recorded October a i af rs 
oe de b?; page 214, of Transfers of Patents, ar. 93, in 3 
“ ea “ Complainants’ Exhibit, No. 2.” ane See 
-An apr o coupe a S r 
cae Saga between the United States Gramophone 
aE SES . C. Jones, dated October 4, 1895 a Se 
ee cae 21, 1895, in. Liber S., $2, ‘page ‘2x6 a | 
ee of Patents, and the same is marked “C gh 
ixhibit, No, 3.” omplainants’ 
An instrument signed 
gned by William C , ; 
180% 3 iC. Jones, O 
a and recorded October 21, 1895, in Liber S a ik 
9, of Transfers of Patents, and the same is mz » 52, page 
plainants’ Exhibit, No. 4.” marked “ Com- 
An agreement bi r: 
’ etween William C 
] -. Jones and 
aa Sar Company, dated November 1 as = 
r Nox ; z » Te "ae 
ed November §, 1895, in Liber P., 52 <a e 
’ 320, 0 = 
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Transfers of Patents, and the same is marked “ Complainants’ 
Exhibit, No. 5.’ 

An agreement between the United States Gramophone 
Company and the Berliner Gramophone Company, dated 
April 18, 1896, and recorded June 12, 1898, and Liber E., 
54, page 62, of Transfers of Patents, and the same is marked 
“ Compiainants’ Exhibit, No. 5 A.” 

‘An agreement between the Berliner Gramophone Com- 
pany and Eldridge R. Johnson, dated September 28, 1901, 
and recorded April 16, 1902, in Liber Z, 64, page 323, of 
Transfers of Patents, and the same is marked “ Complainants’ 
Exhibit, No. 6.” 

An agreement between Eldridge R. Johnson and the 
Victor Talking Machine Company, dated October 5. 1904, 
and recorded Apri! 16, 1902, in Liber Z, 64, page 325, of 
Transfers of Patents, and the same is marked ‘‘ Complainants’ 
Exhibit, No, 7.” 

Counsel for complainants offers in evidence a flat disc 

~sound-record marked Complainants’ Exhibit, Defendant's 
Sound Record.” 

It is stipulated between counsel that the foregoing exhibit 
marked ‘Complainants’ Exhibit, Defendant’s Sound Record,” 
was made by the defendant and sold within the Southern 
District of New York, subsequent to the date of the patent in 
suit, and prior to suit brought, for use upon a talking ma- 
chine similar to “ Complainants’ Exhibit, Defendant’s Ma- 
chine” in evidence in another suit now pending between the 
same parties in this Court, No. 8627, for infringement of 
Berliner Patent, 534,543. 


Joseru Lyons, a witness called on behalf of the com- 
piainants, being first duly sworn, deposes and says, as fol- 
lows : 

By Mr. Pettit: 


Q. 1. Please state your name, age, residence and occupa- 
tion, 


° 
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A. Joseph Lyons, of lawful age, residing at Washing: 


ton, in the District of Columbia; Iam by occupation a Solic- 
itor of Patents, and Expert in Patent Causes. 

Q. 2. Please state briefly what experience you have had 
relative to examining patented and other structures and gen- 
erally your experience and qualifications as an expert in 
patent causes ? 

A, I received a technical education at the Polytechnic 
High Schools of Budapest and Vienna, Austria, and as part 
of my general education which I there received I studied 
general physics, and as a branch thereof, acoustics, and 
experimented at those institutes with all kinds of philosophi- 
cal apparatus, After the completion of my studies abroad I 
came to the United States in 1869, and was employed suc- 
cessively as civil engineer under the Board of Public Works 
at Washington, D. C.; as observer and computer. at the 
United States Coast Survey and at the Naval Observatory. 
In 1878 I became a member of the examining corps at the 
United States Patent Office, and while there it was my duty 
to examine apparatus that were patented and others. for 
which patents have been applied for. It was also my duty — 
to read critically specifications forming part of appiications. 
for patents and to compare descriptions with the apparatus. 
to which they referred, so as to determine whether they 
agreed. It was also my duty to critically read claims in 
patents and applications with the view of determining their 
scope and meaning; and it was my duty to pass upon the 
question of patentability of the claims presented with the 
applications that were in my charge. 

In this manner I acquired familiarity with patents and 
patented apparatus. 

In 1885 I resigned my position in the Patent Office and 
engaged in the business of solicitor of patents and expert in 
patent causes ; and in this business I have ever since been 
engaged. : 


I have testified in. numerous patent causes before the ; 


courts and before the Patent Office in interference proceed- 
a - 
ings. : 


& 
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I have myself written a vast number of specifications 
for applications for patents, and have prosecuted a vast num- 
ber of such applications before the Patent Office. “' hg 

Q. 3. Please state whether you are familiar with the art 
of recording and reproducing sounds, and if so, how long 
you have been familiar with the same, and to what extent, 
and also the character of.vour knowledge, and how acquired. 

A. Iam familiar with the art of recording and repro- 
ducing sounds, and I may, indeed claim intimate familiarity 
with that art. The scientific knowledge requisite for under- 
standing the art of recording and reproducing sounds I ac- 
quired partly during my studies at the polytechnical schools 
before I came to this country; partly by my activity in the 
Patent Office where I was in charge of acoustical and elec- 
trical telephones and telephony, and partly by a course of 
experimentation which I carried on at a laboratory at the 
Smithsonian Institute, at Washington, D. C., which was 
placed at my dispx wa by the late Professors Henry and 
Baird, the secretaries of that institution. In the course of 
these experimenis, which I made for the purpose of ascer- 
taining the fundamental laws of acoustics generally, and of 
the behavior of resonant diaphragms in particular, there was 
placed at my disposition the whole outfit of acoustical appa- 
ratus in the possession of the Smithsonian Institute. I also 
made special apparatus for the purpose of my investigation. 

As soon as the first knowledge of the art of recording 
and reproducing sounds reached the public I became greatly 
interested in the same, and read everything that I could get 
hold of with respect to the developments in said art, and 
while I was in the Patent Office I read every patent that was 
issued upon inventions in that art and I thus followed up the 
developments of this art from day to day. 

When I became Solicitor of Patents I had occasion to 
prepare and prosecute numerous applications for patents for 
improvements in the art of recording and reproducing 
sounds. I had intercourse with the inventors, sometimes 
witnessed their experiments and participated in the same. 
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In this manner I believe that I acquired a thorough iene: 


* edge of this art. : 


Q. 4. Kindly state whether you have read oomiainanes 
patent in suit, Berliner Patent, No. 548, 623, issued October 
29, 1865, for Sound Record and Method of Making the 
Same, a if so, whether you understand the subject matter 
of the same, and the invention described and claimed therein. 

A, IV have read, and I understand the patent in suit, and 
the invention described and claimed in the same. I may say 
that I am very familiar with that patent. 

I was the patent solicitor for Mr. Emile Berliner in con- 
nection with the prosecution cf the application for said patent 
before the United States Patent Office. The original appli- 
cation was not prepared by myself, but I came into the case 
at an early stage. Since the issue of the patient I have. fre- 
quently read printed copies thereof with care and delibera- 
tion. Moreover, I was well acquainted with Mr. Berliner 
before he invented the gramophone, and he communicated 
to me, from time to time, what he did in the development of 
this art. During the pendency of the application for the 
patent in suit, I had numerous conferences with Mr. Berliner 
as respects the wording of the specification and the claims ; 


so that I may say that the subject-matter of the invention of 


the patent in suit is quite familiar to me. 

Q. 5. Please state and describe the invention which you 
find in the patent in suit having particular reference to claims 
3, 4 and 5. ; 

A. The invention described in this patent refers to an 
improved process of making copies of sound records consist- 
ing of undulatory grooves of even depth, and also refers to 
the sound record copies thus produced. The invention set 
forth in this patent is an improvement upon the invention 
described in Mr, Berliner’s prior patent No. 382,790. In 
accordance with that prior patent a sound record is pro- 
duced by depositing upon a flat metal disc an almost in- 
finitesimal thin layer of beeswax, or some of its constituents ; 


20 


then flooding the surface of the plate with alcohol ; then 
tracing through the film of beeswax a laterally undulating 
line by a style actuated by sound waves in such manner that 
the beeswax is removed along such line, and then subjecting 
the plate to the action of an etching fluid which will cat into 
the plate along the exposed line, and produce a groove in 
the plate along such line, which groove will be of substan- 
tially even depth, but will be sinuous, or laterally undulating. 
In this manner there is obtained a record tablet consisting of 
a disc of metal, usually zinc, having upon its face an undula- 
tory groove of even depth, the undulations of the groove 
representing the sound waves 

By the process thus described in the earlier patent 
No. 382,790 Mr. Berliner obtained a single sound record as 
the result of one act of recording sounds; and he used the 
zinc plate thus prepared for reproducing sounds. The con- 
sequence was that the plate wore away rather promptly and in 
that case this particular sound record was practically de- 
stroyed and the same sounds could not any more be repro- 
duced. If another sound record of the same sounds was 
required the process of recording and etching had to be gone 
over again; but in this manner precisely the same sounds 
could never be recorded, since it is beyond the skill of man to 
produce exactly the same sound over again. 

The object of the invention of the patent in suit is to 
make multiple identical copies of one sound record tablet, so 
that the records of the same sounds could exist at the same 
time in different places, and could be reproduced. 

The process of making duplicate sound records from an 
original zinc record described in the patent consists in depos- 


iting upon the zinc disc and into its grooves a thin layer of - 


copper or brass by the electrolytic process from a cyanide of 
copper or cyanide-of-brass solution, and afterwards to depesit 
upon this first initial film of copper or brass a rather thick 
layer of copper from an electrolytic bath consisting of a solu- 
tion of sulphate of copper. In this manner, when the deposit 
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is detached from the zinc plate it is found that it presents an 
exact reverse of the original zinc record, that is to say, in- 
stead of having upon its face an undulatory groove of even 
depth, it has upon its face an undulatory ridge of even 
height. This copper reverse of the original zine record is 
called a matrix ; and this matrix is used for making the dupli- 
cates of the original zinc record by pressing it as a whole, 
that is to say, all its ridges simultaneously, into the surface of 
a suitable material which is soft and plastic when heated, and 
gets very hard when cold, as I will point out further on. 

The initial deposit of copper or brass from a cyanide so- 
lution is necessary, because zinc, when placed in a sulphate 
solution, is attacked by the same, and owing to small traces 
of iron in the zinc, some of the copper would be deposited 
from the sulphate solution upon the zinc, chemica!ly, and not 
electrolytically, and such chemical deposition would form 2 
porous incoherent film. A cyanide solution of copper does 
not chemically attack zinc, and therefore, a film of dense cop- 
per can be deposited from it upon the zinc plate electrolyti- 
cally, without trouble. After the zinc plate has received the 
initial coating of copper or brass, it can then be placed in the 
sulphate solution without danger of being attacked. 

It would be practicable to make the copper matrix alto- 
gether in a cyanide solution, but it would be a slow process, 
owing to the high elecfrical assistance of cyanide of copper 
in solution, and unless an inconveniently high electro motive 
force were employed the production of a single matrix would 
take so much time as to render the process commercially 
impracticable. 

Adjourned to meet on Wednesday, March 30, at ten 
o'clock, 
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PHILADELPHIA, March 30, 1904. 

Met pursuant to adjournment. 

Present, parties as before. 

Mr. Lyons continues his answer to Q. 5: 

The patentee shows in the specification that the sound 
records he is dealing with consist of undulatory grooves of 
even depth and that the originals are produced by etching 
in zinc or other substances. This he points out on page 
1, lines 21 to 30 in these words: 


“ The sound-records, as is well known, consists ol 
undulatory grooves of even depth, as distinguished from 
non-undulatory grooves of varying depth produced by 
other methods of recording sounds. 

“The sound-records of the gramophone are gen- 
erally zinc disks into which a spiral record of sound- 
waves is etched. Other substances than zinc capable 
of being etched into may of course be used.” 


The patentee then points out that the simplest way of 
making a matrix of a sound record of this kind would be to 
impress it in wax and deposit copper on the wax in the 
manner practiced by electrotypers; but he points out that 
this would give a poor matrix, and he then continues on 
page 1, lines 41 to 49: 

“It is therefore necessary to deposit a copper or 
other metallic matrix directly on the original zinc rec- 

ord. This I do by first thinly covering the zinc with a 

material capable of resisting the action of the sulphate 

of copper solution usually employed for electro-plating 
or typing, and then deposit copper over that, and when 
thick enough detach the copper deposit.” 


The particular manner of first protecting the zinc plate 
against the chemical action of the sulphate of copper solution, 
before depositing copper upon the zinc plate from such so- 
lution, the patentee points out in the manner which I have 
above indicated, on page 1, lines 50 to 63; as follows: 


“My method is to cast the previously-cleaned 
zinc-record disk in a cyanide of copper or cyanide of 
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brass solution, electrolytically, by which a very-thin 
film of copper or brass adheres to the zinc. After being 
thus prepared, the coated zinc disk is placed intoa 
sulphate of copper bath and copper deposited on it 
electrolytically. The deposit when thick encugh is then 
detached and forms an accurate miatrix, showiug the 
sound-record of the zinc disk in reverse. This matrix 
can ihen be impressed into suitable material and thereby 
produce exact duplicates of the original record sheet.”’ 


The copper matrix thus produced can be used without 
further preparation for making multiple copies of the original 
sound-record by pressing it into a suitable material. But 
the materials particularly adapted for receiving and retain- 
ing a clean imprint of the matrix are frequently such as at- 
tack copper chemically more or less. Morecver, electrically 
deposited copper is comparatively soft and the number of 
copies that can be made froma matrix of such copper is 
somewhat limited. For this reason the patentee resorted to 
the precaution of facing the copper matrix with a thin film-of 


either nickel or iron, which metals are much harder than = 
copper and are not so easily attacked, chemicals which “are = 


best adapted to receive the imprint of the matrix. 

The substances which are specially adapted for receiving 
and retaining the imprint of the matrix are such as become 
very soft, when heated, and are quite hard when cold. The 
specification points-Out two substances which he has found 
to yield excellent results. He names hard rubber and cellu- 


loid, and he says on this point, on page }, lines 54 to 73: 

‘‘T have found hard rubber and celluloid to be ex- 
cellent materials trom which to make such duplicates. 
These substances when heated become very soft, and 
when in this soft state they are impressed with a ma- 
trix, such as above described, and are cooled while still 
under pressure, and the resultant rubber or celluloid 
sheet retains all the characters of the matrix, and thus 
forms a copy record of the original zinc disk.” 


It will be seen fromthe above that hard rubber and 
celluloid are only two specimens of materials which are 
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adapted to receive and retain the imprint of a sound record 
matrix in accordance with the invention of the patent in suit; 
these are materials which are adapted for the purpose because 
they become very soft when heated, and get hard when cold. 
It will also be seen from the above passage that the impres- 
sion is made upon these materials while they are hot, and, 
therefore, soft, and that the matrix is maintained in pressure 
contact with the same until they have cooled down, and 
have in consequence become hard. 

Further on in the specification on page 1, lines g1 to 
95, the patentee shows that soft unvulcanized rubber may be 
used for the production of the duplicate records by pressing it 
onto the matrix and vulcanizing it, and thereby, of course, 
hardening it while itis in pressure contact in the matrix. 

That the patentee contemplated using other materials 
than rubber and celluloid becomes evident from the fact that 
he found these materials adapted for his purpose because 
they become soft when heated, and harden when cool; and it 
also becomes evident from the paragraph beginning with the 
bottom line of page 1 and concluding with the third line on 
page 2, as follows: 

“ Referring to the drawings, there is shown a disk 

1, of hard rubber or like material, having in its face an 

undulatory spiral groove 2 of even depth representing 

sound-waves.” 


Here we see that the patentee uses 


‘hard rubber or like material,” 


and it is quite clear from the specification as a whole that 
any material that becomes soft and impressionable when 
heated, and hardens when cooled, and hardens sufficiently for 
tue purpose of yielding a sound reproduction, without being 
destroyed or mutilated in the act of sound reproduction, must 
be considered to be the “like material’ of which the pat- 
entee speaks, In other words, the specification sufficiently 
points out that hard rubber is not the only material that may 
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be used to advantage, but that any equivalent of hard rubber 
comes within the inveniion disclosed in the patent. 

As a result of the process described in the patent there 
is obtained an article of manufacture which is a copy ofa sound - 
record in a form of the disc having upon its face an undulatory 
groove of even depth, and this disc or sheet may be of hard 
rubber or of any of its equivalents. The product of the pro- 
cess is defined in claims 3, 4 and 5 of the patent in suit. 
Claim 3 reads as follows: 

‘3. As an article of manufacture, a sheet of hard 
rubber having upon its face an undulatory groove of 
even depth representing sound waves, substantially as 
described.” 

This claim defines the product of the process without 
reference to the process; it calls for a sheet of hard rubber 
(or its equivalent) having upon its face an undulatory groove 
of even depth representing sound waves. This claim is not 
limited to any particular manner of making the undulatory 
groove of even depth in the hard rubber, Evidently the 
patentee believed himself to be the first to make an undu- 
latory groove of even depth representing sound waves. in the 
face of hard rubber, or its equivalents. 

The fourth claim reads as follows : 

‘4, As an article of manufacture, a sheet of hard 
rubber having pressed into its face an undulatory line of 
even depth representing sound waves, substantially as 
described.” i 


— 


This claim is more limited than the first in that it re- 
quires that the undulatory line (groove) of even depth repre- 
senting sound waves be “pressed into its face.’”’. In other 
respects this claim is like the third, 

The fifth claim reads as follows : 


“s. A copy of a fat sound record, which consists 
of a disc of hard rubber having impressed upon its face 
the lines representing the record, substantially as de- 
scribed.” 
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This claim is, in substance, a recapitulation of claim 4 
since the undulatory line of even depth representing sound 
waves must be read into this claim, seeing that the patentce 
deals with no other kind of sound record. 

These claims, 3, 4 and 5, are not limited toany manner 
of making the matrix for the production of the copy of the 
sound record in hard rubber or equivalent materials. It ts 
evident, as the patentee himself says, that the matrix may be 
made in a variety of ways and it is, therefore, of no conse- 
quence how the matrix is made. Claims 3, 4 and 5 only deal 
with the copy of the sound record in hard rubber, or its 
equivalents. 

I have hereinbefore quoted from the specification of the 
patent in suit what appears on page 1, line 50 to 63, and in 
that quotation I have italicized the word “cast.” This word, 
in the connection in which it appears, makes no sense, but 
the intelligent reader would immediately understand from the 
contents that the word ccat should be substituted therefor. 
IT have examined the original file wrapper and contents of 
this patent and I have found that in the original there actually 
appears the word “coat’’ in place of the word “cast.” This 
word “‘cast’’, therefore, is a misprint. 

Q. 6. Please state whether you have carefully examined 
“Complainants’ Exhibit, Defendant’s Sound Record”, and 
whether you understand the construction and mode of opera- 
tion of the same, and if so, kindly explain the same? 

A. T have carefully examined ‘ Complainants’ Exhibit, 
Defendant’s Sound Record”, and I understand its construc- 
tion and mode of operation of the same in connection with a 
sound reproducing apparatus. 

Defendant’s sound record is a flat disc of black, hard 
materia!, having on one face aspiral vroove of practically even 
depth which groove displays sinuosities, or lateral undulations 
which reprasent sound waves. That these sinuosities do 
represent sound waves is quite clear from the fact that when 
this plate, or disc, i: mounted upon a sound reproducing 
machine such as is commonly used in connection with gram- 
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ophone records, it will reproduce sounds. I have done this 
with complainants’ record, and have obtained excellent sound 
reproduction. So there can be no doubt as to the fact that 
“Complainants’ Exhibit, Defendant’s Sound Record” is a real © 
sound record tablet, and that the lateral undulations of the 
groove in the same represent sound waves. In the act of 
reproducing sounds from defendant's sound record a vibratory 
style connected with a vibratory diaphragm is introduced 
into any part of the record groove, and if the disc is rotated 
the style is vibrated by the sinuosities of the groove, and at 
the same time that style with its appurtenances is propelied 
by the walis of the groove across the record tabiet. 

As to the material which composes the detendant’s sound 
record tablet I have convinced myself that itis an imitation 
of hard rubber and is’ for the purposes of a sound record 
tablet the full equivalent of hard rubber. To the eye 
the defendant’s sound record tablet looks exactly like hard 
rubber and cannot be distinguished from the same. Physi- 
cally, it behaves like hard rubber in that it becomes very soft 
when heated and becomes again very hard when cold. When 
softened by heat the material takes a perfect impression from 
a sound record matrix, and when the matrix is held in contact 
with it until it cools and hardens, the impression which the 
material received is retained. I convinced myself of this by 
taking, without choice or selection, one of defendant's 
sound record tablets and subjecting it to the process of mak- 
ing a sound record tablet. 1 softened the original tablet by — 
heat, whereby the original sound record groove becaine quite 
obliterated, and I then pressed upon it a sound record matrix 
and held it in contact therewith until the material of the record 
became cool and hard ; and in this manner I manufactured 
the sound record tablet which I here produce. In this man- 
ner I convinced myself that the material of defendant's sound 
record tablet is an imitation and a full equivalent of hart — 
rubber. 
making the one which I here submit was one of the dextuc~_ 


The original tablet which I used for the purpose of % 
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ant’s numerous record tablets, number 115 upon the label, 
and bearing the title “It Suddenly Dawned Upon Me’’. 

It is stipulated by and between counsel that the record 
tablet used by Mr. Lyons in the production of a new tablet 
just referred to in Mr, Lyons’ deposition was one of defendant's 
records sold by it in the regular course of business after the 
date of the patent and before suit brought, and is composed 
of the same material as ‘“ Complainants’ Exhibit, Defend- 
ant’s Sound Record.” 

Counsel for complainants offers in evidence the sound 
record tablet produced by Mr, Lyons which had been 
softened by him and reimpressed with a new matrix, as 
stated in his deposition, and the same is marked ‘‘ Complain- 
ants’ Exhibit, Lyons Record, entitled ‘Morning On The 
Farm,” No. 282. 

Mr. Lyons continues : 


The material of “ Complainants’ Exhibit, Lyons Rec- 
ord” looks exactly like hard rubber, is very hard, and yields 
excellent sound reproduction. It cannot possibly be distin- 
guished from any of the thousands and thousands of gramo- 
phone record tablets on the market. 

Q. 7. Kindly compare the construction which you find 
in “ Complainants’ Exhibit, Defendant’s Sound Record, as 
stated by you with the invention described and claimed in 
the Berliner patent No. 548,623 in suit, and particularly 
defined in claims 3, 4 and 5, and tell whether you find the 
construction embodied in said exhibit te be defined and 
claimed in any of the said claims, and if so, indicate the 
particular claims, giving your reasons for the conclusions 
reached ? 

A, Upon comparing the construction of ‘‘ Complain- 
ants’ Exhibit, Defendant’s Sound Record" with the inven- 
tion described and claimed in the Berliner Patent No. 
548,623, in suit, and particularly defined in claims 3, 4 and 5 
thereof, I am forced to the conclusion that every feature of 
the Berliner patent in suit defined in claims 3, 4 and 5 is 
found in ‘‘Complainants’ Exhibit, Defendant’s Record,” 
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Looking at any one of defendant’s sound record tablets 
and looking at the one in evidence in particular, I am struck 


by the outward appearance of these tablets as gramophone 
record tablets. Any person skilled in thisart would at the 
first glance, recognize all these tablets as gramophone tablets, 
Without closer investigation one would immediately say that 
they are made +f hard rubber. Touching them and handing 
them, and perchance, knocking them about one would sti be 
impressed with the idea that they are made of hard rubber. to 
the experienced person they would seem to be a little heavier 
than hard rubber tablets of the same size, but the difierencem 
weight, witheut close comparison upon a scale, would not par 
ticularly impress the beholder. Upon examinatren with a maz- 
nifying glass one would immediately see that there is a band of 
spiral grooves upon one face of the tablet, and that these spiral 
groves display sinuosities. A person skilled in the art would 
immediately conclude that these sinuosities represent sound 
waves, and upon trying the tablet upon a suitable reprodu- 
cing machine he would find that this is really the fact. 

Upon testing the material for its physical qualities one 
would immediately find that it is exceedingly hard at normal 
temperatures and that it becomes very soft when heated. 

All this I fave done, and I have also inspected very 
closely the spiral record groove in this tablet and 1 recog- 
nized that this groove was produced by the impression from a 
matrix although I cannot say in what manner the matrix itsell. 
was produced. 


Comparing now this defendant’s sound record with claims © 


3, 4 and 5 of the patent in suit, 1 have no hesitation in saying 
that as respects claim 3 of the patent in suit defendant's 
sound record certainly is “an article of manufacture” and it 
certainly is ‘a sheet’’ of a material which for the purposes of 
a sound record tablet, is the full equivalent of “hard rubber”. 


This sheet has “upon its face an undulatory groove of = 
even depth representing sound waves”. There can be no_ 


question about this, since I have tried the plate on a gramo-. 
phone reproducing apparatus, and have found that the lat: 
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eral undulations of the groove splendidly acted upon a style 
and diaphragm to reproduce sounds. The subject-matter 
of claim 3 of the patent in suit is thus found in defendant's 
sound record, absolutely. 

As respects the fourth claim of the patent in suit, I 
would say that the undulatory lines of even depth represeni- 
ing sound waves which appear on the face of defendant's 
sound record has been produced by pressure from a suitable 
matrix. There can be no doubt about this, since the material 
of this tablet will not permit the production of the groove in 
any other manner. The material is not only hard, so hard 
as to exclude the possibility of cutting the sound groove into 
it, but the material is also brittle, so brittle that any attempt 
of cutting a sound groove into it would result in total failure. 
From my investigation of the material of this sound record 
tablet I come to the conclusion that it is composed of a 
mixture of shellac, some cheap, heavy earth, such for in- 
stance, as infusorial earth or baryte, and in all probability 
some animal or vegetable fibres. Unquestionably there is 
also some coloring matter in this composition. The presence 
of shellac in this composition renders it rather brittle, and 
this brittleness precludes the possibility of engraving the 
sound groove into it; while, on the other hand, the shellac 
renders the substance plastic under heat and adapts it particu- 
larly to receive the impression of a sound record matrix. I 
have, therefore, no doubt but that the sound record groove in 
“ Complainants’ Exhibit, Defendant's Sound Record” was 
produced by pressure from a suitable matrix. How the 
matrix itself was produced I do not know. Consequently, I 
am forced to the conclusion that the subject-matter of the 
fourth claim of the patent in suit is found in all its features 
in defendant's sound record. 

As respects the fifth claim of the patent in suit, there is 
no question about the fact that defendant’s sound record is “a 
copy of a flat sound record.” It cannot be a copy of any 
other than a flat sound record, since, in the first place, the 
copy itself is flat, and in the second place, any other but a 
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flat sound record cannot be transferred upon the material of = 
this tablet. In order to transfer the sound record upon this 
material it must be pressed into it, and the material must be 

hot while it receives the impression, and must remain in con- 


tact with the matrix until it has cooled and hardened. Now, if = 
it were attempted to transfer upon such flat tablet a cylindri- “ 
caisound record, the tablet would have to be heated and | 


cooled locally, from point to point; and this 1 consider im- 
possible. Moreover, if this had been done with this tablet it = 
would show the marks of the step by step pressure; and it = 
shows nothing of this sort. sy 

Defendant’s record is ‘‘a disc,” as called for by the ‘ 
fifth claim, and it is a disc of a material which is the perfect a 
equivalent of “hard rubber,” and it has impressed upon its 
face a line of grooves representing the sound record. There- 
fore, every feature called for by the fifth claim of the patent in 
suit is found in ‘Complainants’ Exhibit, Defendant’s Sound 
Record,” 

Speaking with reference to the three claims 3, 4, and 5 = 
of the patent in suit, it is clearto my mind that “ Com- 
plainants’ Exhibit, Defendant’s Sound Record” shows all the | 
features called for by these three claims. The sound record 
groove in defendant's sound record tablet was produced by 
softening the material of which it is composed, by heat, then : 
the-matrix was pressed into its surface and there held unde: 5 
pressure until the tablet materia] cooled and hardened. . 

Q. 8. Kindly state what means or agencies you em- 
ployed in making the examination of the nature and char- t 
acter of the sound grooves in the ‘“ Complainants’ Exhibit, oe 
Defendant’s Sound Record” as testified to by you ? 

A, 1 examined the sound grooves in defendant's record 
tablet by means of a magnifying glass of considerable power. 
I am accustomed to the use ot magnifying glasses and micro- 
scopes, and I have frequently on other occasions examined 
sound record grooves by the aid of such instrumentalities, 

Counsel for complainants produces a sound record 
which is offered in evidence and marked “ Complainants’ 
Exhibit, Complainants’ Sound Record.” 
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It is stipulated by and between counsel that the sound 
record, marked ‘“ Complainants’ Exhibit, . Complainants’ 
Sound Record” is such a record as was regularly manu- 
factured and sold by the complainant in the regular course of 
business prior to the infringement complained of, 

Q. Will you kindly examine the sound record just pro- 
duced, marked ‘“ Complainants’ Exhibit, Complainants’ 
Sound Record,” and state whether you find the construction 
thereof to be the construction embodied and claimed in any 
of the claims 3, 4 and 5 of the patent in suit as understood 
and explained by you ? 

A. I have examined “ Complainants’ Exhibit, Com- 
plainants’ Sound Record,” and it was really unnecessary foi 
me to do so, since ] have seen many of complainants’ re- 
cords at various times. I find these records, and now _parti- 
cularly the one which is here in exhibit as “ Complainants’ 
Record”? embodies all the features of invention defined by 
claims 3, 4 and 5 of the patent in suit. Upon comparing 
complainants’ sound record with defendant’s sound record, 
in evidence, I find that they are identical as respects all fea- 
tures of invention set forth in the patent in suit, and more 
particularly defined by claims 3, 4 and 5 thereof. 

It is stipulated by and between counsel that “ Complain- 
ants’ Exhibit, Defendant's Sound Record” is composed sub- 
stantially of a mixture of shellac, some heavy earthy ma- 
terial, and some lamp black as a coloring matter, and that the 
sound record is formed therein by pressing a matrix into the 
face of the disc while the material composing it is in a heated, 
softened condition, and is hardened by cooling while under 
the pressure ; also that the matrix is made by electrolytically 
depositing copper upon the original, or master, record. 

It is stated upon the record forthe purposes of more 
clearly identifying the sound records offered in evidence that 
the title of the selection of the record of ‘Complainants’ Ex- 
hibit, Defendant’s Sound Record” is “Nobody Ever Brings 
Presents To Me’, No. 560. 
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The title of “ Complainants’ Exhibit, Complainants’ 
Sound Record ”’, in suit is ‘‘ Selections from ‘Miss Bob White’, 
Sousa’s Band”, No. 1205. 

Direct examination of Mr. Lyons closed. 

Adjourned subject to agreement for purposes of cross- 
examination. 


PHILADELPHIA, June 21, 1904. 
Met by agreement of counsel. 
Present :— 
Mr. Perrit, for complainants ; 


Mr. Mauro, for defendant. 


Cross-EXxaMINATION OF Mr. Lyons by Drrenpant’s COUNSEL. 


x Q. to, What is hard rubber ? 

A. Hard rubber is highly vulcanized soft rubber. Sott 
rubber is a gum or resin (chemists do not quite agree on this 
point), and in the process of vulcanization it is combined with 
sulphur. Frequently some adulterations are added. but 
hard rubber may generally be defined as a combination of 
rubber with sulphur. 

*Q. 11. In making hard rubber I understand thata 
larger portion of sulphur and a higher degree of heat are 
employed than in making soft rubber, is that the case? 

A. 1 see that by soft rubber in the question is not meant 
the native product, but rubber at a low crade of vulcanization. 
With this understanding I may answer the question in the 
affirmative. More sulphur and more heat are employed in 
making hard rubber than in making soft rubber. Of course 
the two products are largely different from each other in 
their physical aspects. 

<Q. 12. Do youregard the words hard rubber in claims 
3, 4 and 5 ofthe patent in suit as signifying any suitable sound 
record material which is hard in a cold state and soft and 
yielding in a warm state? 
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4. I notice that in the question the word “suitable’’ is 
purposely used, because it is interiined, and I am therefore 
bound to pay particular attention to this word. Paying such 
attention to this woid I must answer the question in the 
affirmative. 

XQ. 13. Referring to your testimony, particularly your 
answer to (2. 6, I find that you convinced yourself that “the 
material of defendant’s sound record tablet is an imitation 
and a full equivalent of hard rubber” by subjecting it to heat 
and finding that it became soft when heated and again hard 
when cold, and by impressing it with a sound record matrix 
while in the state of plasticity. ido not find that vou have 
referred to any other physica! properties as constituting in 
your mind equivalencies of hard rubber for the purposes of 
these claims, but I wish to have your meaning very definitely 
stated, and therefore ask you whether the property of being 
soft when heated, end cold when hard, and the property of 
receiving an impression when soft of a sound record matrix 
constitute equivalency to hard rubber in the sense of claims 
3,4 and 5? 

A. The fact that the record material of defendant's ex- 
hibit, defendant's sound record softens under heat, receives a 
very good impression of a sound record matrix when thus 
softened, becomes quite hard when cold and then retains the 
sound record impressed into it, are certainly characteristics 
which are persuasive in declaring it to be the full equivalent 
of hard rubber. The further fact that this material is a sw7f- 
able material, is the final criterion. I have found this ma- 
terial to be quite suitable for sound reproduction. The 
record which I impressed upon it I reproduced over and 
over again, and obtained very good reproduction. The style 
did not unduly scratch, and certainly did not disfigure and 
destroy the record groove, and this is the principal feature of 
suitability of the material, I can easily conceive of ma- 
terials that wil! soften under heat, will then receive the im- 
pression from the sound record matrix and will retain it 
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when it gets cold and will be comparatively hard when 


cooled, and. still not be suitable for a sound record tablet, 
Take for instance waxy compounds. Such compounds will 
be soft when heated, will receive a good impression from the 
sound record matrix, and will be comparatively hard when 
cooled, and still such waxy compounds will be entirely un- 


suitable for a gramophone sound record tablet. 
(Signed) JOSEPH LYONS. 
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CIRCUIT COURT OF THE UNITED STATES, 
Southern District of New York. 


In Equity, No. $628. 


Suit on Berliner Record Patent, No. 548,623. 


Vicror TaLkinc MacHINE Company AND UNITED STATES 
GRAMOPHONE COMPANY, 
Complainants, 
2 
AMERICAN GRAPHOPHONE COMPANY, 
Defendant. 


STIPULATION. 


It is hereby stipulated between counsel for the respec- 
tive parties that officially printed copies of United States and 
foreign patents may be offered in evidence and used with the 
same force and effect as duly certified copies thereof, subject, 
however, to correction by the originals or certified copies 
thereof. 

It is further stipulated and agreed by and between 
counsel for the respective parties, that prior to the filing of 
the Bill of Complaint herein, the complainants duly complied 
with Section 4,900 of the Revised Statutes of the United 
States, as regards marking “ Patented”’ the articles manufac- 
tured in accordance with the patent in suit. 

(Signed) HORACE PETTIT, 
Of Counsel for Complainants. 

(Signed) PHILIP MAURO, 
Of Counsel for Defendant. 

February 4th, 1905. 
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IN THE 
CIRCUIT COURT OF THE UNITED STATES, 
For the Southern District of New York. 


IN EQUITY. 


No. 8628. 


Patent No. 548,623. 


Vicror TaLkInc Macnine Company and the Unirep SYates 
GRAMOPHONE COMPANY, 
Complainants, 
ve 


AMERICAN GitAPHOPHONE COMPANY, 
Dejendani. 


PHILADELPHIA, Pa., February 9, 1905. 


Meeting held at the office of Horace Pettit, Esq., 604 
Stephen Girard Building, at 11 A. M. pursuant to notice and 
agreement, for the purpose of taking proofs for final hearing 
on behalf of the complainants, under rule 67 in equity, be- 
fore John F. Grady, a Notary Public, for the State of Penn- 
sylvania, and for the City and County of Philadelphia, acting 
as Special Examiner, by consent. 

Present : 
Horace Pettit, Eso., for complainants ; 
Pritip Mauro, Eso., for defendant. 


Cuartes K. Happon, a witness called on beha!f of — 
compiainants, being first duly sworn according to low, testi- 
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fies as follows in answer to interrogatories propounded to 
him. 
By Mr. Pertit: 

QO. 1. Please state your name, age, residence and occu- 
pation. 

A. Charles K. Haddon, aged 37 years; residence, 
Camden, N. J.; occupation, present time Treasurer of the 
Victor Talking Machine Co. 

Q. 2. You may state how long you have been con- 
nected with the Victor Talking Machine Co. as one of its 
officers or directors. 

A, Have been connected with the Victor Talking 
Machine Co. since its incorporation as one of its directors. 

Q. 3. And about when was it incorporated ? 

A. October §, 1901. 

Q. 4. You may state what the business of the Victor 
Talking Machine Co, has been exclusively, since its incor- 
poration, 

A. That entirely of manufacturing talking machines and 
accessories. 

Q. 5. You may state whether you intend by your last 
answer to include records. 

A. I certainly did. 

Q. 6, Where is the factory of the, Victor Taiking 
Machine Co. located? 

A. The factory of the Victor Talking Machine Co. is 
located in Camden, N. J. The laboratory in connection with 
the company is located in Philadelphia. 

Q. 7. You may state whether the factory and laboratory 
have been located in these respective places ever since the 
organization of the company. 

Al, The factories have been located in the same places 
as above stated. The laboratory was, for a short time, located 
in the factory building in Camden, but about the period of 
incorporation of the company was moved to its present loca- 
tion in Philadelphia. 
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Q. 8. State, if you know, what company was your pre- 
decessor in business in the sale of talking machines and 
records manufactured under the patent which is the subject 
matter of this suit. 

A, I believe this company was ihe Berliner Gramophone 
Co. 

Q. 9. Do you know what consideration was paid by the 
Victor Talking Machine Co. for the Berliner patents for 
gramophones and records ? 

A, J understand the Berliner Gramophone Co. received 
eight thousand shares of the Victor Talking Machine Co.'s 
stock in consideration of allowing the Victor Co. to operate 
under the Berliner Co.’s patents. 

Q. 10. What is the par value of that stock ? 

A, The par value of the Victor stock is $100. 

Q. 11. Do you know approximately about what the 
value of that stock is? 

Objected to as incompetent; not calling for +he : 
best evidence. 


A. There is no stock tor sale on the market. It is my 
belief that it is worth par. In support of which I would state 
that I have recently had applications for the sale of Victor 
stock at par value, but told the parties that there was none 


for sale. see: 
Q. 12. You may state what, if any, dividend has been ¥ 
paid ever since the organization of the Victor Talking Ma- a 


chine Co. on this stock to the Berliner Gramophone Co, 

A. To the best of my knowledge there has been a regu- 
lar dividend of 6 per cent. per annum paid on this stock. 

Q. 13. Is this the regular dividend which has been paid 
on all the stock of the Victor Talking Machine Co. since its 
organization ? 

A, It is. 

Q. 14. You may state, if you can, approximately, the _ 
floor space occupied by the Victor Talking Machine Co. in 
the manufacture and sale of its goods. 

A. There is approximately six acres of floor space. — 
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Q. 15. And about how many hands are employed? 

A. There is a total of something over six hundred. 

Q. 16. Do you know approximately about how much 
capital is invested in the business ? 

A, I should say that there is about four millions of dol- 
lars invested in the Victor Talking Machine Co.’s business. 

Q. 17. Do you know what firm or individual manufac- 
tured the talking machines for the Berliner Gramophone Co. 
before the Victor Talking Machine Co. took over the rights 
under the Berliner patents ? 

A. Eldridge R. Johnson. 

Q. 18. Do you know approximately for how many 
years Eldridge R. Johnson manufactured these goods for the 
Berliner Gramophone Co.? 

A, My impression is that Eldridge R. Johnson manufac- 
tured for the Berliner Gramophone Co. some five or six years 
prior to the incorporation of the Victor Talking Machine Co. 

Q. 19. When were you first employed by Eldridge R. 
Johnson in connection with his said business, if at all ? 

A. IV first entered Eldridge R. Johnson’s employ in No- 
vember, 1807. 

Q. 20. Was he manufacturing Talking Machines for the 
Berliner Gramophone Co. at that time? 

A, He was, although not very many. 

Q. 21. Do you know about when the American Graph- 
ophone Company started in to manufacture and sell disc 
talking machine records with the zig-zag type of groove and 
machines for operating the same ? 

A. 1 believe the American Graphophone Co. com- 
menced manufacturing zig-zag records of the disc type and 
machines in the early part of the year 1902. 

Q. 22. Do you know what class and type of record and 
talking machines the American Graphophone Co. had been 
manufacturing and selling exclusively prior to the time that 
they started to manufacture and sell zig-zag disc records and 
machines for operating the same? 

ad. To the best of my knowledge The American Grapho- 
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phone Company was engaged only in the manufacture of = 
cylindrical wax records, and the necessary machines for the 
same, prior to the time mentioned. 


Cross-EXAMINATION. 
By Mr. Mauro: 


<Q. 23. When was the Victor Company allowed to 
operate under the Berliner patents, as stated in your answer 
to Q. 9? 

A. I believe the Victor Company was allowed to operate 
under the Berliner patents at the time of the organization of 
the Victor Company. 

<Q. 24. Is it your testimony then that the Victor Co. 
was licensed under the Berliner patents from the time of its 

organization in October, 1g01? 

A. It is my personal belief that the Victor Company 
had such license from that time. 

x Q. 25. You don’t know the date of the license from : 
the Berliner Co. to the Victor Talking Machine Co., de you? 

A. No, sir. 

XQ 26. Do you know whether or not the Victor Talk- 
ing Machine Co. was ever sued as an infringer of the Berlimer 
patents ? 

A. I donot know 

XQ. 27. Do you know whether or not Eldridge R. 
Johnson was ever sued as an infringer of the Berliner patents ? 

A. I have no positive knowledge of this. 

XQ. 28. Do you know whether or not Eldridge R.~ 
Johnson or the Victor Taiking Machine Co. ever manufac- 
tured talking machines without a license under the Berliner 


patents ? 
A. No, Ido not know. 
XQ. 29. Who owns the controlling interest, that is to : 
say, the majority of the stock, in the Victor Talking er : 
Co. ? ss 
Objected to as incompetent, irrelevant and imma 
terial. 
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A. Eldridge R. Johnson. 

x @Q. 30. Mr. Johnson organized that company to take 
over his business of manufacturing talking machines did he 
note 

Same objection 
A, 1 believe the Victor Company was organized with 

the purpose of taking over the business of Eldridge R. Jonn- 
son subject to examination. 

x Q. 31. When were the cight thousand shares of stock 
issued to the Berliner Gramophone Co. ? 

A. I cannot give the date. 

XQ. 32. State approximately. 

A. I should say approximately the shares were issued at 
the organization of the Victor Talking Machine Co. 

XQ. 33. Intojhow many shares is the total capital stock 
of the Victor Co, divided ? 

A, Twenty-five thousand. 

xX QO. 34. How much of that stock was issued to acquire 
the manufacturing business of Eldridge R. Johnson ? 

Objected to as incompetent, irrelevant and imma- 
terial; not proper cross-examination. The witness has 
been asked in direct examination mercly for the consid- 
eration paid for the Berliner patents in suit. The ques- 
tion of what stock was issued for the purchase of any 
other property is palpably incompetent, irrelevant and 
immaterial, and the witness is instructed that he is not 
required to answer. 

Defendant's counsel submits, and believes it is quite 
obvious, that the question goes directly to the matter of 
the value of the consideration paid for the Berliner 
patents. 

A. I decline to answer. 

XQ. 35. How much cash was paid into the treasury 
at or prior to the issue of the cight thousand shares to the 
Berliner Gramophone Co. ? 


Same objection ; same instructions. 


a A. I decline to answer. 


' doubtful validity, and only took rights under them as a-sorc 
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Defendant's counsel reserves his right to apply to 
the Court for an order requiring an answer to the fore- 
going question. 
<Q. 36. How many patents were acquired by the 

Victor Co. from the Berliner Gramophone Co. in the transac- 
tion for which eight thousand shares of stock were issued ? 

A. I have no direct knowledge of the number of patents. 

T understand the number of patents so acquired was five. 

XQ. 37. Do you know what has become of the original 
or fundamental Berliher patents? 

Objected to as palpably incompetent and misleading 
unless the patent in suit is referred to. 
ai, I do not know. 

* Q. 38. What portion of the eight thousand shares of 
stock was issued for the two patents involved in the suit in 
which you are testifying ? 

A. Vhave no knowledge of any particular number of 
shares being so specified. 

~Q, 39. Did you ever hear Mr. Johnson say, in sub- 
stance, that he regarded the Berliner patents as oi very . Shae 


of “insurance” ? 


Objected to as clearly incompeient, as not cress- 
examination, and, further, as caliing for hearsay ¢vi- 
dence. 

Defendant’s counse! submits that the question goes 


directly to the value of the Berliner patents, but will 


withdraw the question if complainants’ counsel will pro- 
duce Mr. Eldridge R. Johnson as a witness on this 
point. Rea 

Complainants’ counsei replies that he will produce ~~~ 
only such witnesses and proofs as may, in his judgment, 


be necessary for the prima sacle case. 


A. Inever heard Mr. Johnson make such a statement. ~. 2 
XQ. 40. Did the Victor Talking Machine Co. or Mr. — 
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E. R. Johnson have a license under the Bel 
ent of the American Graphopho: 
time ? 


land Tainter pat- 
t¢ Company during its life- 

Objected te as indefinite as the patent is not partic- 
ularly specified. Further objected to as 1 


not proper 
cross-examination and as incompetent, irrelevant and 
immaterial, 

A. I cannot say, 

XQ. 41. What was the floor space of the factery 
Victor Talking Machine Co., and how many hands were em- 
ployed at the time it 3 cquired rights under the Berliner 
patents from the Berliner Gramophone Co. ? 


ot the 


4. AsI understand the Victor Co. acquired the rights 
under the Berliner patents at about the time of its organiza- 
tion, I would state that, approximately, and without con- 
sulting records, that there were about seventy-five em 
ees, and approximately ten thousand squz 
although I am inclined to think 
without actual measurements, 

XQ. 42. What proportion does that bear to the present 
six acres of floor space ? 


pie - 
are feet of floor space, 
this is somewhat excessive, 


A. I am unable to give the proportion because I 
recently had one of my cierks make up for me the total floor 
Space, on account of the placing of the different departments 
of the new building now in process, and I am free to admit 
at the present moment that I do not know the number of 
square feet to the acre. 

% Q. 43. What was the average daily output of sound 
records at that time, as compared with the present output ? 

A. Roughly speaking, I should say about the ratio of 
one to ten. 

XQ. 44. In 1901 and prior thereto, the sound records 
were made by the etching process, were they not? 


Objected to as incompetent, irrelevant and imma- 
terial; as far as the patent in suit is concerned the 


claims in controversy are not restricted as to process of 
making the records. 
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A. 1am unable to answer this question, 

XO.45. The records at the present day are-made by 

> 
engraving a wax tablet, are they not? 

Same objection, and the witness is instructed that 
he is not obliged to disclose any laboratory secrets, and 
is, therefore, not obliged to answer. Further objected 

; i i arin) 

to as incompetent, irrelevant and immaterial. 

A. Under advice of counsel, I deciine to answer. 

XQ. 46. When you said that you were unable to 
an we: < Q. 44, did you mean that you did not know whether 
sieve the etching process was used for the manufacture of 

a ot 
records in and priof to Igo1 / 
spt coaitte a ] : 

A, Prior to 1901 my connection with Eldridge R. som 
son as an employee was as one of his assistant foremen in the 
machine shop. My time was entirely devoted to the dutres 
of that position, and I never had the opportunity of knowing 

b } } Z . - > A Tr 
what was being done in tle laboratory, as only an : 
} z tex 7 e 
admitted to the laboratory who were actually employer 
therein. +. 
x Q. 47. Then is it your answer that you do not know 
‘ + 
nee ayy amndeq eles ie 
by what process the souad records were made in 1901 = 
A, Itis my impression that the matter of making records 
. ously to 1901 been discon- 
by the etching process had previously to 1901 been disco 
tinued. . es 

XQ. 48. De you know when the etching process wa: 
discarded for the engraving process ? 

Same objection and same instruction as to XG. 45. 
A. Upon the advice of counse! } decline to answer. 
<Q. 49. But for the advice of counsel, you could 

Q. 49. But 
answer that question, could you not? 

A. Yes. . 

XQ. 50. How do the records formeriy made by the 
etching process compare in quality and tone reproduction 

h res lay >? 
with those manufactured at the present day 7 

Objected to as not proper cross-examination and as 
incompetent, irrelevant and immaterial. 


’ 
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A, Ican only state thatin my judgment the records 
manufactured at the present day are far superior to those 
that were manufactured in the past. Those of the present 
day being superior to those manufactured one year ago. And 
soon. Consequently, I cannot give any data regarding the 
superior qualities of to-day’s records over those made by the 
etching process, as the line of improvement is very maizl.ed 
from year to year. 

. <Q. 51. What was approximately the average daily 
output of records in 1901 ? 

A, | have no source of information from which to quote 
accurately, I should say that the then production of records 
in 1901 would not have reached one thousand 

XQ. 52. So far as you know, is the etching proce 
of making records in use anywhere in this country ? 

Objected to as incompetent, trrelevant and immia- 
terial ; not proper cross-examination, 

A. 1 do not know. 

* Q. 53. That isto say you do not know it is being used 
anywhere? 

A. That is the answer | intended to imply. 

*Q. 54. Has Mr. Johnson himself taken out and ac- 
quired a great many patents other than those obtained from 
the United States Gramophone Co. ? 

A. I believe that he has 

*Q. 55. Do you believe that without those other patents 
and without the method now used for making sound records, 
the Victor Company would be able to pay six per cent, divi- 
dends on its stock ? 

Objected to as not proper cross-examination ; as in- 
competent, as calling fora mere expression of opinion of 
the witness. Further as irrelevant and not material to 
the issues. 

A. 1am unable to answer the question because, for one 
reason, I have had very little, or absolutely no connection with 
the matter of patents that have been acquired by the Victor 
Co, 
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& Defendant’s counsel gives notice that on Friday, 
February 17th, 1905, at the regular call of the Motion 
Calendar, he will move the Court for an order directing 
the witness to answer the questions which, under instruc- 
tion of counsel, he has refused to answer, and defend- 
ant’s counsel requests that the deposition of this witness 
may be filed before that date. 


Recess. 


Re-Direcr EXAMINATION. 


By Mr. Pettit: ; 

RDQ. 56. You have stated in answer to Q. 4, that the 
business of the Victor Talking Machine Co., since its incor- 
poration, has been entirely manufacturing talking machines 
and accessories, including records. Did the Victor Com- 
pany during that period of time sell any other records than 
the flat disc records of the zig-zag type of groove of even cepth 
or machines for operating this type of record in which the 
record propelled the stylus across tue face of the record, in 

addition to vibrating it? 
A. They did not. 
RDQ. 57. And that is the same type you ares ling 

& to-day? 

A. Yes. 
Counsel for complainants here states that as to 
those questions which the witness under instruction has 
declined to answer, and to which the notice for the 17th 
inst., just given pertains, withdraws the instruction to 
the witness and offers the witness to covnsel for defend- 
ant for an answer to these particular questions specified. 


Re-Cross-EXAMINATION. 


By Mr. Mavro: 
RXQ. 58. Were the flat dise records referred to in your 
answer to RDQ. 56, as manufactured in 1901, made of hard 


; rubber ? 
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A. No, sir. 

RXQ. 59. Were they ever made of hard rubber, so far 
as you know? 

A. No, sir. 

RXQ. 60. I now repeat to you X Q. 48, which reads as 
follows : ‘‘Do you know when the etching process was dis- 
carded for the engraving process?” 

A. 1 do not. 

RXQ. 61. I now quote to you X Q. and answer 40, as 
follows: “ XQ. 49. But for the advice of counsel you could 
answer that question, could you not? A. Yes.” What have 
you to say to that? 

Counsel for complainants requests that the preced- 
ing question (X Q. 48) be read to the witness 

Defendant’s counsel replies that it has just been 
read to the witness. 

A. When I answered “ Yes,’ 
but for the advice of counsel, I meant that I could settic the 
matter by saying ‘‘ No” as 1 did not know the date asked for. 

Rx Q. 62, You know that at some time this chanze was 
made by the Victor Company, or its predecessor, but you 
are not able to say when that change was actually made. Is 


, 


stating that I couid answer 


that your testimony ? 

A, That is exactly what I wish you to understand. 

RX Q. 63. Was that change made somewhere about 
1901 ? 

A. I do not know. 

RXQ.64. XQ. 34. asked how much of the stock of 
the Victor Talking Machine Co. was issued to acquire the 
manufacturing business of Eldridge R. Johnson.  Piease 
answer that question. 

A. I do not know the amount of stock so issued. 

RX Q. 65. %Q. 35 asked how much cash was paid 
into the treasury of the Victor Company at or prior to the 
issue of the eight thousand shares to the Berliner Gramo- 
phone Co. Please answer that question. 

A. I do not know the amount of cash so paid in, 
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RX Q. 66. These are matters regarding which you, as_ 
an officer of the company could obtain information, could 
you not? 

A. Yes, I could obtain the information. 

RX Q. 67. During the recess which occurred after your 
cross-examination, you had some conversation on these 
matters with complainants’ counsel, did you not? 

Al, Only in a very general way. 

XQ. 68. Did you, in a very general way, inform him 


that you could answer the questions which he had instructed 
you not to answer, by saying that you did not know? 


1, This merning when you were asking those questions 
YT heard Mr. Pettit make objections, and did not understand ~ 
him to mean that I was not to make a reply, but that I need 
not reply, Asa matter of fact, had I replied this morning, 
my replies would have been exactly the same as they have = 
been since the recess. It was perhaps due to the fact that I 
did not clearly understand that if I positively did not know 
what was asked me that it was much better for me to say so 
and end any further discussion. 
Defendant’s counsel states that he does not gues- 
tion the good faith of the witness, but, nevertne'ess, 


iy 


t10Nn. 


would like an answer to the last qu 
By Wrreness: 


I did inform my counsel without any suggestion 


ht SER 


from him that certain of the questions asked for ] could have 
replied to in the negative. I would have replied ix I toid x 
Mr, Pettit that I could have replied no to certain questions 
asked me. That is, I could have replied that J did not 
know. 


by ake 


Defendant's counsel requests that the information 
called for by these cross-questions 34, 35, 44,45 and 48, 
and which is in the possession of complainants, be 
brought into the record either by requesting this witness ee 
to procure such information, or by producing another eee 
witness competent to supply it. | 
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RXQ. 69. In your answer to RX QO. 62 you stated that 
the Victor Company, or its predecessor, at some time un- 
known to you, had changed from the etching process to the 
engraving process, by the engraving process in that connec- 
tion I understand a process whereby a groove of uniform 
depth undulating laterally is formed in a tablet of wax-like 
material, which tabletis rendered electro-conductive by cover- 
ing with powdered plumbago, or similar material, anda matrix 
formed thereon by electro deposition. Is that understanding 
correct ? 

Objected to as incompetent, irrelevant and im- 
material and further as not proper cross-examination ; 
this witness has not been produced as an expert relative 
to the process of nianufacturing records, nor is he shown 
by the proofs to have knowledge of the details of the pro- 
cess inquired of in the question. 


A, Such is my understanding of the matter. 


Sworn to and subscribed be- | (Sed) 
fore me this gth day of } CHARLES K. HADDON. 
February, 1905. 
(Sgd) Joun F. Grany, 
[sEaL] Notary Public. 
Commission expires Jan. 19, 1907. 


Counsel for complainants offers in evidence copy of 
an agreement dated December 8, 1903, between the Vic- 
tor Talking Machine Company, one of the complainants, 
and the American Graphophone Company, the defend- 
ant, and it is stipulated that the copy may be used in 
evidence with the same force and effect as the original, 
proof of execution being waived, subject to correction 
from the original, and the same is marked: “ Com- 
plainants’ Exhibit, Agreement of December 8, 1903.” 
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By DEFENDANT'S COUNSEL : 


Pending answer by complainants’ counsel to request 
of defendant's counsel made after the answer to RX Q. 
68, notice of motion entered after x Q. 55 is withdrawn. 
Adjourned subject to notice. 


Complainants rest. 


(COPY) 
February 10, 1905 
Re VT, MoCo, ef ai vA. G. Cor No. 
8628. Berliner Patent No. 548,623. 
Ke Vi. T. M. Co. ef af. uw, A. Gi Co. No 
8627. Berliner Patent No. 534,543. 


34 
Philip Mauro, Esq., 

620 F St., Washington, D. C. 
Dear Sir :-- 


I enclose you herewith a copy of complainants’ proofs 
in the above entitled cause, No. 8628, taken at my office 
Feb. 9, 1905, being a duplicate of the proofs taken cn the 


same day in the suit No. 8627, Berliner Patent No 


534,543, 


between the same parties. 

meeting of February 9, 1905, between Ax QO. 68 and RX. 
69, of complainants’ prima facie proofs, | would say, aft 
going over the matter, that the complainants are not obliged 


In reply to your request noted on the record in the 


to produce any further testimony in their frewa /acie case 
as suggested and requested. That this said request is un- 
called for and incompetent, and complainants’ prima facte 
proofs being completed, the.same are closed, of which due 
notice is hereby given, 


| 
i 
1 


| 
} 
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I have also noted on the original record in each case at 
the end “ Complainants rest,” which is also on your enclosed 
copy in case No. 8628. Will you kindly note the same on 
your copy of said proofs in case No. 8628. 

Yours very truly, 


ENC, (Signed) Horace Perri 


& 
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IN THE CIRCUIT COURT OF THE UNITED STATES, 
For the Southern District of New York. 


Vicror TaLKkinc Macurne Co, ) 
and Unirep SrTares Gramo- 


PHONE Co. In Equity, No. 8628. 


o 


Patent No. 548,623. 


AMERICAN GRAPHOPHONE Co. 


Philadelphia, April 14, 1905. 
Testimony taken on behalf of the complainants in re- 

buttal, at the office of Horace Pettit, Esq., 604 Stephen 
Girard Building, Philadelphia, at 11 A. M., pursuant to due 
notice and agreement under Rule 67 in Equity, beiore 
Alexander Park, Esq., a Notary Public in and for the County 
of Philadelphia, Pennsylvania, acting as Special Examiner, by 
consent. 
Counsel present : 

Putte Mauro, Esg., for defendant. 

Horace Pettit, Eso., for complainants. 


EMILE BERLINER, Eso., a witness called on behalf of the 
complainants, being first duly sworn, deposes and says as 
follows: 

By Mr. Pettit: 

Q. 1. Please state your name, age, residence and occu- 

pation. 


A. Emile Berliner, 53 years old, living in Washington, 
D. C., occupation, inventor. 
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Q. 2. You may state whether you are the inventor and 
patentee of the invention described and claimed in U. S, 
Patent No. 548,623, in suit, issued October 29, 1895, to 
Emile Berliner, for Sound Record and method of making the 
same? 

A. Iam. 

Q. 3. You may state briefly how long you have been 
familiar with the talking machine art, and whcther, since 


your first knowledge of the same, you have kept yourself 


informed as to the various records and devices relating to 
talking machines, which have been placed upon the market ? 

A, I diligently followed the development of the talking 
machine art ever since the first talking machine was shown 
in public, in 1878. I kept track of the noted improvement: 
made about the year 1886, and I have been busily engaged 
ever since that time in trying to devise apparatus of different 
types and of making general improvements, in the talking 
machine art. 

Q. 4. You may state briefly what was the commercial 
success, if any, of the disc records embodying your invention 
claimed in claims 3, 4, and 5 of the patent in suit, No. 548,- 
623, and whether prior to the time you placed the same 
upon the market, there was any talking machine record in 
use similar to your record, claimed in this patent ? 

A. There was only one kind of talking machine record 
in public use at the time when gramophone disc records were 
first put upon the market, and this was the wax cylinder 
record invented by Bell and Tainter. This wax record had 
to be handied carefully, and could not be duplicated at that 
time, and for many years thereafter, except by this slow and 
tedious process of having a copy traced from one wax record 
on a blank wax cylinder, by means of a delicate lever. The 
success of the gramophone disc record consisted in the fact 
that it could be readily handled without hurting it, and that 
it could be readily duplicated by means of matrices and by 
pressing these matrices into material which was soft when 
heated and hard when cooled. As a consequence, from the 
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very beginning of introducing the gramophone disc record, 
the business of selling the same grew rapidly, and the inven- 
tion was hailed by the public press, as a distinct advance 
over the wax cylinder record, 

Q.5. Prior to the time that your record referred to 
having a spiral groove of even depth with sound undulations 
in the sides thereof, formed in suitable material, such as 
claimed in claims 3, 4, and 5, of the patent in suit, was 
placed upon the market, was there, to yourknowledge, any 
sound record of this character and description in use com- 


mercially ? 


Defendant’s counsel objects to this and the last 
preceding question as incompetent, irrelevant and im- 
material. 


A, No, not to my knowledge. 

Q. 6. When was this record first placed in public use 
to your knowledge ? 

A, In 1894. 

OQ. 7. By you, or the United States Gramophone Com - 
pany? 

A. By the United States Gramophone Company. 

Q. 8. And who succeeded the United States Gramo- 
phone Company in the manufacture of this record ? 

A, The Berliner Gramophone Company, of Philadel- 
phia. 

Q. 9. State briefly in what commercia! quantities these 
records have been sold since first introduced in 1895 ? 

A. In 1894, from one to two thousand records; in the 
year 1896, the sale went to probably one hundred thousand, 
and to-day at least five millions of these records are sold in 
this country alone by the company authorized under this 
patent to make and sell the same. 

Q. 10. What was the principal available commercial 
material at the time you applied for this patent, which was 
specially adapted as a tablet or disc in which to form your 
records, for commercial purposes ? 
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A. There was celluloid, hard rubber, and imitation of 
hard rubber. 

Q. 11. Was there any reason, as far as you know, why 
your invention should be restricted or limited to hard rub- 
ber ? 

Objected to as incompetent. 


A. None whatsoever, I had made impressions from 
sound record matrices in scaling wax in 1887, in glass in 
1889, in celluloid about the same time, and I was fully 
aware that the manufacturers of buttons and of electrical 
apparatus employed what they called imitations of hard rub- 
ber, substances which behaved like hard rubber, inasmuch as 
they could be molded while hot, and were hard upon being 
cooled while under pressure. 

Q. 12. And other materiais, or compositions known 
since the date of your application having these characteris- 
tics, as 1 understand you, may be employed equally as well 
as hard rubber, or the other materials mentioned in pro- 
ducing your invention claimed in claims 3, 4, and 5 of the 
patent in suit. Is this correct? 


Same objection. 


A. Ushould say that any substance which can be soft- 
ened by heat, and which will get hard again when cold, 
belongs to the rubber class of substances for gramophone 
sound record purposes. 

G. 13. You mean records, such as claimed in claims 3, 
4, and 5 of the patent in suit? 


Same objection. 


A. Yes, that is what I mean. 

Q. 14. And that is what you meant, is it, by the follow- 
ing statement, contained in the specifications of your patent, 
“Referring to the drawings, there is shown a dise 1 of hard 
rubber, or like material, having on its face an undulatory 
groove 2 of even depth representing sound waves ?” 


Same objection. 
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A. Linserted the words “or like material” with the | 
view of embodying in my claim all substances such asI de- 
scribed in my last answer. 


Cross-EXAMINATION, 
By Mr. Mauro: 

XQ. 15. Of what material were the sound records 
which you say were manufactured by the United States 
Gramophone Company in 1894? 

A. Of hard rubber. 

%Q. 16, What material was used in 1895? 

4. Also hard rubber, although I believe that it was in 
the latter part of ’g5, that I first thought of substituting 
imitation hard rubber for the hard rubber itself. 

XQ. 17. What was used in 1896? 

A. In 1896, the Berliner Gramophone Company, 
operating under this patent, commenced. to, use imitation 
hard rubber, and ever since that time all gramophone records, 
both in this country and in Europe have been made ex 
clusively of what used to be called “imitation hard rubber,” 
but which, in fact, consists largely of shellac and mineral 
earth, and is similar in composition to sc aling wax, such as- 
used by me in 1887. 

x Q, 18. Is the material which you call imitation hard 
rubber a vulcanizable compound ? 

A. No, it is not. 

XQ. 19. Does it contain sulphur ? 

A. No, it does not. 

XQ. 20. Then, of course, it does not necessitate the 
protection of the matrix by a coating which resists the action 
of sulphur fumes ? : 

A. No, not exactly, although in practice matrices have - 
always been nickel plated even when no rubber was used, in - 
order to keep them clean and prevent them from oxidizing. 

Deposition of the witness closed. eee 


Meeting adjourned to Wednesday, April 19, 1905, at 


11 A. M. 


+, 
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Philadelphia, April 20, 1905. 
Met pursuant to agreement, at the office of Horace 
Pettit, Esq., 604 Stephen Girard Building, Philadelphia, at 
tr A. M.—Counsel present as before. 


Rupotpu M. Hunter, a witness called on behalf of the 
complainants, having been first duly sworn, deposes and =ays 
as follows : 

By Mr. Perrir: 

Q. 1. Please state your name, age, residence, and occu- 

pation ? 

A. Rudolph M. Hunter; age, 48; residence, Philadel- 
phia; occupation, mechanical engineer, and_ solicitor of 
patents. 

Q. 2. Please state your qualifications to testify as an ex- 
pert in this case ? 

A. 1am professionally educated inthe arts and sciences, 
with particular reference to the qualifications of a mechanical 
engineer, and an investigator in scientific research. I have 
designed, and constructed, and superintended the construction 
of large quantitics of machinery of various kinds, compre- 
hending structures from small delicate mechanism tomachincry 
of very large size. I have been engaged in business relating 
to patents since 1871, and have prepared and prosecuted a 
very large number of applications for letters patent. I have 
been frequently called upon each year, for more than twenty 
years past, to give expert testimony in suits involving the in- 
fringement of letters patent, and devote a large portion of my 
time to this branch of my profession. Some of these suits 
have related to gramophones or talking machines, and have 
necessitated very careful consideration on my part of the 
mode or method of operation of the mechanism employed 
in talking machines generally, and more particularly to that 
character of machine known as the gramophone, and manu- 
factured by the Victor Talking Machine Company, and em- 
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bodying the principles of the Berliner patents. During the 


last 25 years, I have been frequently called upon as an ex- 


pertto make examinations and comparisons between patented 


structures and mechanica! devices or mechanisms, with a view 
to determine and reporting to my clients upon questions of 
similarities and dissimilarities which might involve future 
questions of infringement. With respect to the art of repro- 
incing articulate sounds, J might say that I have endeavored 
to keep in touch with the same since its incipiency up to the 
present time. I gave considerable attention to the matter of 
the reproduction of speech from vibrating diaphragms when 
the telephone first came into use, and had occasion to make 
quite a number of inventions in that line, some of which were 
controlled by the American Bell Telephone Company. When 
the phonograph first came before the public, I took every 
occasion to familiarize myself with the same, and frequently 
had opportunity of observing the operation of the early 
phonograph then in use, and also those involving ihe later 
developments in the art. I was also familar witn the-artas 
disclosed in the various publications from time to time, as I 
found much to interest me therein. As far back as 1887, I 
had myself occasion to develop ccriain improvements im 
phonographs, and have been more or less in touch with the 
art ever since. With regard to inventions generally, | might 
say that I have made a great number of inventions of my own, 
T 


and a portion of these I have patented. These letters patent 


of my own inventions being about 300 in number. 

G. 3. You may state whether you have examined U. S. 
Letters Patent, No. 548,623, in suit, issued October 2g, 1895, 
to Emile Berliner, for Sound Record and Method of Making 
Same, and if so, whether you thoroughly understand the in- 
vention therein set forth and claimed. 

A, I have examined the letters patent referred to in the 
question, and also the file wrapper and contents of the same, 
showing the procedure, during the prosecution of the appli- 
cation in the Patent Office, and believe that T fully understand 
the invention described and claimed in said patent. 


alia Ot 
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Q. 4. Please state whether you have examined the prior 
art considered by the defendant in its proofs. 

A. I have, and fully understand the same. 

Q. 5. You may state whether you have read, and are 
familiar with, complainants’ prima facie proofs in this case, 
and state whether you concur in the views expressed by Mr. 
Lyons in his depositions given in the prima facie case. 

A. Tam familiar with the prima facie proofs, referred 
to, and concur in the opinions and conclusions which have 
been expressed by Mr. Joseph Lyons, expert in behalt of the 
complainants. 

Q. 6. Kindly state whether you have read the proofs 
introduced into this case on behalf of the defendant, and also 
whether you concur with the views expressed by Mr. Cam- 
eron, defendant’s expert. 

A, J have read the proofs introduced into this case on 
behalf of the defendant, and believe that I fully understand 
the same. I do not agree with the opinions and conclusions 
expressed by Mr. Cameron, defendant’s expert, in his consid- 
eration of claims 3, 4 and 5, of complainants’ patent in suit. 

Q. 7. Please consider the testimony of Mr. Cameron, 
relative to claims 3, 4 and 5, of the patent in suit, and the 
invention therein specified, in connection with the exhibits in- 
troduced into this case, pointing out specifically your reasons 
for any and all conclusions which you may express, regarding 
the statements and conclusions of Mr. Cameron, relative to 
the said claims, and the inventions therein specified. 

al. As I understand the testimony of the complainants’ 
expert, it is his opinion that claims 3, 4 and 5, of the patent 
in suit, cover, as an article of manufacture, the record tablet 
in sheet form, having in its surface a record groove of later- 
ally undulating and of even depth, and in which the material 
of which the sheet or disc is to be made, consists of hard 
rubber or its equivalent, capable of beng rendered soft by 
heat and very hard by cold, or normal temperature, so as to 
have capacity to resist wear, such as would result from the 
hard usage to which it is put when employed in a gramophone 


is 


instrument, in which the record groove is required, not only — 
to produce the lateral vibrations of the stylus for the purpose 
of producing articulate sounds, but also to act upon said stylus 
for propelling the reproducer head, supporting arm, and horn 
transversely across the record tablet. I also understand that _ 
complainants’ expert, Mr. Lyons, considers that the difference 
between the claim 3, and claims 4 and 5, resides in the ‘fact: 
that claim 3 is for the article having upon its face the undu- 
latory groove of even depth, without regard to how it-is 
produced, whereas claims 4 and 5 require the said groove to 
be pressed into the face by a suitable matrix. I would also 
point out that claim 5 specifically requires the tablet te be of 
disc form which is essentially circular, whereas claim 4 simply —- 
calls for a sheet of the material forming the tablet, and need - 
not necessarily be circular, although that is the practical foim 
in which such records have always been employed. 

The testimony of Mr. Cameron, defendant's expert, cif _ 
fers from that of Mr. Lyons in that he considers that the tab- 
let must be made of “‘ hard rubber”, with the restricted mean- 
ing that it must contain sulphur, as an element, and with sech 
a restriction he points out that the defendant’s records do aut >< 2 
infringe the claims because they are not made of hard rubber, oe 
and do not contain sulphur as an element. In support oF aie 
this contention Mr. Cameron endeavors to show that the m- 
vention of Mr. Berliner resided in the fact that he contem- 
plated using a sulphur compound in the make-up of mae — 
record, and devised a specia! method or process for manu- : 
facturing a matrix from the original, or master, record, which 2 
could be used to press up duplicate records without injery 
from the sulphur therein. I cannot agree with the opinion — 
and conclusion which Mr. Cameron has expressed, nor im the 
arguments which he has advanced in support of his cone 
tention, with respect to the restricted meaning to be given to ~ 
the claims, and the non-infringement thereof by the defend-_ 
ant’s record. Bates 
Mr. Cameron has pointed out that Mr. Berliner proposed. 
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the etched zinc record or master record, an 
upon such matrix so produced a thin coating of iron or 
nickel, which has the Capacity of resistine the. Scere of 
sulphur of the hard rubber, and thereby probecsite the co ‘ 
of the matrix, which would otherwise be injured ra niet 


use of the ix in pr ing i 
matrix in producing duplicate records, 


He points 
out that clai 1 lati ati 
laims 1 and 2 relating to the process of manufac- 


turing duplicate records in hard tubber, and which includes 
" > ~, - } : i ‘ 
as part of the process, the production of the 
form of the matrix, having the 
nickel or iron, are specifically dir 
mony = SS = ri : F 
pre is one of the ingredients in the materia] of which the 
uplicate records are to be made, and that because of this he 
expresses the opinion that the 
tablet composition, must be incorporated into clain: 3, 4.and 
rite : apbis 3, 4 and 
5, Which are for the article of Manufacture, In this opinioy 
I do not cone i ai ae 
neur, for rez > Whi fi 
eS ; reasons which I will presently express, 
I expressly refers to the coaling metal as one which is 
not attacked by sulphur. Claim 2 has no such 
b . A EL, . : : 
= requires the-facing of the matrix w 
oriron, While these metals have t 
against the action of suiphur, they 
strued ; 


d then depositing 


particular specific 
hard or resisting coating of 
ected to those cases in which 


Same restrictions as to the 


restriction, 
ith a deposit of nickel 
he resisting qualities 
nevertheless may be con- 
as simply hardening metals to resist the w 
necessarily comes upon the matrix by 
said matrix is employed in malin : 
celluloid or composition 


car which 
Tepeated use, whether 
g the records in hard rubber, 
matters, substances suitable for the 
purpose of record making. 

(Claim 3 does not, in any manner, refer to the method of 
making the tablet, but is for the article of manufacture com- 
plete without regard to how it is made, and so far as this 
claim is concerned, I would say that it would be fulfilled if 
the laterally undulating groove of even depth were engraved 
or otherwise formed in the surface. Claims 4 and 5 ; 
require the laterally undulating groove of even dent to be 
pressed into the surface of the sheet of material, so that ina 
certain sense their structure refers back to the manner in 
which they are made. 


however, 


This is proper, because the very 


statement that the undulatory line or groove is pressed. 
into the face of the material indicates that those por. — 
tions so acted upon are compressed and made very smooth, 
as distinguished from what might result if the line or-groove — 
were engraved. The surface of the groove in the cases of ~ 


claims 4 and 5 are necessarily formed by compression of the ~~. | 


surface of the material, so that it shall exist in a smooth com- 
pacted form, constituting, in a sense, a skin of greater tough- 
ness than would exist in the surface of the groove if the same 
were engraved. Mr. Cameron gives several reasons why he 
considers these claims 3, 4 and 5 to be restricted to the 
specific substance, hard rubber, containing sulphur. The 
first of these reasons is that the claims define the article ‘‘as 
a sheet of hard rubber without any qualification whatever.” 
He further expresscs the opinion that had the patentee in- 
tended to include other substances he should have defined the 
material as “ one having the properties of becoming soft when™ 
heated and hard when cooled, and of taking a smooth impres- 
sion and of being tough, strong, etc.” I do not agree with 
him in this, because the patentee, in specifying a substance, 
namely, the one at the date of his invention which was most=——* 
suitable, is entitled under the practice, to allequivalents which —- 
might be employed in place of such particular _ substanee, 
which was preferred. This is especially so where the patentee 

in his specification includes equivalents by specifying one or 
more, as is done in the present instance. The mere use of 
the words “hard rubber’’ under these conditions would beas 
far reaching in its scope as employing a multiplicity of words, 
which Mr. Cameron has suggested. The practice of the 
Patent Office (of which I have had 34 years of experience) 
does not permit the inventer to specify in his claims ‘hard 
rubber or its equivalent,” or “hard rubber, eclluloid, etc.,” 
because it is contrary to the rules of practice and because aq — 
patentee is entitled as a matter of law to all equivalents of the — 
substance which he may mention in the claim, without spe-_ 
cifically referring to them in the claim. As claim 3 is not ~ 
restricted to the article of manufacture when pressed up by 
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a matrix, it follows that there is no such connection between 
the product and the method as would necessarily read back 
to the particular description which contemplated the presence 
of sulphur in the material of which the record tablet was 
made. 

It further is shown by the record in the prosecution of 
the application of the Berliner patent that the use of hard 
rubber for tablets for talking machines was well known, as 
will be seen by examination of the Herrington patent, No. 
399,365, of March 12, 1899, and to which -Mr. Cameron 
refers, and from which he quotes. This Berliner patert con- 
templates the manufacture of duplicate 1ecords in numerous 


substances, among which i; mentioned rubber and celluloid. 


In connection with this patent, Mr, Cameron states : 


“ This patent does not disclose the idea of using a 
matrix of copper faced with a material that would not be 
attacked by sulphur, and the impression of a rubber sheet 
by such a matrix is nuvel as far as now appears. 

“It is, however, clear that the disclosure of the 
Harrington patent necessarily restricts the patent in suit 
specifically to a Aard rubber record produced by means 
which will not be attacked by the sulphur contained in 
the hard rubber.” 


This statement of his appears to me to be inconsistent 
with the patent, because if the rubber of the Herrington 
patent is the same as the hard rubber of the complainants’ 
patent in suit, then there could be no novelty whatever in the 
use of hard rubber in a broad sense for a record tablet, and 
the novelty of the claims 3, 4 and 5, could not depend upon 
the particular words ‘‘ hard rubber.’’ On the other hand, the 
Herrington patent describes a number of substances as 
equivalents for producing record tablets, and rubber is taken 
as the equivalent of culluloid precisely as it is stated as be- 
ing the equivalent of celluloid in the complainants’ patent in 
suit. There appears to be no justification in reading into the 
particular claims 3, 4 and §, restrictions not specified as lim- 
itations merely because in the most preferred form of the in- 


vention the patentee describes the process of makinga matrix — 
which shall have resisting properties, not only against wear 
by friction, but against the attack of sulphur which formed a 
part of the composition, which, at the date of the patent, was = 
most suitable and most commonly employed. Such a-restric- 
tion in the scope of the claims on the article of manufacture 
is not consistent with the specification. If we examine the 
specification, page I, lines 1 to 73, we will find thet the 
patentee, Mr. Berliner, refers first to his construction of 
records made by etching, and specified in his former patents, 
and thea sperks ot his method of producing duplicates 
thereof. In describing the method broadly, he states : 


‘“My method is to coat the previously cleaned zine 
record disc in a cyanide of copper, or cyanide of brass 
solution, electrically, by which a very thin film of copper 
or brass adheres to the zinc. After being thus prepared, 
the coated zinc disc is placed in a sulphate of copper 
bath, and copper deposited on it electrically, The de- 
posit when thick enough is then detached, and forms an 
accurate matrix, showing the sound record of ‘the zine 
disc in reverse. This matrix can then be impressed into. 
suitable material, and thereby produce exact duplicates ~ 
of the original record sheet. 

“T have found hard rubber and ceiiuloid to be ex- 
cellent materials from which to make such duplicate. 
These substances, when heated, become very soft, and 
when in this soft state they are impressed with a matrix, 
such as above described, and are cooled while still under 
pressure, and the resultant rubber or celluloid sheet 
retains all the characters of the matrix, and thus forms a 
copy record of the original zinc disc,” 


This is a general statement of the invention, and from 
it it will be seen that the “hard rubber” or “rubber” and 
“ culluloid”’ are considered as equivalents, 

Again, further on in the specification, I find the follow- 
ing words: 


“ Referring to the drawings, there is shown a disc — 
1, of hard rubber or like material, having in its face an _ 
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undulatory spiral groove 2 of even depth representing 
sound waves,” 


Thereby again indicating that hard rubber, or equivalent 
material, are understood as being illustrated and forming the 
body of the material making up the article of the invention. 
That there was no intention of restricting the material to one 
containing sulphur, is evidenced by the prosecution of the 


case in the Patent Office. As the application was oviginall 
filed, the statement contained the words “then impress this 
matrix into blank sheets of impressible material with or with- 
out the assistance of heat,” and further “ this matrix can then 
be impressed into suitable material, and thereby produce 
exact duplicates of the original sheet.” he application was 
subsequently amended by inserting six claims in place of the 
original claims, but without eliminating the broad statement 
of invention regarding the use of hard rubber, or cuiluloid, 
as an equivalent. Inthe claims inserted by the amendment 
of August 18, 1893, the first claim related to the process, 
without reference to the particular material acted upon, 
except that it is softened by heat, and is allowed to be cooled 
and hardened while in contact with the matrix. While in 
this claim, the matrix is required to have a hard resisting 
face, that would be answered by the coating to resist the 
abrasion or friction, such as would come upon the matrix in 
impressing it into celluloid, or other equivalent of hard rub- 
ber, as well as in hard rubber. The third and fourth claims 
of this amendment became claims 1 and 2 of the patent. 
The fifth claim called for the pressing of a metallic reverse or 
matrix into ‘temporarily softened hard rubber, until the lat- 
ter has hardened,” which claim is a generic claim under the 
broad statement of invention contained in the application, 
because the words “hard rubber’ 
sarily refer to hard rubber, or its equivalent, such as cellu- 
loid, as there is no reference in the claim to the matrix being 
coated with a hard resisting face adapted to resist the action 
of sulphur, or otherwise. The sixth claim in this amend- 


in this claim must neces- 
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ment was for the article of manufacture, and is identical with 


the fifth claim of the patent in suit, and it is proper to sup- ‘3 


pose that the words “hard rubber” used in this claim was 
used in the same sense that it was used in the fifth claim of 
the amendment, and in accordance with the specification 
which considers celluloid as the equivalent in the completed 
article. I find nothing in the file wrapper which is incon- 
sistent with the views which I have expressed, namely, that 
when the words “ hard rubber’ were used in claims 3, 4 and 
5, of the patent in suit, they were employed in the broad 
sense of a materia] which is capable of being made soft 
when heated, and very hard when cold, so as to have capa- 
city to properly propel the reproducer, its arm, and horn 
transversely across the record disc tn the act of reproducing 
sounds. Any substance which is incapable of becoming 
hard to such a degree as would enable it it perform these 
functions in an instrument of the gramephone type, and did 
not employ a record groove of even depth and laterally 
undulating would not embody the requirements of the article 
of manufacture of these claims 3, 4 and 5, in suit. These 
claims being for articles of manufacture are to be considered 
with respect to their structure and their capacity for perform- 
ing the proper function required of them, and it is totaily 
immaterial to their meaning what gases or fumes might have 
been produced or caused to attack the matrix in the process 


of manufacture, and no reference to the process of manufac- - 


ture can be resorted to in interpreting the claims beyond the 
most general reference, such as would be implied by the 
word ‘ pressed,” as indicating that the groove was formed 
by having the particles of the material condensed so as to 
form hard, smooth, and tough side and bottcm walis of the 
groove. The particular construction of the matrix to make 
it durable, or to resist possible gases or fumes, has absolutely 


nothing to do with the record discs as articles of manufacture © ~ - 
adapted for commercial use in the gramophone instrument — 


fer reproducing sound. 


So far as the evidence in this case shows, Mr. Berliner - 


3 
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was the first to produce a record tablet suitable for use in 
connection with the gramophone instrument, and having 
upon its face an undulatory groove of even depth adapted 
to both vibrate the style and propel it across the record 
tablet. He was also first to produce a duplicate of such a 
record tablet in hard rubber or its equivalent, and which was 
of such hardness that the undulatory groove of uniform 
depth had the capacity of the original metailic record, or 
master record, to cause the style of the reproducer to be 
vibrated, and at the same time propel the reproducer, its arm, 
and horn, transversely across the record tablet. It is sucha 
record tablet which is claimed in claims 3, 4 and 5, of the 
complainants’ patent in suit, and for the purposes of the in- 
vention it is immaterial whether the said tablets are made 1: 
hard rubber, celluloid, or other equivalent substances, which 
are soft when heated and very hard when cold. At the date 
of Mr. Berliner’s invention hard rubber was the common 
material which was suitable for the purpose, but it was ex- 
pensive, and consequently it was natural that an equivalent 
substance which looked and acted like hard rubber would 
naturally be used in place of hard rubber as an equivalent if 
the commercial demands required it. Celluloid is a composi- 
tion of nitro-cellulose and camphor, and has no sulphur in 
it, and while it is stated as a substitute for the hard rubber 
and to be an “ excellent’’ material for the purpose, it is well 
known that it is rather expensive, and at the same time is 
combustible, and is also more or less dangerous during its 
manufacture. It is, therefore, natural that other com- 
positions less expensive, and less dangerous, should be found 
which would be the mechanical equivalents of hard rubber, 
and the composition now commonly employed, which con- 
sists of shellac, and a heavy earth, such as baryta, is that 
which is commercially employed as the equivalent of hard 
rubber in the manufacture of these record discs for the 
gramophone instruments. This substitute composition is 
made black by employing lamp black as a coloring matter, 
and these tablets, as will be seen by examining “ Complain- 
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ants’ Exhibit, Defendant's Sound Record,” have all the - 


appearance and mechanical characteristics of hard rubber, 
and could not be told from it by the ordinary purchaser and 
user of gramophone talking machines. As this composition, 
which is that employed by the defendant, has all the appear- 
ance of hard rubber, acts like hard rubber in the process of 
manufacture of the disc, and performs all the results of hard 


rabber when used in connection with the gramophone instru- - 


ment, itis, in my opinion, the full equivalent’ of the hard 
rubber specified in claims 3, 4 and 5, of the complainants’ 
patent insnit, TI also understand frem the evidence in this 
case that the ‘‘Complainants’ Exhibit, Defendant’s Sound 
Record” is a duplicate record made by pressing into the sur- 
face of a sheet of material, which is the equivalent of hard 
rubber, and a lateral undulatory groove of even depth, it is 
my opinion that said record embodies the construction and 
has the properties and capacities of the record tablets speci- 
fied in claims 4 and 5, of the complainants’ patent in suit, 
The file wrapper of the patent in suit shows that at-no 
time during the prosecution of the application was the scope 


o! the words, “hard rubber’ called iato question, nor was there, 


ever a claim onthe article prese in | fer 
era claim on the article presented in broader language's 


than the present claims 3, 4 and 5, consequenily, in view of 
the broad statement of invention which extends to celluloid 
and other equivalents for hard rubber it is right and proper 
to assume that the words “hard rubber” used in these claims 
3,4 and 5, were used in a genera! sense.as meaning a sub- 
stance, suchas hard rubber, or its equivalent, which would be- 
come quite soft when heated and very hard when cold, and 
having the durable properties necessary to a record tablet of 
the character required for the gramophone instrument. In 
rad of this, Ido not agree with Mr. Cameron’s statement 
that :—- 


*“ During the prosecution of the case in the office, it 
was found necessary, in order to define a novel article, 
to restrict the claim to hard rubber specifically,” 


FO 


The file wrapper shows that there was no such descrip- 
tion placed upon the claim, and the specification was not 
restricted cither. Mr. Cameron refers to restrictions in the 
method claims, but itis quite unreasonable to attempt to 


j 


apply any descriptions which might have been made to the 


method claims to the claims fer the article of manufacture, 
because the method claims were net restricted in any manner 
to the form or character of the record groove. It is alse 


quite reasonable to suppose that baving secured comprehe 


sive claims upon the article there was no me 
ing comprehensive claims upon tne process also, and, there 
fore, the cancelling of such claims could not act in any sense 
as a restriction to the scope of the article claims. As a matte: 
of fact the record shows that claims 1, 2 aid 5, of the amend- 
ment of August 19, 1893, were cancelled without prejudice, 
for in so cancelling them the attorney stated :— 


S 

“While it is not believed that either of the refer- 
ences cited have any important bearing upen this case, 
and while the applicant is positive that none of the pro- 
cesses described in the references cited can be practiced, 
or have even becn practiced upon hard rubber; still in 
order to avoid further delay, and in the hope of bringing 
the case to a termination, claims 1, 2 and 5, have been 
cancelled,” 


As claims 1 and 2 referred to did not use the words “hard 
rubber’’, and as‘claim 5 used it in a generic sense, it is seen 
rom the above quotation that the attorney's usc ofthe words 
“hard rubber’ was made in a general sense, meaniug ama- 
teria, such as hard rubber, or its equivalent capable of having 
the properties necessary for use in a gramophone instrument. 

] would further state that while broad process claims were 
cancelled, not because they were anticipated, it is never- 
theless possibie that a process or a method claim might be 
anticipated by the prior art, whereas the actual product pro- 
duced thercby might ho: e characteristic qualities which would 
make Jia new articie carrying with it patentability, so that 
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even under the contention of Mr. Cameron, there is no nec- 
essary foundation for the views which he has expressed. 

Mr. Cameron also refers to the fact that the examiner 
required the statement of invention to be brought into con- 
formity with the claims, as they were allowed, and refers to 
the fact that the words “impressible material” were eliminated. 
I'can see nothing suegestive in that, because impressible 
material might be simply «ax or metallic soap, such as Edison 
used, and which is not suitable for the purposes of the gram- 
»phone instrument, and while the specification is corrected in 
this respect it is clear that the examiner at no time required 
any restriction which would assume that hard rubber or its 
guivalent, such as celluloid, was not included in the 
scope of the claims allowed. Mr. Cameron, therefore, had no 
justification in making the statement that — 


either overlooked the 


ay sacaes - 
ing ‘hard rubber’, on the 


“ Manifestly the « 


words ‘or lke matcvial 


second page of the amendment of July isi, 1895, or he 
regarded them as indicating asa material which, like 
hard rubber, contained sulphur.” 


The examiner knew very well that the specification in- 
cluded celluloid, or other equivalent substance, as wellas hard 
rubber, and he did not overlook anything in allowing the 
words “or like material ’.to be inserted by amendment. The 
question of the presence of sulphur wasa mere incident to 
one particular material that might be used. It is true, it was 
in the material which was most suitable at that date, and, 
therefore, receives specific consideration, so far as claim 1 is 
concerned, and possibly claim 2, but it had notling in the 
3, 4and 5. 
The references cited in the Patent Office, and those referred 
to by Mr. Cameron, in his answer to question 7, do not, in 
any way, disclose or anticipate the article of manufacture 
which I find specified in claims 3, 4 and 5, of the complainants’ 
patent in suit, and I do not understand that Mr. Cameron 
believes them to anticipate. le merely refers to them with 


way of importance in connection with claims 
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an endeavor to restrict these claims to the particular substance, 
hard rubber, as distinguished from it, or its equivalent, and I] 
cannot see that he has shown any reasonable grounds for 
such limitation, 

In conclusion, I would call attention to the opinion of 
Mr. Cameron, defendant’s expert,in reference tu Mr. Herliner’s 
inventions in the production of the practical, commercial 
gramophone record, such as those here in controversy in thi, 
suit, which he has expressed in another pending suit namely 
in the case of the American Graphophone Company z. the 
Universal Talking Machine Manufacturing Company, in the 
month of March, 1905, and in which he has given Berliner 
great credit as the pioneer in this character of record, [ will 
refer to some portions of Mr. Cameron’s testimony in tha’ 


case, when referring to Mr. Berliner’s Patent No. 548,623. of 


October 29, 1895, which is the patent in suit in this case. Mr 
Cameron stated that in 1895, Mr. Berliner :-— 


“was the greatest expert at that time in the world in the 
art of making and of duplicating ‘zig-zav’ records, or rec- 
ords of uniform depth.” 


_This was stated in answer to question 5, of Mr. Cameron’s 
deposition in that case, and appears to be very pertinent to 
the contentions which I have here advanced. Again, in 
speaking of the record tablets made by Mr. Berliner, Mir. 
Cameron states in the same answer: 


“ These were the only forms of commercial, practi- 
cable sound records known at the date of the Berliner 
patent, as in fact, they are the only forms of commercial 
sound records known at the present day.” 


This was referring to the gramophone records having 
uniform depth with lateral undulations like those of the com- 
plainants’ patent in suit, as well as to the cylindrical records 
of the graphoplione type having variable depth of groove. 
Again, in the same answer, Mr. Cameron also states: 


“As I have before pointed out, the record of even 
depth in commercial, practical form, had its origin in in- 
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ventions of Mr. Berliner, dating from the years 1887 
and 1888. Prior to the date of the Jones patent in_suit, 
the only practical method of producing duplicates of this 
form of record, was that described in the Berliner~ 
Patent, No. 543,623, referred to in your question.”’ 


The patent in suit, referred to in the above quotation, — 
was the Jones Patent, No. 688,739, of 1901, so that the de- 
fendant’s expert admits that at the date of the complainants’ 
patent in suit, 1895, Mr. Berliner had produced the only 
practical form of record adapted to the gramophone machines, 
such as those made by the complainant and the defendant. 


Adjourned till Friday, April 21, at 11 A. M. 
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Philadelphia, April 21, 1905. 
Met pursuant to adjournment. 


Counsel present as before, 


It is stipulated between counsel that the above 
quoted portion of Mr. Cameron’s deposition given in the 
case of the American Graphophone Company 7. the 
Universal Talking Machine Manufacturing Company, (U. 
S. Circuit'Court, So. Dist. of N. Y., in Equity, No. 8956), 
is a correct copy of that portion of Mr. Cameron’s depo- 
sition in that case, and mav be thus used in this case. 


Q. 8. You may state whether or not the drawing at- 
tached to the patent in suit represents the article claimed in 
claims 3, 4, and 5. 

A. It does. This drawing is described as showing a 
disc of “ hard rubber or like material’, (line 1, page 2) which 
like material includes other substances of which celluloid re- 
ferred to on line 64, of page 1, may be considered as one 
of them. 

Q. 9. Kindly refer tothe method of producing sound 
records, described on page 1, lines 50 to 64, of the patent in 
suit, being the first method described in the specification of 
the patent, and state whether you find therein contained any 
reference to sulphur, or to means for overcoming the effects 
of sulphur fumes on the matrix. 

A. The first method is described on page 1, in lines 50 
to the middle of line 73, inclusive, and there is no reference 
whatever in that matter to sulphur or sulphur fumes. 

Q. 10. I notice that the description of this process, just 
referred to, contained on lines 50 to 63, of the specification 
of the patent in suit, concludes with this statement :— 

“This matrix can then be impressed into suitable 
material, and thereby produce exact duplicates of the 
original record sheet.”’ 


Is there anything in the description referred to in your 
understanding of it, which requires that this “ suitable mate- 


rial’’ in which the record shall be impressed, shall contain 
‘sulphur ? 
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A, There is not. 

Q. 11. From your examination of the file wrapper and 
contents, of the patent in suit, in evidence, have you found 
any disclaimer, or any statement on behalf of the applicant, 
which could operate as a disclaimer, of materials, other than 
hard rubber, for the body of the article clatrmed in claims 3, 
4, and 5? 

A. I have not. 

Q. 12. State whether or not, in your judgment, the 
material composing defendant's record, as admitted in the 
prima jacie case, is the equivalent of hard rubber, for the 
purposes of the article claimed in claims 3, 4, and 5? 

A, In my opinion it is. 

Q. 13. You may state whether, or not, Complainants’ 
Exhibit, Complainants’ Record, is composed of hard rubber. 

A, [t is not. It appears to be composed of a mixture 
of a binding material, such as shellac, and an earthy sub- 
stance, together with coloring matter, such as lamp black. 
From an examination of the defendant's sound record and 
the complainants’ sound record, I am of the opinion that they 
are very much alike in composition, if not identical, that ts to 
say, defendant's sound record appears to be composed of the 
same materials as those making up the complainants’ sound 
record, 

Q. 14. From your reading of the patent in suit, and of 
the file wrapper and contents offered in evidence, is there 
anything contained therein which would require that the 
product claimed in claims 3, 4, and 5, must be made bya 
process in which provision is made to protect the matrix from 
the effect of sulphur tumes, and not by the process first de- 
scribed in the specification of the patent and contained in the 
lines 50 to 63, page I? 

A, There is not. 


No cross-examination. 


Rk. M. HUNTER, 
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Counsel for compiainants offers in evidence copy of 
consent decrees, as follows 

Consent decree in Victor Talking Machine Company 
and United States Gramophone Company v, Universal Talk- 
ing Machine Company and Universal Talking Machine Man- 
ufacturing Company, in the United States Circuit Court, 
for the Southern District of New York, in Equity, No. 8380, 
being suit on Berliner patent, No. 548,623, and the same is 
marked “ Complainants’ Exhibit, Consent Deeree 7, Univer- 
sal Companies.’’ ; also 

Consent decree in Victor Talking Machine Company 
and United States Gramophone Company v. Lit Brothers, in 
the United States Circuit Court, for the Eastern District of 
Pennsylvania, of April Sessions, 1904, No. 37, in Equity, 
being suit on Berliner patent, No. 548,623, and the same is 
marked ‘‘ Complainants’ Exhibit, Consent Decree 7. Lit 
Brothers.” 

It is stipulated by and between counsel that an uncerti- 
fied copy of the above decrees may be offered in evidence 
with the same force and effect as a certified copy, subject to 
correction from the originals. 


Complainants rest. 
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UNITED StTaTeEs PATENT OFFICE. 


EMILE BERLINER, OF WASHINGTON. DISTRICT OF COLUMBIA. 


SOUND-RECORD AND METHOD OF MAKING SAME. 
SPECIFICATION forming part of Letters Patent No. 548,623, dated October 29, 1895. 
Applloation filed March 18,1893, Serial No. 466,708. (No model.) 


To all whom it may concern: 

Re it known that I, Es1Le BERLINER, ¢ citi- 
zen of the United States, residing at Wash- 
ington, in the District of Columbia, have in- 

5 ventod certain new and useful Improvements 
in Processes of Making Copies of Sound- 
Records; and I do declare the following tobe 
a full, clear, and exact description of the in- 
vention, such as will enable othars akilled in 

to the art to which it apportains to make and 
use the same. 

This invention relates to improvements in 
sound-records and in the method of making 
the saine. 

15 The present invention relates more partic: 
ularly to the production of copies or dupli- 
cates of the flat sound-records as made by 
gramophone in the mannerset forth in Letters 
Patent granted to ime on Novembor 6, 1887, 

20 No. 372,780, aud on May 15, 1888, No. 382,790. 

The sound-records, as is well-known, eon- 
sists of undulatory grooves of even depth, as 
distinguished from non-undulatory grooves 
of varying depth sepances by other methods 

25 of recording sounds, 

The sound-records of the gramophone are 
generally zinc disks into which a spiral rec- 
ord of sound-waves is etched. Other sub- 
stances than zine capable of being etched 

39 into may of course be used. 

The simplest way for making a duplicate 
copy of such a record is to impress it in wax, 
deposit copper thereon, and detach the cop- 
per shell.. This is the well-known method 

35 use by electrotypers. There is, however, a 
loss in the perfection of tha surface, resulting 
from the fact that electrotypers’ wax is porous 
aud uneven of surface, aud the resultant 
copper copy containing the sound-record is 

go not as good in tone quality as the vriginal. 
It is therefore necessary to deposit a copper 
or other metallic matrix directly on the origi- 
pal zine record, ThisI do by first thinly 
covering the zine with a material capable of 

4§ resisting thoaction of the sulphate of rt 
solution usually employed for electro plating 
or typing, and then deposit copper over that, 
and when thick enough detach the copper 
deposit. 

50 y method is to cast the previously-cleaned 
zinc-record disk in acyanide-of-copper or cya- 
nide-of-brags solution, clectrolytically, by 


an electric current. 


which a very thin film of copper or brass ad- 
heres tothe zing. After being thus prepared, 
the coated zine disk is placed. into a suiphate- 
of-copper bath and copper deposited on it elee- 
trolytically, The deposit when thick enough 
ig then detached and forms an accurate ma- 
trix, showing the sound-reeord of thezine disk 
in reverse. This matrix can then be im- 
pressed into suitable material and thereby 
produce exact duplicates of the crigival ree- 
ord sheet. 

T have found hard rubber and celluloid 
fo be excellent materials froti which to make 
such daplicates. ‘These substances when 
heated become very soft, and when ia this 
soft state they are impressed with a matrix, 
such as above described, and are cooled while 
still uader pressure, and the resultant rubber 
or celluloid sheet retains all the characters 
of the matrix, and thus forms acopy record of 
the original zine disk. In impressing a cop- 
per matrix ou softened rubber, however, the 
sulphur fumes which are generated when 
beating the rubber attack the copper and de- 
stroy the smagothness of its surface. I have 
therefore found it necessary to coat the cop- 
per matrix with a substance capable of with- 
standing thesulphur fumes, and I find elec- 
trolyticaily-deposited tron or nickel a proper 
substance to accomplish the desired effect. 
The copper matrix is therefore cleaned and 
placed in anickel or iron bath, and a thin 
coating of iron or nickel is deposited on it by 
The matrix thereby be- 
comes protected against sulphur fumes, and 
iron and nickel being harder than copper the 
matrix, by being thus coated, becomes more 
durable, and withstands pressure for a longer 
period. It isalso possible withsuch a matrix 
to press unvulcanized rubber into it, vulean- 
ize the rubber while attached to the matrix, 
and then detach it, when a true tf of the 
original sound-disk will be the result. 

Iu the anuexed drawings, forming part of 
this specification, there is shown in Figure 1 
& plan view of asound-record made in accord- 
auce with the present invention, with the 
lines representing the record greatly ex 
yerated; and Fig. 2 is a perspective view of & 
sical! portion of a sound-record copy on an 
enlarged scale. 


Referring to the drawings, thero ia shown a 
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disk J, of hard ruober or like material, having 
in its face an undulatory spiral groove 2 of 
even depth representing sound-waves. 

What I daim is— 

1. The process of duplicating flat sound ree- 
ords, which consists in depositing copper or 
other like metal on an original record, thon 
detaching the copper reverse thus produced 
and facing the same with a layer of hard 
metal which is not attacked. by sulphur, and 
then pressing tho reverse into temporarily 
softened hard rubber, substantially as de- 
scribed, 

2. The process of duplicating flat sound ree- 


15 ords, which consists in facing an electro-de- 


ited reveraa of a record, with nickel or 
ron, and then preasing this reverse into hard 
rubber, substantially as described. 


3. As anarticle of manufacture, a nhest of 


hard rnbber having upon its face an undula- a0 


tary groove of even depth representing sonnd 
waves, substantially as described. 

4. Asan article of manufacture, a sheot of 
hard rubber baving pressed into its face an 
undulatory line of eveu depth representing 
sound waves, substantially as described. 

5. A copy of a flat sound record, which cou- 
sists of a disk of herd rubber having iin- 
pressed upon ite face the linasrepresenting tie 
record, snbstantially as described. 

In tertimony whereof I haveafixed iny sig- 


nature in preseace of two witnesses, 


* EMILE BERLINER. 
Witnesses. 


8. E. Younc, 
GLORGE SEIDENSPIMER. 


United States Circuit Court, 

Southern District of New York. 

In Equity, No. 8628. 

Victor Talking Machine Company, 
et al., 


u 


American Graphophone Company. 


Complainants’ Exhibit, No, 1. 
(Signed) Joun F, Grapy, [sear] 
Special Examiner, 
Notary Public, 
Commission Expires Jan. 19/07. 


This Agreement, made this second day of September, 
1895, by and between the United States Gramophone Com- 
pany, a corporation organized under the laws of the State of 
West Virginia, with its principal office in Washington, D. C., 
and hereinafter referred to as the party of the first part, and 
W. C. Jones, of New York City, N. Y., and hercinafter re- 
ferred to as the party of the second part, Witnesseth : 


Tuat Wuereas, The said party of the first part is the 
sole and lawful owner of all rights accrued under letters 
patent issued to Emile Berliner for his invention known as 
the Gramophone and has acquired the sole right to control, 
convey and dispose of all rights to all inventions of the said 
Emile Berliner which have been or which shall hereafter be 
made, having relation to the recording and reproduction of 
sound, it is agreed as follows : 


First,—That in consideration of one dollar in hand paid 
by the party of the second part to the party of the first 
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part, the receipt of which is hereby acknowledged by the 


party of the first part, and in further consideration of the 
obligations herein entered into, the said party of the first 
part does assign, transfer and set over to the party of the 
second part the sole and exclusive right to manufacture, sell, 
lease and deal in said inventions, made or to be made by said 
Berliner, in the United States. 


Second.—The party of the second part agrees to pay to 
the party of the first part, on all gramophones, sound records 
and other accessories of the gramophone, sold under the 
rights conveyed by this contract, a royalty of ten per cent. 
of the retail price to be fixed by said second party, provided 
that the royalty on completed gramophoness shall not be 
less than fifty cents apiece. Should said second party de- 
cide at any time to rent or lease any of its gramophones, a 
special arrangement or royalties shall be mutually agreed 
upon by the two parties. 


Titrd.—Second party agrees to pay to party of the first 
part, upon the signing of this contract, the sum of fifteen 
hundred doilars, and within sixty days from the date of this 
contract the further sum of thirteen thousand five hundred 
dollars (failing in which this contract shall be null and void 
and no damages shall be recoverable by or from either 
party), which sums shall be an advance payment upon the 
royalties payable during the first year of the continuance of 
this contract. Said second party further agrees that the roy- 
alties to be paid to said first party during the second year 
shall not be less than thirty-five thousand dollars, and that 
the aggregate of the royalties to be paid to said party during 
the first three years of this agreement shall amount to at 
least seventy-five thousand dollars, which amount may be 
made up by said second party within said three years. After 
said three years it is agreed by said second party that it will 
diligently and in a business-like manner prosecute the gramo- 
phone business in the interest of the gramophone invention, 


ns 


54 


and in doing so it shal! be absolved from any fixed minimum 
amount of royalties to be paid annually. 


Fourth,—Said second party may form a company within 
ninety days from the date of this contract, said company to 
take the place of said second party, and to assume, carry out 
and be responsible for all obligations herein entered tnto by 
said party of the second part. 


Fifth,—It is mutually agreed by parties of the first and 
second parts that all rights and franchises conveyed and _ in- 
tended to be conveyed from party of the first part to party 
of the second part, shall, by the assigznment of party of the 
second part accrue to the said company to be formed as 
hereinbefore provided, and that the obligations of the said 
W. C. Jones shall then cease. 


Sixth.—Party of the first part agrees that at the time of 
the transfer of rights and franchises by said second party to 
their successors or assigns, said first party will enter into any 
further writing which may be necessary to perfect said trans- 


fer. 


Seventh.—Party of the first part agrees to defend said 
second party in the enjoyment of all rights or franchises con- 
veyed and intended to be conveyed by this contract, and to 
prosecute any infringement of such rights; provided that 
said second party shall bear one-half the cost of any litiga- 
tion to which it may be a party after three years from the 
date of this contract. Said first party further agrees to de- 
posit, within ninety days from the date of this contract, with 
a trust company in the City of New York or Philadelphia, 
ten thousand shares of its own, the United States Gramo- 
phone Company’s common stock, to be made out in the 
name of said trust company, which stock, or any part thereof, 
may be sold at any time for five dollars a share, or more, at 
the request of either of the two parties to this contract, the 
proceeds to be a guarantee fund in the hands of said trust 
company for the benefit of said second party against pecu- 
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time after such an injunction or decree, said stock, if still 
held in trust, may be sold at any price obtainable, provided 
both parties shal! have been notified ten days before the day 
of sale, and the proceeds shall go towards covering such loss 
of said second parties. This stock, held in trust, shall not 
be entitled to any dividends until sold by said trust company, 
and at the end of ten years from the date of this agreement, 
any of said stock still in the hands of said trust company, or 
any cash from the proceeds of said stock, and not required 
to satisfy the claims of said second party, shall be retrans- 
ferred and returned to said party of the first part by said 
trust company. . 

Lighth,—Party of the second part agrees to make a true 
and accurate return of its sales or leases of gramophones and 
gramophone goods monthly, and that its books and those of 
its successors and assigns shali at ali times be open for in- 
spection by party of the first part, so far as may be necessary 
to determine the amount of royalties due. It is further 
agreed by said second party that they willsettle their accounts 
with said first party paying the royalties due on al] goods 
sold during any month on or before the end of the month 
following. 

Ninth.—It is agreed that the manufacture of discs and 
records shall be retained under the control of party of the 
second part, their successors or assigns; and no rights or 
franchises covering this branch of the werk shall be granted 
to any third party, nor shail any gramophone records be 
sold within three years from the date of this contract, without 
the assent of both parties to this contract. 


Tenth.—Second party, its successors or assigns, shall 
provide all apparatus sold under said patents with the usual 
patent stamp, and shall number the machines at the factory 
in running series, to facilitate the discovery of infringers by 
entering these numbers, and to whom sold, on their books. 


Elevent/:.—It is herein mutually agreed by and between 
Gow 22d L.A A Aaetian tHhotin cace af the nan filfillment of the 
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obligations specified in paragraphs second and third of this 
contract and assumed by party of the second part, party of 
the first part may give notice in writing of such non-fuifill- 
ment, and upon the further failure of party of the second 
part for a period of sixty days from the receipt of such notice, 
party of the first part may declare this agreement null aid 
void, whereupon all rights given by said first party to said 
second party shall be considered as :evoked. And in case 
of failure by party of the first part to comply with any of the 
terms of this contract, party of the second part may give 
notice in writing of such failure, and in case of the further 
failure to comply with the terms of this contract by party of 
the first part for a period of sixty days from the receipt of 
such notice, second party shall be absolved from aii obliga- 
tions assumed under this contract, royalties due on goeds 
sold excepted. 

Twelfth —Parties of the second part or their successors 
or assigns shall purchase for cash, within three months from 
the date of this agreement, from the United States Gramo- 
phone Company, all gramophones and gramophone goods 
now in stock which are in good and saleable condition, pay- 
able therefor manufacturers prices, and also, at reasonable 
prices, all manufacturing machinery owned by said United 
States Gramophone Company which may be available for use 
in their work ; otherwise said first party may sell said gramo- 
phone goods to others. 


Thirteenth.—In case of the termination of this contract 
within three years from the date thereof all matrices made 
under this agreement or in the possession of party of the sec- 
ond part, their successors or assigns, shall be sold back to 
party of the first part at a fair cost valuation, less wear and 
tear. 


Fourteenth.—No forfeiture shall be made by party of the 
second part for non-fulfillment of any provision of this con- 
tract, due to any injunction for infringement, and no royal- 
ties shail be claimed by party of the first part so long as the 
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sale of gramophones and sound records may be suspended by 
reason of any injunction against party of the second part, their 
successors or assigns, for infringement of the patents under 
this agreement, and in case the rights and franchises con- 
veyed, or intended to be conveyed by this contract to party 
of the second part be declared invalid, all advance royalties 
in excess of Io per cent. of the price received for the goods 
actually scld.and paid for, shal! be recoverable from party of 
the first part. 
In Testimony WHEREOF, We have set our hands and 
affixed our seals, 
THE UNITED STATES GRAMOPHONE 
COMPANY, 
By 
[Corrorate SEAL} E, BERLINER, 
Pres 
WM. C. JONES. [Sear] 
Received for record October 21, 1895, and recorded tn 
Liber S., 52, page 207, of Transfers of Patents. 
In Testimony Wuereor, I have caused the seal of the 
Patent Office to be hereunto affixed. 
JOHN 5S. SEYMOUR, 
[Seat or Parent OFFICE. ] Commissioner of Patents, 
xd  , “T., 


United States Circuit Court, Southern 
District of New York, 


Victor Talking Machine Company, 
ef ai., 
U. 
American Graphophone Company. 


Complainants’ Exhibit, No. 2. 
(Sga) Joun F. Grapy, 
[seat] 
Special Examiner, 
Notary Public, 


Tis AGREEMENT, Made this second day of September, 
1895, by and between Emile Berliner, of Washington, D. C. 
party of the first part, and W.C 
N. Y., party of the 


nes, of New York City 


VV ItIessetn 


Tuat WHEREAS, a contract of even date has been mad 
by and between the United States Gramophome Co., 
Washington, D. C., party of the first part, and W. C. Jones 
of New York City, N. Y., party of the second part, relating 
to the manufacture, sale and leasing of Gramophones and 
gramophone goods ; 

AnD WuExeas, said Emile Berliner is the patentee and 
was the sole owner of all patents pertaining to said inven 


tions ; 


AnD WuHenreas, The services of said mile Berliner are 


necessary to the perfecting of certain other gramophone 
machines and applications of the gramophone devices, to suc- 
cessfully place the same on the market; therefore, it is 
mutually agreed : 


First-—That if any defect should be found to exist in 
the legal organization or rights of the said United States 
Gramophone Company, afiecting in any way its ownership 
of said patents, or any defects in the transfer of any patents 
pertaining to the gramophone, heretofore owned by said 
Berliner, such defects shail in no way affect the rights, fran- 
chises or privileges transferred and intended to be transferred 
to said W. C. Jones and specified in the contract hereinbcfore 
referred to ; 


Second.—It is herein agreed by the party of the first part 
that he will execute, upon the demand of the party of the second 
part at his own expense, any other legal document which 
may be necessary to perfect in said W. C. Jones the rights and 
franchises conveyed and intended to be conveyed to them by 
said contract with the United States Gramophone Company ; 


Third.—The said Emile Berliner, party of the first part 
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phone goods manufactured by or for party of the second = 
part, their successors or assigns, anu on no other gramophone 3 


goods; to give his best efforts to the perfecting of all present 
devices to which his patents are now applied; also to use his ; 
scientific knowledge and inventive skill in applying said 
patents to new devices ; : 
Fourth.—Jt is hereby agreed that the manufacture of 
all matrices shall be carried on at Washington and under the 
supervision of said Berliner during the first three years of the 
continuance of this contract, unless, with his consent, or in 
case of his refusal, death or disability, other arrangements 
shall be made. And said second party, its successors oF 
assigns,'agrees to pay to said Berliner a salary of five thousand 
dollars a year in monthly payments, and also all expenses for : 
laboratory or other experiments which may be undertaken by a : 
said Berliner with the concurrence or by the wish of said 
second party,and also all necessary traveling expenses for 
these purposes ; 
/ifth—It is agreed that any assignment by party of the 
the second part, of its entire right of manufacture, [case and 


sale of gramophones and gramophone goods in the United = 
+ } 5 - ps ne 3 vie 
States shall devolve upon the assignees all the obligations : 


assumed herein by party of the second part: and the obliga- 
tions of said parties of the second part shal! thea cease. 
In Witness WuHeEREOF, We have set our hands and 


affixed our seals. 


[srat] E. BERLINER. 
[scar] WM, C, JONES. 


Received for record, October 21st, 1898, and recorded 
in Liber S 52, page 214, of Transfers of Patents. 


Ix Testimony Wuereor, I have caused the seal of the 
Patent Office to be hereunto affixed. 
JOHN S. SEYMOUR, 


(Seal of Patent Office.) Commissioner of Patents. 


Exd. F. C.-T. 
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United States Circuit Court, 
Southern D: strict 0 f New York. 
In Equity, ] 


avo 6,¢ 28. 


Victor ‘Lalking Machine Company, 
er , 
7 


American Graphophone Company. 


Complainants’ Ex 
(Signed) Joun EF. 


pecial Exa aminer, 


Grapby, [SEAL] 


a 


Votiary’ Public. 


Comnussion expires Jan. 10, 1907 


/ 


This Agreement, Made the fourth day of October, A. 
D., One thousand Eight Hundred and ninety-five 895), be- 
tween the United States Gramophone Company, a corpora- 
tion organized under the laws of the State of West Virginia, 
with its principal office in Washington, D. C., and herein- 
after referred to as the party of the first part, and W. C. 
Jones, of New York City, New Y ork, hereinafter referred to 
as the party of the second part, Witnesseth that: 


Wuerras, The parties of the first and second parts have 
entered into an agreement, dated the sccond d jay of Septem- 
ber, A. D., 1895, by which the party of the first part has 
granted to the party of the second part certain rights to all 
inventions of I-mile Berliner, Esq., which have been, or 
which shall hereafter be made having relation to the record- 
ing and reproduction of sound, and including the inventions 
described in Letters Patent of the United States, numbered, 
dated and designated as follows (although not mentioned by 
number, date or designation in the said agreement), viz.: No. 
372,786 dated November 8, 1887, for a gramophone ; No. 
382,790, dated May 15, 1888, for a process of producing 
records of sound; and No. $34,543, dated February 10, 
1895, for a gramophone ; : 


re one 
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Anp Wuereas, The parties hereto have agreed to cer- 
tain modifications in the Third Article of the said agreement: 


Now, THEREFORE, in consideration of One Dollar by 
each of the pe parties to the other interchangeably paid, 
the receipt > which — hereby acknowledges, and for 
other vali Iuable c cae mutua! considerations, it is hereby mutu- 
ally covenanted and agieed by and between the said parties 
that the said Third Article of the said agreement shall and 
the same is hereby amended so as to read as follows, viz.: 


‘“« Thivd.—Second party agrees to pay to party of 
the first part, upon the signing of this contract, the sum 
of $1,590, and within sixty days from the date of this 

contract (September 2, 1895) the further sum of $3,500, 

and within three months from the said date the further 

sum of P5,000, and within six months from the said 
date, the still further sum of $500 (failing in which 
this contract shali be null and void, and no damaies 
shall be recoverable by or from either party). which 
sums shall be an advance payment upon the royalties 
payable during the first year 2 the continuance of this 
contract. Said second party further agrees that the 
royalties to be paid to said fast party during the second 
year shall not be less than $35,000, and that the aggre- 
gate of royaities to be paid to said first party during 
the first three years ef this agreement shall amount to 
at least $75,000, which amount may be made up by 
said second party within said three years—provided, 
nevertheless, that, if the said second party or his 
assigns, shall, by energy, business ability and sufficient 
working capital, show that he or they are doing their 
best to make a success of the gramophone business, and 
if then, for causes which cannot be foreseen, the roya!- 
ties payable and due at the rate fixed in the second 
article of this agreement to the party of the first part 
during the second year amount to at least $20,000, but 
not to $35,000, then the three years hereinbefore men- 
tioned in this article within which the amount of royal- 
ties to be paid shall amount to $75,000, shall be ex- 
tended by the addition of another year, to make four 
years in which to make up the amount of royalties to be _- 
paid to the sum of $75,000 ; but, if the royalties pay-. © 


to 


able under the said second article during the second 
year do amount to $25,000, then the said extension 
shall not be given. After said three years, or the addi 
tional fourth year, if such an extension is made, it is 
agreed by the said second party that he or his assigns 
will diligently and in a business-like manner proscecut 
the gramophone business in the interest of the ¢ramo 
phone invention, and in doing so, he and they shali be 
absolved from any fixed minimum amount of royalties 
to be paid annually.” 


And it is further mutually convenanted and agreed that 
the said party of the first part shall execute all such furthe: 
instruments in writing as counsel may advise or require, for 
completely vesting in the said party of the second part, his 
executors, administrators or assigns, all the rights described 
in the said agreement. 

In Witness Wikreor, The party of the first part has 
caused this agreement to be signed in {its name _ by its presi- 
dent and sealed with its corporate seal attested by its Secre- 
tary, and the party of the second part has hereunto set his 
hand and seal, the day and year first above written. 

THE UNITED STATES GRAMOPHONE 


COMPANY, 

By 

E, BERLINER, 
President. 
[Corporate Seal] 
Attest : 
JosEPH AUERBACH, 
Secretary’, 
WM. C. JONES. [SEAL] 


Received for record October 21st, 1805, and recorded 
in Liber S.32, page 216, of Transfers of Patents. 
In testimony whereof, I have caused the seal of the 
Patent Office to be hereunto affixed. 
Joun S. SEYMOUR, 
Conimutssioner of Patents, 
[Seal of Patent Office 1 
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United States Circuit Court, 
Southern District of New York. 


In Equity, No. $028. 
Victor Talking Machine Company, 
et a. 
ut, 


American Graphophone Company. 


ts : 
Complainants’ Exhibit, No. 4. 4 

(Sud) Joux F,Grapy, [sear] 

Special Examiner, 
Votary Public. 

Commission expires Jan. 19,°1907. 
Know ALL MEN by THESE VRESENTS THAT: =| 
Wuereas, I, William C. Jones, of New York City, have : a 


entered into certain agrecavents hereinafter described, by: | 
which there have zufev alta, been cranted to me certain-rights 
to all inventions of Emile Berliner, Esq., which have been, or = 
which shall hereafter be, made having relation to the recorc- 
the imventions & 


1 


inciucine 


ing and reproduction of sound, and 
United States, numbered, 


described in Letters Patent of the 
dated and designated as follows (aithoug) not mentioned by 
number, date or designation in the first two of the said agree- 


ments hereinafter described, but only in the third), viz.; No, 
372,786, dated November 8, 1887, for a Sramopend, No. 
382,790, dated May 15, 1588, for a process ol producing 
records of sound, and No. §24,543, dated February 19, 1895, 
for a gramophone ; and the said agreements are described as 


follows, ViZ.: ¥ ez rs 
1. Agreement, dated September 2, 1895, between bes . 
United States Gramophone Company and W. C. Jones ; 


2, Agreement, dated September 2, 1895, between Emile 


Berliner, and W. C. Jones ; and : 
3. Agreement, dated October 4, 1595, between United 3S 
States Gramophone Company and W. C. Jones ; : 


04 


And Whereas, For valuable considerations, the receipt 
of which is hereby acknowledged, I have, in the agreen 
for the subscription to the stock of the Berliner Gramophone 
Company (a corporation whose charter was grante 1 on the 
11th day of October, A. D, 1595, by the Hustings Court for 
the City of Roanoke, Virginia, and is recorded in the ofnce 
of the Clerk of the said Court in Charter Book 4, pages 105 
etc.), promised the subscribers to the stocis of the sai i Con 
pany to assign and transfer my said right, title and intcrest 


unto the said Company, as soon as it shall have been chart 
ered and organized ; 
Now, therefore, for the considerations aforé said, J 


hereby acknowledge and declare that 1 hold all my right, 
title and interest in and to all the said inventions of Eonile 
Berliner, Esq., which have been, or which shall hereafter b« 
made having relation to the recording and reproduction o| 
sound and hereinbefore mentioned, and in and to all the said 
agreements, in trust for the sole and exclusive use and bene- 
fit of the said Berliner Gramophone Company, its successors 
and assigns, anu will, as soon as the said company shall have 
been fully incorporated and organized and whenever re 
quested by the said company, make, exccute and deliver all 
instruments in writing necessary at any time, or from time 
to time, or that may be advised by counsel for the said com- 
pany, to vest in the said company, its successors or assigns, 
all the right, title and interest hereinbefore mentioned. 

In Witness Wuereor, | have hereunto set my hand 
and seal, this 15th day of October, A. D. 1895. 

WM. C. JONES. [sear] 


Received for record October 21st, 1895, and recorded 
in Liber S-52, page 219, of Transfers of Patents. 
Ix Testimony Waereor, I have caused the seai ot the 
Patent Office to be hereunto affixed. 
JOHN S. SEYMOUR, 
Cominisstoner of Patents. 


f Seal of Patent | 


Se a alll ie A naman ee ie et. 
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United States Circuit Court, 
Southern District of New York. 
In Equity, No. 8628. 

Victor Talking 


pany, ef @/ 


American Graphophone Company 


Complainants’ Exhibit, No. 5. 
(Sgd.) Jonn F. Grapy, [sear] 
Special Examiner, 
Notary Public 
Commission expires Jan. 19, ’07. 
This agreement, made the first day of November, A.D. 
one thousand eight hundred and ninety-five (1845) between 
William C. Jones, of New York City, party of the first part. 
and the Berliner Gramophone Company, a corporation of 
the State of Virginia, party of the second part, Witnesseth 
that : 
Wuereas, The said William C. Jones has entered into 


certain agreements hereinafter described, by winch there 


have, inter alia, been granted to him certain rig 
ven‘ions of Emile Berliner, Esq., which have b 
shal! hereafter be, made having relation to the recording:and 
reproduction of sound, and including the inventions de- 
scribed in Letters Patent of the United States, numbered, 
dated and designated as follows (although not mentioned by 
number, date or designation in the first two of the said 
agreements hereinafter describe:!, but on!v in the third), viz: 
No. 372,786, dated November 8, 1887, for a gramophone, 
No. 382,790, dated May 15, 188S, for a process of producing 
records of sound, and No. 534,543, dated Feb-uary 19, 1895, 
for a gramophone; and the said agreements are described as 
follows, viz: 


1. Agreement, dated September 2, 1895, between 
United States Gramophone Company and W. C. Jones, re- 
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2. Agreement dated September 2, 1895, between Emile 
Berliner and W. C. Jones, recorded in Liber S-52, page 214, 
of Transfers of Patents; 


3. Agreement dated October 4, 1895, between United 
States Gramophone Company and W. C. Jones, recorded in 
Liber S-52, page 216, of Tranfers of Patents. 

And Whereas, For valuable considerations, the said 
William C. Jones has, in the agreement for the subscription to 
the stock of the said Berliner Gramophone Company, premised 
the subscribers to the stock of the said company to assign and 
transfer his said right, title and interest unto the said company 
as soon as it shall have been chartered and organized ; 

And Whereas, For the considerations aforesaid, the said 
William C. Jones, by Declaration of Trust dated the fifteenth 
day of October, A. D. 1895, and recorded in the United 
States Patent Office in Liber S-52, page 219, of Transfers of 
Patents, acknowledged and declared that he holds all his 
right, title and interest in and to all the said inventions of 
Emile Berliner, Esq., which have been, or which shall there- 
after be made haying relation to the recording and reproduc- 
tion of sound, and hereinbefore mentioned, and in and to all 
the said agreements, in trust for the sole and exclusive use 
and benefit of the said Berliner Gramophone Company, its 
successors and assigns, and that he will, as soon as the said 
company shall have been fully incorporated and organized, 
and whenever requested by the said company, make, execute 
and deliver all instruments in writing necessary at any time 
or from time to time, or that may be advised by counsel for 
the said Company, to vest in the said Company, its succes- 
sors or assigns, all the right, title and interest hereinbefore 
mentioned ; 

And Whereas, The said Berliner Gramophone Company 
has been duly incorporated and organized ; 

Now, therefore, in consideration as well of the premises 
as of the sum of One Dollar to him in hand paid, the receipt 
of which is hereby acknowledged, and of the covenant on the 
part of the said Berliner Gramophone Company hereinafter 
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contained, the said William C. Jones does hereby grant, bar- 
gain and sell, assign, transfer and set over unto the said Ber- 
liner Gramophone Company, its successors and assigns, for- 
ever, ali his right, title and interest in and to all the said 
inventions of Emile Berliner, Esq., which have been, or which 
shall hereafter be made having relation to the recording and 
reproduction of sound, and hereinbefore mentioned, and in 
and to all the said agreements ; 

And, The said William C. Jones, for the considerations 
aforesaid, does hereby covenant that he will make, execute 
and deliver all other instruments in writing and other assur- 
ances necessary at any time or from time to time, or that 
may be advised by counsel for the said Company, its succes- 
sors or assigns, to confirm to the said Company, its successors 
or assigns, all the right, title and interest hereinbefore men- 
tioned ; 

And, in consideration of the assignment hereinbefore 
contained, the said Berliner Gramophone Company, does 
hereby assume all the obligations which, by the agreement: 
aforesaid, are imposed on the said William C. Jones, and does 
covenant to and with the said William C. Jones to hold hina 
forever indemnified and harmless from and against the said 
obligations, 

In Witness WHEREOF, the said William C. Jones has 
hereunto set his hand and seal, and the said Berliner Gramo- 
phone Company has caused this agreement to be signed in its 
name by its President and sealed with its corporate seal 
attested by its Secretary, the day and year first above 
written. 


WM. C. JONES, [sear] 
BERLINER GRAMOPHONE COMPANY, 
By 


Tuomas S. Parvin, 
President, 
[Corporate Seal] 
Attest : 
Max H. BrernsBaum, 
Secretary. 
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Received for record November 8, 1895, and recorded ir 
Liber P., 52, page 326, of Transfers of Patents, 


In TEsTIMONY WHEREOF, | have caused the seal of the 
Patent Office to be hereunto affixed. 
JOHN Ss. SEYMOUR, 
Commissioner of Patents. 
[Seal ot Patent Office] 
fed. Je... 


United States Circuit Court, 
Southern District of New York. 
In Equity. No. 8628. 
Victor Talking Machine Company, 
etal, 


7 
Ue 


American Graphophone Company. 


Complainants’ Exhibit, No. 5 A. 
(Sgd.) Joun F. Grapy, 
Special Examiner, 
Notary Public. 
Commission expires January 19, 1907. 
[Sra] 


This Agreement, made the eighteenth day ef April, 
A. D. one thousand eight hundred and ninety-six (1896), be- 
tween the United States Gramophone Company, a corpora- 
tion of the State of West Virginia, party of the first part, and 
the Berliner Gramophone Company, a corporation of the 
State of Virginia, party of the second part, Witnesseth that: 


Wuereas, By agreement dated the second day of Sep- 
tember, A. D., 1895, and recorded in the United States 
Patent Office, in Liber S., 52, page 207, etc., the said United 
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States Gramophone Company assigned to William C. Jones, ~ . 


subject to the conditions therein contained, the sole and ex- 
clusive right to manufacture, sell, lease and deal in, in the 
United States, all inventions made or to be made by Emile 
Berliner relating to the gramophone, and therein described ; 
and by agreement, also dated the second day of September, 
A. D. 1895, between the said Emile Berliner and the said 
William C, Jones, and recorded in the said office in Liber S., 

2, pages 214, etc., the said agreement was, ixter alia, con- 
firmed by the said Emile Berliner unto the said William C. 
Jones; and by agreement dated the fourth day of October, 
A. D. 1895, between the said United States Gramophone 
Company and the said William C, Jones, and recorded in the 
said office in Liber S., 52, pages 216, etc., the agreement first 
hereinbefore mentioned was modified ; 


AND WHEREAS, by a deciaration of trust dated the 15th day 
of October, A.D. 1895, and recorded in the said office in 
Liber S, 52, pages, 219, etc., and by agreement dated the first 
day of November, A.D. 1895, and recorded in the said office 
in Liber P. 52, pages 326, etc., the said William C. Jones _ 
assigned to the said Berliner Gramophone Company all his 
right, title and interest in and to all the said inventions made 
and to be made ; 


AND WHEREAS, Letters Patent of the United States num- 
bered 548,623, for an improvement in soutid record and 
methods of making same, have been granted to the said 
Emile Berliner, and the invention described therein was, prior 
to the issuing of the said letters patent, assigned by the said 
Emile Berliner to the said United States Gramophone Com- 
pany, by agreement dated the sixteenth day of October, A.D. 
1895, and recorded in the said office in Liber Y. 52, pages 
40, etc., and the said invention is an invention within the 
meaning of the agreements hereinbefore recited «and is, 
therefore, subject to the said agreements ; vie 

Now, therefore, in consideration as well of the premises . - 
as of the sum of one (1) dollar, the receipt of which is hereby 


e 
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acknowledged, the said United States Gramophone Company 
does assign, transfer and set over to the said Berliner Gramo- 


phone Company the sole and exclusive right to manufacture, 
sell, lease and deal in the invention described in the said 
Letters Patent No. 548,623, in the United States, subject, 
however, to the same conditions, restrictions, royalties and 
revocations enumerated in the agreements dated the second 
day of September, A.D. 1895, andthe fourth day of October, 
A.D. 1895, and hereinbefore recited, so that the said inven- 
tion hereby assigned shall be held by the said Berliner Graino- 
phone Company in all respects as if it had been expressly 
described in the said two agrcements last mentioned. 
IN WITNESS WHEREOF, the parties hereto have caused this 
agreement to be signed in their respective corporate names 
by their respective Presidents,'and sealed with their respective 
corporate seals attested by their respective secretaries, the 
day_and year first above written. 
UNITED STATES GRAMOPHONE COMPANY, 
By 
FE. BERLINER, 
Presideni, 
[ Corporate Sea! ] 
Attest: 9 
Josern AUERBACH, 
Secretary. 


BERLINER GRAMOPHONE COMPANY, 
By 
Tuos. S. Parvin, 


President, 
[Corporate Seal] 
Attest : 
Max H. Biexnpaum, 
Secretary. 


District OF CoLuMBIA, : 
utr ao. 
County oF WasHINGTON 


nD 


Be it remembered, that on this fourth day of June, A.D. 
1896, personally came before me, the undersigned, Notary 
Public within and for the District of Columbia aforesaid, E. 
Berliner, who, being by me duly sworn, cid depose and say 
that he is the President of the United States Gramophone 

ompany, the corporation named in the foregoing instrument; 
that the name of the said company is signed to said instru- 
ment by him as President of said company by virtue of the 
order of the Board of Directors ; that the seal of the company 
attached thereto is the proper and genuine seal of said com 
pany and is affixed thereto by order of said Board of Direct- 
ors ; and the said E. Berliner, as president, acknowledged the 
foregoing instrument to be the act and deed of the United 
States Gramophone Company for the uses and purpcses 
therein expressed, 


In Witness Wuereor, I have hereunto set my hand 
and affixed my notarial seal of office, this fourth day of June, 
1896. 


oe 


GEORGE W. 


bt 


L. SLATER, 


[NOTARIAL SEAL] Notary Public 


Disrricr OF CoLuMBIA, 
County oF WASHINGTON. (ee 

Be it remembered, That on this fourth day of June, A. 
D. 1896, personaliy came before me, the undersigned, a No- 
tary Public in and for the District of Columbia, aioresaid, 
Joseph Auerbach, who, being by me duly sworn, did depose 
and say that he is the Secretary of the United States Gramo- 
phone Company, the corporation named in the foregoing 
instrument; that he affixed the seal of said Company thereto 


“= 

oe 

8 ry 
ae 
“a OM 


Wis ss Sa taptas ea RR 


72 


and duly attested the same, by order of the Board of Direc- 
tors thereof. 


In Witness WueEreEor, | have set my hand and affixed 
my notarial seal, this fourth day of June, 1896. 
GEORGE W. E. SLATER, 
[NOTARIAL SEAL] Notary Public. 


CoMMONWEALTH OF PENNSYLVANIA, 
City anp County oF PHILADELPHIA, Jj rs 

Be it rememvered, That on this eighteenth day of April, 
A. D, 1896, personally came before me, the undersigned, 
Notary Public within and for the City and County of Phila- 
delphia aforesaid, Thomas S, Parvin, who being by me duly 
sworn, did depose and say that he is the President of the Ber- 
liner Gramophone Company, the corporation named in the 
foregoing instrument: that the name of said Company is 
sicned to said instrument by him as President of said Com- 
pany by virtue of the order of the Board of Directors; that 
the seal of the Company attached thereto is the proper and 
genuine seal of said Company and is affixed thereto by order 
of said Board of Directors; and the said Thomas S. Parvin, 
as President, acknowledged tlie foregoing instrument to be 
the act and decd of the Berliner Gramophone Company for 
the uses and purposes therein expressed. 


THOMAS 5S. PARVIN. 


Ix Witness WuHEkeorF, I have hereunto set my hand and 
affixed my notarial seal of office, this eighteenth day of April, 
1896. 

CHAS. H. BANNARD, 
[NOTARIAL SEAL] Notary Public, 
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OMMONWEAL OF rENNSYL' é 
(® WEALTH OF PENNSYLVANIA, = 


> 7 


Crry AND County oF PHILADELPHIA. f 
Be it remembered, That on this cighteenth day of April, 
A. LD, 1896, personally came before me, the undersigned, a 
Notary Public in and for the City and County aforesaid, M. 
H. Biernbaum, who, being by me duly sworn, did depose 
and say that he is the Secretary of the Beriiner Gramophone 
Company, the corporation named in the foregoing instru= 
ment; that he affixed the seal of the said Company thereto 
and duly attested the same, by order of the Board of Direc- 
tors thereof. 
MAX H. BIERNBAUM. 


Ix Witness Wuereor, I have set my hand and affixed 
my notarial! seal, this eighteenth dav of April, 1896. 
CHAS. H. BANNARD, 


[ NOTARIAL SEAL] Notary Public. 


Received for record June 12th, 1896, and recorded in 
Liber E 54, page 62, of Transfers of Patents. 


Ix Testimony WHEREOF I have caused the seal of the 
Patent Office to be hereunto affixed. 
. JOHN S. SEYMOUR. 
[SEAL OF PATENT OFFICE. ] Commissioner of Patents. 


Exd. M. A. C. 
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United States Circuit Court, 

Southern District of New York. 

In Equity, No. 8,628. 

Victor Talking Machine Company, 
et al., 


vu. 


American Graphophone Company. 
Complainants’ Exhibit, No. 6. 
(Signed) Joun F. Grapy, [SEAL] 
Special Examiner, 
Notary Public. 
Commission exnires Jan. 19, 1907. 


_ AGREEMENT, made this 28th day of September, A. PD; 
1901, by and between the Berliner Gramophone Company, 
a corporation organized and existing uncer the laws of the 
State of Virginia, party of the first part, and Eldridge R. 
Johnson, of the City of Philadelphia, State of Pennsylvania, 
party of the second part ; 


Wuereas, Letters Patent of the United States, No. 
372,786, were issued November 8, 1887, to Emile Berliner 
for Improvement in Gramophone, and No. 382,790, were 
issued May 15, 1888, to the said Berliner for Improvement 
in Process of Producing Records of Sound, and No. 534,543 
were issued February 19, 1895, to the said Berliner for Im- 
provement in Gramophone, and No. 548,623 were issued 
October 29, 1895, to the said Berliner for Improvements in 
Sound Records and Method of Making the Same, and No. 
564,586 were issued July 28, 1896, to the said Berliner for 
Improvement in Gramophone, and No. 427,279 were issued 
May 6, 1890, to Werner Suess, for Improvement in Gramo- 
phone, and 


Wuereas, the said Berliner Gramophone Company, its 
successors and assigns, became the sole and exclusive licen- 


see to manufacture, sell and use the said inventions patented aie: 
by the said Letters Patent, and of all improvements relative - 


thereto belonging to the United States Gramophone Com- 
pany, a corporation organized and existing under the laws of 
the State of West Virginia, by sundry agreements, ‘to wit, 
Agreements dated the second day of September, 1895, and 
the fourth day of October, 1895, between the said United 
States Gramophone Company and W. C. Jones, of the City 
of New York, State of New Vork, and agreement dated the 
second day of September, 1895, between Emile Berliner and 
the said W. C. Jones and Trust agreement of W, C. Jones, 
dated October 15th, 1895, and Agreement between the said 
Jones and the said Berliner Gramophone Company, dated 
November 1, 1895, and Agreement between the said United 
States Gramophone Company and the said Berliner Gramo- 
phone Company, dated April 18, 1896, and 


WueEreas, the said Berliner Gramcphone Company, the 
party of the first part, is now the sole and exclusive owner of 


the said license to manufacture, sel! and use the said inven- . 


tions under the said Letters Patent and of all improvements 
relative thereto belonging to or controlled by the said United 
States Gramophone Company ; and 


Wuereas, the said Eldridge R. Johnson, party of the . 


second part, is desirous of acquiring the said exclusive license 
to manufacture, sell and use the said inventions under the 
said Letters Patent; 


Now THEREFORE THIS AGREEMENT WITNESSETH that for 
and in consideration of the sum of one dollar, and other 
good and valuable considerations, in hand paid by the party 
of the second part unto the party of the first part, the re- 
ceipt of which is hereby acknowledged, the said Berliner 
Gramophone Company, the party of the first part, has 
granted and conveyed, and does hereby grant and convey, 
assign and set over unto the said Eldridge R. Johnson, party 
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of the second part, the said exclusive right, license and priv- 
ilege and all its right, license and privilege ‘to manufacture, 
sell and use each and all of the inveztions of the said Letters 
Patent hereinbefore mentioned and protected thereby, or in- 
tended so to be, and all improvements which it now has, or 
may hereafter control, relative to the same. 

It is understood and agreed that the said Johnson shal! 
have the right to assign the rights, licenses and privileges 
hereby granted to a corporation to be styled the Victor Talk- 
ing Machine Company, er other name agreeable to him, 
when and as soon as incorporated, but that the said right 
shall not otherwise be assignable or transferable. 

It is further covenanted and agreed that the license 
hereby granted shall be irrevocable between the parties, and 
that the party of the first part will do all things necessary 
and proper by it to be performed under its agreement with 
the said United States Gramophone Company, or as far as it 
may be required so to do by the said United States Gramo- 
phone Company. 

It is understood and agreed that thé said Johnson by 
this agreement does not assume or incur any of the condi- 
tions, obligations or liabilities of any agreements of the Ber- 
liner Gramophone Company heretofore made with the said 
United States Gramophone Company, or any other party or 
parties, and that he is hereby absolved and held harmless 
therefrom ; it bcing expressly understood and agreed that 
this is a grant of a license by the party of the first part unto 
the party of the second part, to manufacture, sell and use the 
said inventions and improvements hereinbefore recited, with 
the right to assign to the said proposed corporation to be or- 
ganized by him, when incorporated. 

This agreement to bind the heirs, executors, administra- 
tors, successors and assigns of the parties hereto. 


In Witness Wuexeor the parties hereto have hereunto 


} 
} 
; 
j 
; 
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set their hands and seals and caused the same to be affixed 


this day and date first above written. 
; (Signed) 
BERLINER GRAMOPHONE CO., 
By Tros. S. Parvin, [SEAL] 
President. 


ELDRIDGE R. JOHNSON. [seat] 


Witnesses : i 
Attest 
(Signed) Epwarp WINNEMORE, 
Secretary. [ 
Witness H 
Cyaries K. Bennetr. J 
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United States Circuit Court 
Southern District of New York. 
In Equity, No. &628. 
Victor Tatking Machine Company, 

ét at, 

v, 

American Graphonhone Company. 
Complainants’ Exhibit, No. 7. 


AGREEMENT made this Fifth day of Octobe: D 1901, 
by and between Eldridge RK. Johnson, of the City of Philadel- 
phia, State of Pennsylvania, party of the first part, and the 


Victor Talking Machine Company, a corperati reanized 
and existing under the laws of the State of New Jersey, party 
of the second part: 


Wuereas, Letters Patent of the United States, No 
372,786 were issued November 8, 1887, to Emile Berliner 
for Improvement in Gramophone, and No. 382,790 were 
issued May 15, 1888, to the said _Lerliner_for_imprevement 
in Process of Producing Records of Sound and No, 534,543 
were issued February 19, 1895, to the said Berliner for Im- 
provement in Gramophone, and No. 548,623 were issued 
October 29, 1895, to the said Berliner for Improvements in 
Sound Records and Method of Making the Same, and No. 
564,586 were issued July 28, 1896, to the said Berliner for 
Improvement in Gramophone, and No. 427,279 were issued 
May 6, 1890, to Werner Suess, fur Improvement in Gramo- 
phone, and 


Wuereas, The said Berliner Gramophone Company, its 
successors and assigns, became the sole and exclusive licensee 
to manufacture, sell and use the siid inventions patented by 
the said Letters Patent, and of all Improvements relative thereto 
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belonging to the United States Gramophone Company, a cor- 
poration organized and existing under the laws of the State 


of West Virginia, b;- sundry agreements, to wit, Agreements - 


dated the second day of September, 1895, and the fourth day 
of October, 1895, between the said United States Gramo- 
phone Company and W. C. Jones, of the City of New York, 
State of New York, and agreement dated the second 
day of September, 1895, between Emile Berliner and 
the said W. C. Jones, and Trust agreement of W. C. 
Jones, dated October 15th, 1865, and Agreement be- 
tween the said Jones and the said Berliner Gramopinone 
Company, dated November 1, 1895, and Agreement between 
the said United States Gramophone Company and the said 
Berliner Gramophone Company, dated Apri! 18, 18g6; and 


WHEREAS, by agreement and license, dated the twenty- 
< > P 


eighth day of September, A. D e said Berliner 
Gramophone Company granted and conveyed, cr purported 


to grant and convey, unto the said Elcridge R. Johnson the 


said exclusive right, license and privileze, and ali its right, 
license and privilege to manufacture, se!l and use each and all 


of the inventions of the said Letters Patent hereinbefore men- 


tioned, and ali improvements which the said Berliner Gramo- 
"phone Company then had or might thercafter control relative 


to the same, with the right to the said Johnson to assign the 
said right, license and privileges, granted by the said agree- 
ment of license, unto the said Victor Talking Machine Com- 


pany, party of the second part herein, but no further ; and 

WHEREAS, The said Berliner Gramoph 
the said agreement covenanted and agreed that the said 
license should be irrevocable, and that it would do all things 
necessary and proper by it to be performed under its agree- 
ment with the said United States Gramophone Company, or 
so far as it might be required so to do by the said United 
States Gramophone Company ; and 


re Company. 1m 


Wuereas, The said agreement of September 28, 1901, 
also provided, among other things, that the said Johnson did 
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not and should not, thereby assume or incur any of the con- 
ditions, or liabilities of any agreements of the said Berlincr 
Gramophone Co., theretofore made with the said United States 
Gramophone Company, or any other party, or parties, and i 
was specially provided that the said Johnson was absolvec 
and should be held harmless therefrom ; and 


t 
t 
1 
i 


Wuereas, The said Victor Talking Machine Company 
is desirous of acquiring all the said right, license and _priv- 
ilege granted to the said Johnson by the said Berliner 
Gramophone Company by the said Agreement of September 
28, 1901 ; 


Now, THEREFORE, THIS AGREEMENT WITNESSET?, That 
for and in consideration of the sum of one dollar, and other 
good and valuable considerations in hand paid by the party 
of the second part unto the party of the first part, the receipt 
of which is hereby acknowledged, the said Eldridge R. John- 
son, the party of the first part, has granted and conveyed 
and does hereby grant and convey, assign and set over, unto 
the said Victor Talking Machine Company, party of the 
second part, the said exclusive right, license and privilege 
and all the said right, license and privilege granted and con- 
veyed to him by the said Berliner Gramophone Company by 
the said agreement of September 28, 1901, to manufacture, 
sell and use each and all of the inventions of the said Letters 
Patent hereinbefore mentioned, and protected thereby, or 
intended so to be, and all improvements which the said Ber- 
liner Gramophone Company then had, or might thereafter 
control, relative to the same. 

It is understood and agreed between the parties hereto 
that the said Johnson hereby grants unto the said Victor 
Talking Maching Company only such rights as he may have 
acquired under and by virtue of the said agreement of Sep- 
tember 28, 1901, from the said Berliner Gramophone Com- 
pany, and does not covenant to warrant or defend the same. 


ce 
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In Witness WHEREOF the parties hereto have hereunto 
set their hands and seals and caused the same to be affixed 
the day and date first above written. 


ELDRIDGE R. JOHNSON, [SEAL. ] 
VICTOR TALKING MACHINE CoO., 
By Jno. T. Cross, 
President. 
Witnesses: 
Cuas. K. Bennett, 
Horace Petrtir. 
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Circuit Court of the United States, 
Seuthern District of New York, 
In Eguity, No. 8628. 

Suit on Berliner Record Patent No, 
584,623. 

Victor Talking Machine Company 
and United States Gramophone 
Company, 


Americam Graphophone Company, 


Complainants’ Exhibit—Agreement 
of Dec. 8, 1903. 
Joun F, Grapy, 
Special Examiner, 
Notary Public. 
Commission expires Jan, 19, 1907. 
Stephen Girard Building. — [SEAL] 


AGREEMENT. 


This agreement made this Eighth day of December, 
1903, between the Victor Talking Machine Company, a cor- 
poration organized and existing under the Laws of the State 
of New Jersy, (hereinafter called the ‘““Victor Company’) and 
the American Graphophone Company, a corporation or- 
ganized and existing under the Laws of the State of West 
Virginia, (hereinafter called the “Graphophone Company’’) 


WITNESSETH :-— 


Whereas, the Victor Company has received a license 
from the Beriiner Gramophone Company, a corporation or- 
ganized and existing under the Laws of the State of Virginia, 
to manufacture, sell and deal in Gramophones and Gramo- 
phone goods, the subject matter of certain United States 
Patents issued to Emile Berliner, which said patents have 
never been adjudicated, so that their scope and validity are 
not ascertained, to wit:— 


yy 
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No. 372,786, issued November 8, 1887; 

No. 382,790, issued May 15, 1888; 

No. 534,543, issued February 19, 1895; 

No. 548,623, issued October 29, 1895; 

No. 564,586, issued July 28, 1896; 

Whereas, the Graphophone Company is desirous of 
operating under said patents, provided any claim thereof be 
sustained so as to control either the zig-zag sound-records, 
or the process or apparatus for making the same, or the ma- 
chine for reproducing therefrom, and is desirous of co-opera- 
ting with said Victor Company in every lawful way to 
procure as speedily as possible a judicial construction of said 
patents, or some of them, and 

Whereas, the Graphophone Company is the owner of 
the patent No. 688,739, granted December 10, 1901, to one 
Joseph W. Jones, for a Method of making Zig-Zag Sound 
Records, and of the patent No, 714,651, granted November 
25, 1902, to Thomas H. Macdonald for Improvement in 
Recording and Reproducing Sounds, which patents have not 
been adjudicated, so that their scope and validity have not 
yet been ascertained, and 

Whereas, said Victor Company is desirous of securing a 


licence__for making zig-zag records under said —patents— 


respectively, provided any claim thereof be sustained broadly, 
so as to control the said method of making zig-zag sound- 
records; and sound-records; 


Now, therefore, in consideration of one dollar in hand 
paid by each party to the other, and of other valuable and 
sufficient considerations, receipt whereof is hereby acknowl- 
edged, the parties have hereby covenanted and agreed as 
foilows: 


1. The said Graphophone Company shall not delay any 
of the infringement suits now pending or hereafter to be 
brought against it, by those who own and control the said 
Berliner patents, but shall do allin its power to speed the 
said suits to final hearing and final adjudication, using all 


lawful means to defend the said suits, the object of this por- 
tion of the agreement being that the question of the validity 
of the said Berliner patents shall be fully tried as speedily as 
possible, so that their value may be known and determined 
at an early date. 


2. In case, at final hearing, one or more of said patents 
as to any broad claim or claims thereof, be sustained by the 
Court, past royalties and damages shall be waived and the 
Graphophone Company shall thereafter during the lifetime oi 
said patent or patents, and so long as it uses the subject 
matter of such sustained claim or claims thereof, (unless and 
until such decision be reversed) pay to the Victor Company 
by monthly payments, royalties at the following rates. Jf the 
sustained claim relates to machines, the royalty shall be 

; if the sustained claim relates to sound-records, the 
royalty shall be 

The basis under which this royalty shall be estimated 
to be per cent. of the list prices of said machines and 
records. 


3. In case one or more claim or claims of the said 
patent or patents be sustained as provided in paragraph 2, the 
said Graphophone Company shall thereafter, whenever so re- 
quested in writing by the Victor Company, assist it in the prose- 
cution of its suits brought and to be brought under the said 
Berliner Patents against other parties, by furnishing its own 
counsel at its own expense, court costs to be divided, each 
party paying one-half, it being understood that the direction 
and control of said suits shall be entirely in the hands of the 
Victor Company. 


4. The said Victor Company agrees to co-operate with 
the Graphophone Company in adjudicating said Jones Patent 
and said Macdonald Patent in the same manner as_ provided 
in paragraphs 1 and 3 hereof, with respect to the said Berliner 
patents, the direction or control of any suits brought under 
said Jones patent and Macdonald patent to be in the hands 
of said Graphophone Company. 
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5. In case, at final hearing, said Jones Patent No. 688,- 
739, or said Macdonald Patent No. 714,651, be sustained as 
to any broad claim or claims thereof, past reyalties and 
damages shail be waived, and the said Victor Company shall 
thercaiter during the lifetime of the said sustained patent or 
patents and so long as it uses the subject matter of the sus- — 
tained claim or claims of either or both patents (unless and 
unti! such decision be reversed) pay to the Graphophone 
Company by monthly payments, royalties upon all such 
sound-rccords, sold by it, at the rate of 

The basis under which this royalty shall be estimated to 
he per cent. of the list prices of said records. 


6. It is understood and agreed that the provision herein 
contained relative to the payment of royalties by the respec- 
live parties, shall become operative upon the decision of any 
infringement suit upon final hearing based upon any of the 
said patents, as herein provided for, which the parties here- 
to may hereafter agree in writing between themselves 
shall be considered as a test case, whether such case to be, 
agreed upon as a test case shali be between the parties 
hereto or against other defendants, 


7. Itis further agreed when any of said patent or patents 
shall be so adjudicated as valid, that the party owning or 
controlling such patent or patents, will, with due diligence 
actively proceed against all infringers of its said patent or 
patents, to enjoin such infringing parties from said infringe- 
ments, and for an accounting when requested, in writing, to 
proceed against any such alleged infringers by the other 
party hereto. 


8. It is further agreed that neither party to this con- 
tract shall copy, or reproduce in any manner, any records 
owned or contro!led, or first produced, by the other party, nor 
will they deal in or handle in any manner whatsoever, such 
copies if made by others, and that they will co-operate to se- 
cure a discontinuance of such acts on the part of others, and 
to secure legislation making it illegal to copy or counterfeit 
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records, if it shall be found that the present laws do not 
cover the case. 


g. In case any claim or claims, of any of the Victor 
Company’s Patents will be sustained, as provided in paragraph 
2 of this Agreement, the Graphophone Company shall there- 
after furnish unto the Victor Company monthly, on the first 
days of each month, during the existence of this Agreement, 
a correct sworn statement of ali said patented machines and 
records soid by it during the preceding month, and the Vic- 
tor Company, in case any claims of the said patents of the 
Graphophone Company shail be sustained, as provided in 
said paragraph 2, shali thereafter furnish unto the Grapho- 
phone Company monthly during the existence of this Agree- 
ment, a correct sworn statement of all such patented records 
sold by it during the previous month. Each party shall keep 
books of account of ail suci: patented goods sold by them 
respectively. In the event of any disagreement between the 
parties as to any statement to be furnished, the matter shall be 
referred for settlement toa firm of disinterested public audi- 
tors to be agreed upon by both parties, which firm of audi- 
tors shall be privileged to examine tht books of either, or 
both, parties, and the report of said auditors shall be final. 


10, It is covenanted and agreed by and between the 
parties hereto that no right is hereby granted or conferred, 
directly or indirectly, to the Graphophone Company to use 
thé name, or word, “Gramophone” in connection with talk- 
ing machines, records or accessories, or in any way whatso- 
ever, and that no right is hereby granted or conferred to the 
Victor Company to use the name, or word, ‘“ Graphophone ”’ 
relative to talking machines, records or accessories, or in any 
way whatsoever; the right to the use of the said respective 
words belonging to the said respective parties being expressly 
reserved in the respective parties, and each of the parties 
hereto covenant and agree that it will not use the said name, 
or word, belonging to the other party. 
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provided for shall be personal to 


11. The rights herein 

: T= 

the parties to whom the same may{be granted, and not sce 
able, or any rights herein whatsoever, without the spe 

Asay 2 * 


consent in writing of the grantor. . 
ny WHEREOF, the parties haye executed this 


In TESTIMO 
above written. 


Agreement the day and year first 
}\ VICTOR TALKING MACHINE 
co. 


Wi | 2 unson, Lres?. 
Witnesses : | Ecpripce R, JOHNS 


MrppietTon, Secy. 


A. C. BowMan. AMERICAN : ee oes 
Puitre MAvRo. : COMI ANY, 
Horace Pettit. By E. D. Easton, Prest. 


Attest : 


Attest : 

CHaries K. Happon. ALBERT C, 
| 
| 

J E. O. V. Rockwoon. 


a Circuit Court of the U. S, 
So. Dist. of New York. 
in Equity, No. 8628. 
; Suit on Berliner Record Patent, 


548,623. 
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Victor Talking Machine Co. et ad. : 


Dad 
ws 


American Graphophone Co. 
ALEXANDER PARK, 
Special Examiner, 
Notary Publte. 
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“ Complainants’ Exhibit, Consent Decree v. 


Universal Companies.”’ 


Circuit Court of the United States 
Southern District of New York. 


@ Suit on Patent No. 548,623 


In Equity, No. 8380. 


ad 


Victor Talking Machine Company and United States 
Gramophone Company, ae 
Complainants, 


e vu. 


: : Universal Talking Machine Company and Universal Talking 
4 Machine Mapubetetiny tek 
3 


- sees oe es eT = 


Neu =) 
Research Library 


2 


Decree. 
Before 


The bill of complaint in the above entitled cause, having 
been duly filed, and the subpoena duly served upon the 
defendants, and an appearance having been made by said 
defendants, and an answer having been filed, and the said 
defendants consenting to the entry of a final decree in accord- 
ance with the prayer of the -bill of complaint, and having 
agreed to pay all court costs herein upon the waiving by the 
complainants of an accounting for damages and profits, it is 
hereby 

Ordered, adjudged and decreed that the complainants 
are the sole owners of Letters Patent of the United States 


- No. 548,623, granted to Emile Berliner, dated October 20, 


1895, upon Sound Records and Method of Making Same, 
and are entitled to the exclusive right in, to, and under the 
said letters patent, and in, and to, the invention and im- 
provements secured therein; that said letters patent are good 
and valid in law, and that the defendants herein have infringed 
upon said letters patent, and upon the exclusive rights of 
the complainant thereunder, by making, using and selling to 
others to be used, Sound Records made according to, and 
containing, the invention and improvements described in said 
letters patent and claimed in claims thereof; and it is 
further 

Ordered, adjudged and decreed that an injunction be 
issued out, and under the seal, of this Court, forever enjoin- 
ing and restraining the said defendants, the Universal Talking 


‘Machine Company and the Universal Talking Machine Man- 


ufacturing Company, «and each of said defendants, and its and 
their, and each of its and their, servants, agents, attorneys, 
workmen, cmployees and associates in business, and each of 
them, and aii persons claiming or holding under it or them, 
or either of said defendants, from im any form or manner 
whatsoever, making using or selling, eo. causng te be made, 
uscd or sold, during the remainder of the life of said letters 
patent, anv Sound Records made accordine to. aad contain- 
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ing or embodying the invention described and claimed in 
said Letters Patent of the United States No. 548,623, dated 
October 29, 1895, to Emile Berliner, for Improvements in 
Sound Records aid Method of Making Same. 
FE. H. Lacosse, 
U.S. Circuit Judge. 
We consent to the entry of the foregoing decree : 
Horace Perrit, 
Solicitor and of Counsel for Complainants, 


Orney & Comstock, 
Solicitors aid of Counsel for Defendants. 
April 18, 1904. 
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Circuit Court of the United States, 
Southern District of New York. 

In Equity, No. 8628. 

Suit on Berliner Record Patent No. 


549,023. 


Victor Talking Machine Co., et a/. 

American Graphophone Co. 

“ Complainants’ Exhibit, Consent 
Decree, 


c. 


Lit Brothers.” 
ALEXANDER PARK, 
Special Examiner, 


Notary Public. 


Circuit Court of the United States, 
Eastern District of Pennsylvania. 


April Sessions, 1904. No. 37. 


In Equity. 
Suit on Patent No. 548,623. 


Victor Talking Machine Company, and the United 
States Gramophone Company, ; 


Complainants, 
v. 


Lit Brothers, 


ge oo Spe, 


5 


Decree. 


Before HoLianp, /. - 


The Bill of Complaint in the above entitled cause having 
been duly filed, and subpcena duly served upon the defend- 
ant, an appearance having been made by said defendant, and 
an Answer filed by it, and the said defendant consenting to the 
entry of a final decree in accordance with the pravers of the 
Bill of Complaint, the complainant waiving an accounting for 
damages and profits ; it is hereby 

Ordered, adjudged and decreed that the complain- 
ants are the sole owners of Letters Patent of the United 
States, No. 548,623 granted to Emile Berliner, dated Oc- 
tober 29, 1895, for Sound records and method of making 
same, and are entitled to the exclusive right in and to and 
under the said Letters Patent, and in and to the invention 
and improvements secured therein; that the said letters 
patent are good and valid in law, and that the defendant 
herein has infringed upon said letters patent, and upon the 
exclusive rights of the complainants thereunder by using and 
selling to others to be used, sound records made according 
to, and containing the invention and improvements described 
in said letters patent and claimed in the claims thereof; and 
it is further 

Ordered, adjudged and decreed that an injunction be 
issued out of and under the seal of, this Court, forever enjoin- 
ing and restraining the said defendants, Lit Brothers, and its 
servants, agents, attorneys, workmen, employees and asso- 
ciates in business, and each of them, and all persons claiming 
or holding under it or them, from in any form whatsoever, using 
or selling, or causing to be used or sold, during the remainder 
of the life of said letters patent, any sound records contain- 
ing or embodying the invention described and claimed in 
said Letters Patent of the United States No. 548,623, 
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IN THE CIROVIT Coun? OF THE TH TED STATES 


FOR THE SOUTHERN DISTRICT OF NEW YORK. 


! VICTOR TALKING wACHT We COMPANY and 
ke In Khquity. 
|varrEy STATES GRAMOPHOWT Coup ANY On Pat. No. 


i 548 5623. 

VSe 

{ 

| 

AMEPTCAN GRAPHOPHONE COMP ALY. 

! fA “ANS| SWER. 

| % 

i This defenuant, the American Graphophone Comany 


; answering to the Bill of Complaint o? the ahbove-nsined 


| complainants, mekes enswer and says: it bellaves the 


i it believes the U. S. Gramophone Commony to ba a West | 
(Virginio corporation; it admits that it 1s s corporation 
created andi existing wider the lows ov tise busate of West 


iVirginia, end edits, for ths nirnote of this suit only, 
' 
KCity of New York, within this District, a2 averred in the | 
(Bill of ComplLeint . 


La 


SS 


i 

f , 

| This derend-nt denies gach snd avery allegation 
Hi 

i ; 


tin parwreph 1 of the Bill. 
II-IiITt 
A> to the ellegations contained in paragraphs 2 
band 3 of She bill, this defrendent has no invornation save by 
| tie Bll1l, en! therefore leaves compleineants to meke vroof 
! 


bhereof. Z| 


MM 


ponited Sater, unpoitine to be Hox "sound Records. end Kes bl : 
tearm Heirs | deh, 


Victor Talking ilechine Compary to be « view Jarsey corporation; 


(thet it hes a regule. and esteblishel place of businesbs in the eel 


,of Makin; Sane", end penaring the munber 546,623, were on 


October 29, 1695, grented to "Emile berlines, of Washinj;ton® | 


pdut thie defendant has no information, save by said Bill, | 
a i 
as to whether seid patent wns duly issued, or was in the 
due f'orm of law, or in tie TLE ol the United Stetes of 


A 


er “ | Aner ica, or under tlie seal o/ the Patent Office, or signed 


f 
; Commissioner of Patents, or duily delivered, or purporting to 
\ 


| 

me | loy tie Secretery of the Interior, or ecountersiynmed by the | 
| 

| 

(grant to the seid Berliner or ths Uso 5. Gremophone Coe, nd | 

4te successors and assigns exclusive pri its-or any rights | 
! 


} 
| Whatsoever — ami therefore leaves conpletneants to inake 


proot thereor; but tins devendant expressly denies that by 


i virtue of the premises any occlusive ri-hts, or any rights 


a jat @ll, were granted to any oS. 


i i Yea | 
e {| : 
fs ‘ i 
a. ft As to the allegations in psragraphs 546, 75859 

Ape 4 t te 
i it + . ’ . ~ 4 . a ’ 9 > 4 
} jend 10 of the bill, thic defendant has no informetion save : 
i 5 
5 


iby eid Bill, and therefore loaves comp loinants to male 


(proof thereof. 


} 
{ Thig defendant has no inioruation, save by the 


ee i 


Bassa of? money, or eny sums of money in practicing the »' lege 


! Anvention and improvement said to be natented in the Letters 


| patent aforesaid, end in introducing the gang into public ee, 
land there ?ore Lenves complainents to rake proor thereof, but it 
Vs lthis defendant denies each end every renaining cllegation | 
in oarakreph li of the bill. 


‘be fandant: denies that in the matna: neture re 


Po 


7) 


Sees UB. Rab Sy SoS 


ee ee 
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went 


se esarro 


ee 


“ 


| 3 ° he 
ty 
%, 
| compl sliants, «nd that it has used any Matier or thing | : 
: 
" ‘ ’ | it 
| purportim:; to be covered by said patent without the ae if 
and permission of complainante and their assissnors. 
v 
| Mtrixrtt. | 
i ae 
i ee el | 
\ | This defendant denies each andl every allegation 
~ we | 
i in paragraphs 12 and 15 of the Bill. | ‘ 
i AL V5 y 
Ht i ‘ 
{| | 
This defendant has no intoeruation, save by tne 
h 
| Bill, a8 to the allesations in paragraph 14 of the Bill, 
h | nf 
f F ; | ; 
} and therefore leaves Colpleinants to meke proof thereof; | 
i | 
{ 4 P ‘ , ‘ 3 7 { 
' put this defendant expressly denies knowledse by it of the 
' alleved iotice. 
i And thie derenlait denies each and every eller 
i 
etion in paragreph i5 of the Bill. ‘ 
| NVI. | : 
1 GE 
i Without waiving any of tle defense ane aa a 
i ; 
eet up, this defendant further enswerins, vwoon information | 4 
i! | ie 
i} yo 
\ and belief, avers thet not one of the verious matters and. | att 
1, | | is. 
| things and conbinations disclosed by tue said patent No. ey 
j 2 
\ 546,623 1s or ever was the reswlt of fn inventive act; that 
i 
I esch aad every one of the sane was not novel with the said 
| 
i 


Berlinor, but, on the contrary, was well. known in this 


Sea 


country lone bsfore the Alleged invention tiereof by him, 


and had baen in publie use in this country for more than 


two yenrs before the date of his application ror patent 


thereon; seni that each of the claims herein involved.is for 


6n afvregation of old eni well kuown features and the same 


} abe hot now end never were capable of muy udeful employment 


Py but on the .contrary are end were inoperelt: 


y ™ ut ‘ 


vf TI. 7 | 
y, xVTT 


And tor a SPECIAL defenge, this defendant, on | 


ae > pew u = “a 


cine 


information and belief, affirms FIRST, that Jor the purpoe se 


! 
i 


of deceiving the public, the description and snecification 


ao ges 


et emer a ce eae hl ee oe Ae 


! 
| 
i 
| 


| led by the said Berliner in the Patent Office was made to 


| gontein less than the whole trith relative to his invention 


\ | i 
i w 
; Oy discovery, or more tiian is necessary to produce the f, 
1! 


| dectred effect. | 


ARITL ee 3 


| 
SECOND, that the said Berliner had surreptitously 


and unjustly obtsined the eaid patent ror that which was in| 


east | fact invented by otlers each of whom wos using reasonable 
if i 
ig? /) diligence in adapting and rer’eetini: the Sane, to wit: 
\ 


aA Suinner Tainter, then o! Wasnire ton, D. C., Chichester A. 
* Bell, then of Washinton, D. C.; Thomas A. Hdison, then of 
| Menlo Park, N. J., George H. ‘ierrington, then of Wichita, 
Kansas; C, C. Reynolds, then of Prescott, Arizona; Werner 


: 
| Philsdelphia, Pa.; Henry D. Perky, tien of .ssswccsccseeed} 


t 
; Suess, then of Weshinsjton D. C.; Joseph W. Jones, then of 
i! 
i 
, 


| George K. Cook, then of....... Georse J. ). Rodwail, then o 


fH eseeesoeeesdttlius Heckenherg, then of.........; and others 


Ea Ee een ee 


whose names and addresses are »t vrassant unknown to this 
defendant, but which, when discovered, tis defendant prays 


} 
i 
: Jeave to insert herein by ansninent as poet of this Answer. 


l ‘ 
¥ 

EEK 

i That the device sind things and combinations set 


forth and disclorved in the said patent, hal alresdy been 


—  _ 


disclosed and patanted prior to the sallevzed izmvention or 


discovery thereor hy seid Herliner, to wit, 


Letters 


Patent. -" | 


* 
Hi 
; 
; i} 
| 
ae | 


cot ae D STATES L 


F, A. Nickersen, . 
Bell & Teinter 
Sumner Tainter _ 
Carl. J. Hohenstein, 
Thomas A. Kdison, 
Thomas A. Kdison, 
Georee H. Herrington 
| Henry D. Perky, 
George K. Cooke, 
George J.B8.Rodwell, 
Julius Heckenberg, 
C. C. Reynolds, 
Werner Suess, 
kimi Le seine 

" fr 


_/caeinir Sivan, 


BRENCH G3 


Henr? Tales Lioret, 
Cherles Cros, 
British Levters Pate 


and mimerous other petents at prece 


defendant, but which, 
set forth by emendmnent to 


het the 


set forth and elained 


disclosed to tie pul 


of by the said Kerli: 
wit: each and every ore 


Poregoing parsurapa; 
publications 


Engineering, london, 
“enantio. 1879: 


aia Telephone , Bibliothe jie des 
Ths Du Moncel, 

Le Rep2el, Paris, france, dows 

Couptes Rendus de lt Academie doe 

oe “pee. 1877, peees 1082-1083; 

ot Sei3nee end Art, 3rd 


adi 


in tra 


ig Ans 


Volume 


Dana pa en oer. Journal 


Cin lig eee SS Serieb Vol . 


TT yprses 1350-131, NeNn 


Seoveyea: if 5 


Pol per ne 
hes pstente 


ete 


3120 in the owing 


page 


Merveillen, 
ar 


131077; 


TPTERS—-PATENT 
’ 
285 057 Sept. 
441,214 May 
341 42°86 Mayr 
456 kl Feb. 
200 5521 Feb. 
4682 "9 Llay 
BOG, 265 ilareh J 
120 5096 Oct. 
138 4006 April 
BAC 3! 14 sept. 
304,640 Sept. 
287 ,1Lb6 Oct. 
427] 5229 ley - 
a 9 (86 MOVs 
5044556 Jaly 
4,916 Heb. 
pT he “RS=- P! AY Pls 
Dwell h ley 
1 245214 Sula 
15,232 NOV. 


oe ;. 
OUD LIANG 


18,1883 
4,1886 
4,1886 
11,1887 

19,1€78 
8, 1888 
12.1869 
17,1871 | 
2,1873 

21,1886 
2,1884 

2%, 1883 
6.1890 
£41887 

28 41896 

21,1892 


841893 


27,1878; 


841867 


unknown to this 
preys leeve to 


ions 


slink patbicds 


34 invent 
miblicsetions, Lo 
cited in the 
printed 


B26, 


oar Le 


Lon 


there- | 


April 18 | 


Comte 


1860 wpsge 366 


NO. 2B 523 
: Seleancea, Paris, France, 


Haven, Conn. 


The Electrical World, paar shed At New York City, WoY. 


12,188 7; 
anu munerous other printed yublications 9%t 


resent unknown 


to this defendant but which, when discovered, it prayé Leave 
to set orth by smenument to 


tel 


603 Pa rt potent No. 


this Answer. 


at krfown to end used by others at the tine of his alleged 


e a " | invention thereof, to wit, by each of the following persons? bs 
ti ee , ie 
oe ! Chichester A. Bell, Sumnor Tainter, Joln H. White, ell of i 
Ai Washington, D. C.; Thomas A. Kdison, of Llewellyn Park, N.JJ; ’ 
oa. | Charles R. Crosse, of the Jdassachusetts Institute of : 
ie \ Technology in Boston, dsass., and Carl J. Holienstein, of New 
‘ : | York City. ! | t 
| BIFTH, that the matters and things and ecoibin- : 1 
| ations set forth by the said patent No. $46,623, end each | f 
t of them, hed been in public use or on sele in this country | \ 
ae Por more than two years herore the said Berliner made his | 
: | said epplication for the patent here 1 suit, to wit, by | 
oh: i i 


each of the rollowings persons «at the places written opposite 


hia name, whose prevent address so Var ss known 1s added: 


Ae & 
s : |/oht chester A. Bell, of end at Washington, D.C., and else- | i 
where, last known adirees, Surr3y, Englaridy \" 
; “umner Tainter, of and at Washinton, D. C.; and elsewhere | 
ps wy last known aldress Walter's Park, Pa; 
H “homas A. Edison, of sid «at ‘ienlo Park snd Llewellyn Park, 
aH i) Ne Jey and @lsewnerdy, last known address 
ny fl Oramce, Ne. Je; 
: i | George H. Herrington, of pnd’ at Wichita, “anses,.aid slse— 


i 

{ 

f * 
{ where, last known aldrass Wichita, “ansas; 
ij Henry 9. Perky, of ond at .occeseeesereveus and elsenhere 
i Last known Gddress 
i} weorge K. Cooka, of And Ate cevccesceeeceeres. and elBewlere 
Last known PMoloha-)-{-ar te Wy at Ware a Tee CD ls ie Se 
, | George J. Rodwell, of @nd at eee cece eeteoeees And elseawiere 
| Lest known Addregd secs wees b cece aden 
i 


o, 0-8. 6 6 & O° 8"S 6.4 8 28 


Julius Hevkenberg, of Mid at..sesesesesee.-e..and 3l3ewheré 
Lest Known AddrehB esses eeeeeserscereed 


O. Cy Reynolds, of aud at Prese¢o tt , driuous; and elsewhere ‘ery 
lest known ® idress Prescott, Arizona; a 
Fred A. Nickerson, of end at Springrleld,Mese., bod alee 
Where,lest known Address Sprig tield, Mase. 
Werner Suess, of and At Waslington, D.C, ,and OLBOWDARE 91” 
lest known sddress, Washington, D. Cc... 
Joseph A. Vincent, of end at Philedelphie, pa., end ‘giabae: 
where, est known aaaress Philadelphia, Pas; 
ie Jones, of, and at Philadelphia, ard elsewhere, 
» last imnowt: fidrese iWew York City” | 
deh, of and 6p Philedelphia, end ew Yor 
3 eleswiere,: ast kuown address Wew Yor 
liguet, of and st New York City, and 
last afin aidreads. OW. Loa Clty 


\ 
} 
{ 
f 
t 


if aK ¥ ) Emile berliner, of end at Weshinj:ton, D. C.; and elsewhere, my { 
iN last known address Washim;ton, D. C.; 
et , and others whose neines sud addresses are at present unknown 


to this defendant, but which, when discovered, it prays 


) | Leave to add by anendment to this Answer. 


. 

: | xXTTT. 

And for a further derense thie deendant, upon 

i} t 

l'information and belief, avers that in view of the state of 
fer. 


‘| the art disclosed by the aforementioned patents end printed 


Se eS a 


j i publications and instances of prior knowledge and publte bead sla 
i ys 
: if A } 
; the “lleged improvements constituting the allered inventions! 
| 
! of the claims lerein suit, were at the (jate of the allesed } 
| i 
invention thereof by the said Berliner without novelty; and Poy 8 
| | 
i i the Same reasons they were without invention; and Vor the 
ae Be y | 
ua t | 
> ii bp ! 
4 | Sane reasons they were wantim: 4nd are now wanting in patent- 
fa | 
| ' ability, | ; 
to aif 
Pi H : \ 
. All or which netters and things this defendant | i 
| a: 
direct, and it huably praya to be hence dismissed with its | 


| is ready and able to prove ag this Honorable Court shall 


i 
i 
{ 
reasonable costs and cher¢es in this behalf’ most wronge 
| 
‘ 


fully incurred. 


ii 
lDated, Febrtiery. 29th, 1004. 
Anertcan Graphophone Coe, 
By K. Kaston, 

Seal. “President. 
B.O.Rosewood, 
Secretary « Blisha Oenp. sg 
Solicitor for Diftt.. bk» 


Philip Meuro, 
Uebel Massie, 
Of Counsel for Dittt. 


: jaw York: 8B! 
MSR eal itapap eh of . | 
pie 29th dey of February, 1904, before le 


Pad?) t 
ay appeared Edward D. Kaston, to me known and known 
Al Doe Pk ! 
the President of the American Graphophone 


sapanys ¢he above named deendant, and he being by me 
Lt f 


duly sworn, acknowledsedt hat he had signed the rorexoing 


er Ss ee 


answer on behelf ofthe seid defendant corporation; that the 
goal effixed thereto is the corporate senl of said da tondin $ 
and was so affixed by his directions; and thet he has read 
the contents of the said Answer and knows the same to be t 
gave as to the matters therein *lleged upon inforilation snd 


belier, and that as to those msttere he believes it to be 


true. 


Klishsa KeCamp. 


CT ea 


| 
| 
Notary Public. Seal. | 


ENDORSED! In the Untted States Circuit Court. for the Oe 
Teal; Y, 
4 yh bor Southern District of new York,—Victor Talking Machine 


Company and United States Gramnophons Couposny, ve. American 
Graphophone Compeny, In K pity, On Patent No. 548 6236. Ansudrs . 
| Philip eure for Defendant, 277 Broadwsy, Mew York CLty ec.) i 
U. S. Cirait Court, Southern District New York,-IFiled 


| Mar 15, 1904,.John A. Shields, Clerk. 


IN Sa ZN 


Girmnit Court of the United States 


For the Southern District of New York. 


VICTOR TALKING MACHINE CO. AND UNITED 
STATES GRAMOPHONE Co. 


US. 


AMERICAN GRAPHOPHONE CO. 2 


In Eovurry, No. 8628. 
PaTEnT No. 548,623. 


No. 620 F Street, N. W., 
WasHINcTON, D. C., 
Mch. 6, 1005. 

Testimony taken on behalf of defendant at the office 
of Philip Mauro, Esq., commencing at 2:00 Pp. M., March ® 
6th, 1905, pursuant to agreement of counsel under Rule 
67 in Equity, before Reeve Lewis, Esq., a Notary Pub- 
lic in and for the District of Columbia, acting as Special 
Examiner by consent. 

Present: 

Philip Mauro, Esq., for defendant. 

The taking of testimony on behalf of the defendant at 
this time is proceeded with in the absence of counsel for 
complainants by agreement, subject to his right of ob- 4 
jection and cross-examination within a reasonable time. 

- a _ Defendant’s counsel offers in evidence printed copies 
of the following U. S. patents: 


T. A. Edison, No. 200,521, to be marked 
~“Defendant’s Exhibit, Edison patent No. 200,- 


Ss es : 


-~I 


-to be marked 


List of Exhibits. 


G. H. Herrington, No. 397,856, dated Feb. 12 
1889, to be marked 


“Defendant's Exhibit, Herrington patent No. 
397,856"; 

G. H. Herrington, No. 399,265, dated March 12, 
1889, to be marked 

“Defendant's Exhibit, Herrington patent No. 
399,265": 

T. A. Edison, No. 382,419, dated May 8, 1888, to 
be marked 

“Defendant's Exhibit, Edison patent No. 382,- 
419”; 

H. D. Perky, No. 120,096, dated Oct. 17, 1871, 


[7, 107 


“Defendant's Exhibit, Perky patent No. 120,096”; 

G. K. Cooke, No. 138,006, dated April 22, 1873, 
to be marked 

“Defendant’s Exhibit, Cooke patent No. 138,006”: 

G. J. B. Rodwell, No. 349,664, dated Sept. 21, 
1886, to be marked 

“Defendant’s Exhibit, Rodwell patent No. 349,- 
664"’; and 

J. Hackenberg, No. 304,640, dated Sept. 2, 1884, 
to be marked 

“Defendant’s Exhibit, Hackenberg Patent No. 
304,640” ; 


Also a certified copy of the file-wrapper and contents 
of the Beriiner patent in suit No. 548,623, to be 
marked 

“Defendant’s Exhibit, File and Contents Patent 
in Suit.” 


SHELTON T. CAMERON 


And thereupon, SHELTON T. CAMERON, a witness pro- 
duced on behalf of defendant, being first duly sworn to 
tell the truth, the whole truth and nothing but the 
truth, deposes and says, in answer to questions pro- 
pounded by Mr. Mauro, as follows: 

Question 1. Please state your name, age, residence 
and occupation? 

Answer. Shelton T. Cameron; age, 47 years; resi- 10 
dence, Washington, D. C.; and by profession lawyer, 
solicitor of patents, and expert in patent causes. 

(). 2. State briefly your qualifications for giving ex- 
pert testimony, particularly in cases involving inven- 
tions relating to the talking-machine art? 

A. I was for more than eight years a member of the 
examining corp of the U. S. Patent Office, where it was 
a part of my daily duty to examine and report upon 
patentability of applications for patents; to make 44 
searches in the prior art as the same was disclosed in 
U. S. and foreign patents and literature relating thereto. 
Since severing my connection with the Patent Office, I 
have been continually engaged in the practice of my 
profession, and have prepared a large number of appli- 
cations for patents, given numerous opinions in relation 
to questions of validity and iniringement of patents, 
and visited work-shops and mannufactories for the pur- 
pose of examining and familiarizing myself with various 
mechanical structures. For more than eight years I 
have been intimately familiar with the art of recording 
and reproducing sounds, have prepared and prosecuted 
a large number of applications for patents for inven- 
tions in said art, have studied and operated various 
styles of so-called talking machines, and have repeat- 
edly testified as an expert witness in causes pending — 


12 


Bee 5p. 3 syies - 


‘Pb pakeipeee 


4 Shelton T. Cameron. 


13 before the U. S. Courts involving talking machines and 
patents relating thereto, having thus appeared as un 
expert witness, among other causes, in the case of 
American Graphophone Co. v. The National Gramo- 
phone Co. and Frank Seaman; American Graphophone 
Co. v. Talking Machine Co., L. F. Dougiass. et al.; and 
in the case of the American Graphophone Co. v. U.S 
Phonograph Co. 

Q. 3. Have you read the specification of the patent 

14 in suit, No. 548,623? 

A. I have. 

Q. 4. Have you read a copy of the deposition of Mr. 
Lyons, given on behalf of complainants? 

ze I have. 

QO. 5. Are you familiar with the disc sound-records 
made by defendant, such as represented by the “Com- 
plainants’ Exhibit, Defendant's Sound Record”? 

A. I am. 

15 Q. 6. Please state what, if any, novel improvement 
you find specified in claims 3, 4 and 5 of the patent in 
suit, referring in your answer to the prior art, so far 
as necessary, in order to make your explanation clear? 

A. Each of the claims referred to in your question 
defines as its subject-matter “a sheet of hard rubber,” 
Claim 5 uses the words “disc of hard rubber,” instead 
of the words “sheet of hard rubber,” and is thereby lim- 
ited to a sheet of hard rubber of circular form. What 

16 distinguishes the hard-rubber sheet of claims 3 and 4 


from other hard-rubber sheets is the presence of an 
“undulatory groove of even depth,” representing sound 
waves. The feature which distinguishes the dise of 
hard rubber of claim 5 from other discs of hard rubber 
is “lines representing the record” impressed upon the 
face of the disc. In fact, both claim 4 and claim 5 differ 
from claim 3 in the requirement that the “undulatory 


Shelton T. Cameron. 5 


groove” or the “lines representing the record” are im- 
pressed into the face of the disc or sheet of hard rubber. 
In claims 3 and 4 is found the limitation specifying that 
the undulatory line is “of even depth”; that is to say, is 
a record of the so-called “zig-zag” variety. Inasmuch 
as impressed records and zig-zag records were-old at 
the date of the application of the patent in suit, it is 
evident that what distinguishes the sound-record of 
these claims from other previously known sound records, 
if they are to be distinguished at all, is that the records 
of these claims are formed (as by impressing) in hard 
rubber. 

Briefly stated, then, I find that the article of manu- 
facture specifically set forth in said claims is a sound- 
record formed in a sheet of hard rubber. 

The specification of the patent in suit refers tu and 
acknowledges the prior existence and prior public 
knowledge of sound-records of the disc form, and of 
those of the laterally undulating form (known as “zig- 
vag’), as distinguished from sound-records in which 
the record groove is of varying depth. Such flat disc 
records are described in Edison’s original talking-ma- 
chine patent No. 200,521, in the earlier Berliner patent 
mentioned in the patent in suit, and in many other prior 
patents and publications to which I need not refer, since 
there is no claim of novelty in these particulars. 

The specification also describes a procedure for the 
production of a matrix, but this procedure constitutes 
no part of the subject-matter of the ciaims included in 
your question, though it does of claims 1 and 2. about 
which you have not inquired. I will therefore refer to 
this part of the specification only for the sake of the light 
it throws upon the meaning of claims 3, 4 and 5. For 
this purpose it is only important to observe that the 
procedure for making the matrix, described in the pat- 
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ent in suit, and defined in claims I and 2 thereof, in- 
cludes as an essential step the coating of the copper 
matrix with a layer of hard metal (as nickel or iron), 
which will not be attacked by sulfur jumes. The neces- 
sity for this arises from the fact that sulfur forms a 
component part of all “hard rubber’ compounds, and 
hence when a sheet of hard rubber is heated so as to 
soften it for the purpose of impressing it with a sound 
record. sulfur fumes are generated which would attack 
and destroy the copper of which the matrix is com- 
posed, unless the same were protected by some meta! 
as nickel or iron which will not be attacked by the sul- 
fur fumes. I quote the pertinent passage of the specifi- 
cation (p. 1, Is. 73-82): 


“In impressing the copper matrix on softened rub- 
ber, however, the sulphur fumes which are generated 
in heating the rubber attack the copper and destroy 
the smoothness of its surface. I have therefore found 
it necessary to coat the copper matrix with a substance 
capable of withstanding the sulphur fumes, and I find 
electrolytically-deposited iron or nickel a proper sub- 
stance to accomplish the desired effect.” 


It is clear from this part of the specification that the 
words “hard rubber” are used in the claims as words of 
strict definition or limitation, and in signifying particularly 
a material containing sulfur as one of its ingredients. The 
only question which could arise as to the meaning of claims 
3, 4 and 5 is the question as to the precise meaning which 
is to be attached to the word “hard-rubber.” In my opinion, 
that term, in these claims, does not mean any substance 
free from sulfur and suitable for use in a sound-record 
tablet and capable of being softened by heat. I am of 
the opinion that the term means the familiar material 
known as “hard-rubber,’ being a gum of vegetable 


satfeetennpey renee 


Shelton T. Cameron. 7 


origin, hardened (or, as it is technically called, “vulean- 2 


ized”) by the addition of sulfur and the application of 
heat and pressure. 

For our purposes the definition of “hard-rubber” or 
“vulcanite” as it is also called, given by the Century 
Dictionary, is sufficiently full. I quote it in part: 


“Vulcanite. 

“1, The harder of two forms of vulcanized india 
rubber, the other form being known as soft rubber. 
Vulcanite differs from soft rubber in that it con- 
tains more sulphur and is cured or vulcanized at a 
higher temperature.” 


The reasons for my opinion that the claims are lim- 
ited to vulcanite or hard-rubber and exclude any mate- 
rial free from sulfur are: 

First, each of the claims specifies the article as a sheet 
(or disc) of hard rubber without any qualification 
whatever. If the patentee had intended to include other 
substances it would have been easy to define the mate- 
rial in the claims as one having the properties of becom- 
ing soft when heated and hard when cooled, of taking 
a sinooth impression, and of being tough, strong, ete. 

Second, on looking into the specification I find a clear 
and sufficient reason for limiting the claims specifically 
to “hard-rubber’; namelv, that the invention includes, 
and particularly relates to, a means for obtaining im- 
pressions in hard-rubber without detriment to the 
matrix from the sulfur fumes always generated when 
hard rubber is softened by heat. The composition or 
material defined by the claim, therefore, must be one 
containing sulfur as an ingredient. 

Third, it was not new to use substances similar in 
genera! properties to hard-rubber, as sound-record tab- 
lets. The only characteristic which essentially distin- 
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guishes the composition of this patent from other com- 
positions previously used or proposed for this purpose, 
is the presence of sulfur. 

Fourth, the proceedings in the Patent Office upon the 
application which resulted in the grant of the patent in 
suit show that the term “hard-rubber” is used in these 
claims as a word of strict definition. 

For these reasons I do not agree with the opinion 
expressed by complainants’ expert, Mr. Lyons, when 
he says, in effect, that the term “hard-rubber” includes 


és, 


any material that becomes soft and impressionable 
in heating and hardens when cooled and hardens 
sufficiently for the purpose of yielding a sound re- 
production without being destroyed or mutilated 
in the act of sound reproduction.” 


Complainants’ expert further gives it as his opinion 


“that any equivalent of hard-rubber comes within 
the invention disclosed in the patent.” 


I am aware, as a matter of law, that a patent em- 
braces not only the precise thing specified, but also all 
“equivalents” thereof: but, as a matter of fact, no 
material would be an equivalent of hard-rubber for the 
purposes of the invention defined in the claims under 
consideration, which does not contain sulfur. The 
whole aim and object of the invention set forth in the 
patent in suit was to form a sound record in hard-rub- 
ber without the destruction of the matrix employed in 
the production of the record by the sulfur fumes gener- 
ated when the hard-rubber was heated, as 1t necessarily 
was in order to soiten it for receiving the impression of 
the matrix. It is clear, therefore, that the claims re- 


ferred to in your question, namely, claims 3. 4 and 5. are 
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limited specifically to a sound-record formed in hard- 
rubber, and exclude a sound-record formed in any mate- 
rial which does not contain sulfur. 

Q. 7. You have referred, in stating the reasons for 
your opinion as to the meaning of claims 3. 4 and 5, to 
the proceedings in the Patent Office upon the applica- 
tion for the patent in suit, and to the prior art. Please 
state in detail the specific matters upon which these 
particular reasons are based? 

A. Complainants’ expert bases his interpretation of 
the words “hard-rubber” 
phrases in the specification. 
the patentee says: 


compound upon certain 


Thus, on page 1, line 64. 


“T have found hard-rubber and celluloid to be ex- 
cellent material from which to make such dupli 
cates.” 


This would indicate that the patentee regarded cellu- 
loid as an equivalent of hard-rubber, although celluloid 
is not a vulcanized compound. Moreover, this sentence 
and the one following it would. as complainants’ expert 
says, suggest that the patentee regarded rubber and cel- 
luloid as “only two specimens of materia! which are 
adapted to receive and retain the imprint of a sound- 
record matrix in accordance with the invention of the 
patent in suit.” 

Again, the patentee describes Fig. 1 of the drawings 
“of hard rubber or like material.” and com- 
plainants’ expert refers to this passage as extending the 
meaning of the word “hard-rubber.” 


as a disc 


While, however, the specification says “hard-rubber 
and celluloid,” and “hard-rubber or like material.” the 
claims all say “hard-rubber” without the additional 
substantives which give the specification a greater 
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breadth. All that this shows, in my mind, is that the 
term “hard-rubber” was used in the claims advisedly, 
and that the additional words coupled therewith in the 
specification were omitted from the claims deliberately 
and intentionally. 

My experience, as an Examiner in the Patent Office 
and as a solicitor of patents, would suggest the proba- 
bility that the claims when originally presented con- 
tained expressions of the same breadth as those used 
in the specification, but that, during the prosecution 
of the case in the Office, it was found necessary, in order 
to define a novel article, to restrict the claim to hard- 
rubber specifically. 

It will not be amiss in this connection to say that the 
claim is the portion of the application which reccives 
the chief scrutiny in the Patent Office. and that fre- 
quently the claim will be restricted by amendment to 
the proper scope, leaving the expressions used in the 
specification as they were when originally drawn. 

Upon examination of the file-wrapper and contents, 
disclosing the actions taken by the Office and the appli- 
cant during the prosecution of the application, I find 
that such was the case here. The application as origin- 
ally filed contained claims of the same scope as the ex- 
pressions quoted by Mr. Lyons, complainants’ expert, 
from the specification. These claims after rejection, 
however, were struck out by the applicant, as were also. 
upon the requirement of the Examiner, references to 
material other than hard-rubber. It seems, however, 
that the Examiner overlooked the passages to which 
Mr. Lyons refers. Nevertheless, we have here enough 
to show beyond any question that the claims are specif- 
ically limited to hard-rubber. As originally filed, all 
the claims were process claims, no article, as such, being 


- 


ede ieee at omen 


Shelton T. Cameron, 11 


claimed. ‘The first three claims. as originally filed, were 
as follows: 


1. Ina process of duplicating flat sound records, 
consisting in depositing copper or other metal on 
such records, detach the deposited metal and press 
the matrix thus obtained into a material which is 
hard in a cold state, but soft and yieldiig in a warm 
state. 

“2. In a method for duplicating flat sound ree- 
ords, consisting in depositing copper or other metal 
on them, detach the copper matrix, cover its sur- 
face with electrolytic nickel or iron or other resist- 
ing material, and then press it into hard rubbe: 
temporarily softened by heat. 

“3. In a method for duplicating flat sound rec- 
ords, consisting in covering a copper matrix of 
them with a material capable of resisting sulphur 
fumes and then press said matrix into softened hard 
rubber.” 


lt will be seen that claim 1 1s broad enough to include 
the use of any “material which is hard in a cold state, 
but soft and yielding in a warm state.” whereas claims 
2 and 3 were limited specifically to the use of “hard- 
rubber.” The inventor himself thus drew a clear dis- 
tinction between the specific material “hard rubber” 
and a broad group of materials, of which hard rubber 
was a specimen. 

By the first official letter (May 17, 1893), claim 1 was 
rejected on the patent to Edison No. 382,419, and Her- 
rington’s patent No. 399,205 was also cited. After 
verbal amendments, claim I was again rejected (June 
13, 1893) on the same patents. The Examiner thus 
recognized patentability in the use of hard-rubber 
specifically, but held unpatentable a claim which speci- 
fied the use of “a material which is hard ina cold state 
and soft and vielding in a warm state.” 
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45 After this rejection the applicant appointed Mr. 
Joseph Lyons, complainants’ expert herein, as his at- 
torney, and the latter struck out all the claims and in- 
serted six claims, as follows: 


“ 


I. The process of duplicating flat sound records, 
which consists in producing of the original record 
a reverse of metal having a hard resisting face, and 
then pressing this reverse into a matcrial while the 

46 latter is softened by heat, and holding it in contact 

: with the same until the material has cooled and 
hardened, substantially as described. 

“2. The process of duplicating flat sound records, 
which consists in producing by electro-deposition, 
a reverse of the original record, of metal having a 
hard resisting face, and then pressing this reverse 
into a plastic material and holding it in contact with 
the same until the latter has hardened, substantially 
as described. 

“3. The process of duplicating flat sound rec- 

AT ords, which consist in depositing copper or other 
like metal on an original record, then detaching 
the copper reverse thus produced and facing the 
same with a layer of hard metal which is not at- 
tacked by sulphur, and then pressing the reverse 
into temporarily softened hard rubber, substan- 
tially as described. 

“4. The process of duplicating flat sound records, 
which consists in facing an electro-deposited reverse 
of a record, with nickel or iron, and then pressing 
this reverse into hard rubber, substantially as de- 

48 scribed. . 

“s The process of making duplicates of flat 
sound records, by pressing a metallic reverse of the 
same into temporarily softened hard rubber, until 
the latter has hardened, substantially as described. 

“6. A copy of a flat sound record, which consists 
of a disc of hard rubber having impressed upon its 
face the lines representing the record, substantially 
as described.” 


@ 
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It will be observed that, of these claims, numbers 3 
and 4 are claims 1 and 2 of the patent in suit. Said 
claims 3 aud 4 differ from claims 1 and 2 presented at 
the same time, in that claims 3 and 4 are limited to hard 
rubber, whereas claims 1 and 2 are not. Thus we see 
again a recognition of the distinction between hard rub- 
ber specially and the group of materials of which hard 
rubber is a member. 

I would also call attention to the fact that claim 6 
quoted above is a claim for an article, being in fact the 59 
same as claim 5 of the patent. 

On August 30, 1893, claims I and 2 were rejected on 
the patent to Edison, 382,419, previously cited, and 
claim 5 on said patent, with some additional citations of 
patents relating to the art of stereotyping. 

Then after an interval of about eighteen months an 
amendment was made cancelling claims 1, 2 and 5, and 
adding two new article claims. The significance of this Eee ee 
amendment is that it struck out the claims which in- 51 
cluded materials other than hard rubber, signifying that 
the applicant recognized that the novelty resided solely 
in the use of that specific material. This is further 
shown by the argument accompanying the amendment, 
which contends “that none of the processes described in 
the references cited can be practiced or ever have been 
practiced upon hard rubber.’ (Italics mine.) 


Adjourned to Tuesday, March 7, 1905, at 10:00 a. m. 59 


Washington, D. C.. March 7, 1905. 
Met pursuant to adjournment. 
Parties present as before. 
(Mr. Cameron continues his answer to Q. 7.) 
Another significant matter in connection with the 
introduction of the article claim, i. ¢., claim 6 of the 
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amendment of Aug. 18, 1893, is that the Examiner 


held that the article claim could not be included in the 
same application with the process claims, under the 
practice of the Patent Office, because, as the Examiner 
stated, in his action of Aug. 30, 1893. “The process 
set forth in said claims is not the only process which can 
produce the product set forth in claim 6.° Now the 
process claims at the time the Examiner took this action 
included the following claims which I have quoted be- 
fore, but which it may be well to here quote again, the 
same being the claims first filed by Mr. Lyons after he 
was appointed as attorney in the case. The claims are 
as follows: 


“rt. The process of duplicating flat sound records, 
which consists in producing of the original record 
a reverse of metal having a hard resisting face, and 
then pressing this reverse into a material while the 
latter is softened by heat, and holding it in contact 
with the same until the material has cooled and 
hardened, substantially as described. 

“2. The process of duplicating flat sound records, 
which consists in producing, by electro-deposition, 
a reverse of the original record, of metal having a 
hard resisting face, and then pressing this reverse 
into plastic material and holding it in contact with 
the same until the latter has hardened, substantially 
as described.” 


Now, the sixth claim (fifth claim of the patent) was 
limited to “a disc of hard rubber,” and in response to, 
or for the purpose of avoiding the requirement of divi- 
sion, the applicant retained the article claim, which was 
limited to hard rubber, and struck out all of the process 
claims which were not limited to hard rubber, «& ¢., the 
two process claims which I have just quoted, and which, 
it will be seen. are only limited to a material softened 
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by heat and becoming hard when cooled, or to, broadly, 
a plastic material. 

After having restricted the process claims so that 
those remaining in the case were limited to a process 
employing hard rubber, the applicant made an argu- 
ment, pointing out that “Experience has taught this 
applicant that the only practicable way of producing 
the article claimed is by the process claimed.” Now, 
since the only process claimed by the applicant at the 
time this argument was made was the process set forth 
in present claims I and 2 of the patent, which process is 
specifically limited to the use of hard rubber an’ to the 
employment, of a hard metal, such as nickel or iron, 
which would resist the attacks of sulfur in the rubber, 
it will be apparent that the patentee himself, at that 
time, maintained that the only way of producing the 
record which he was claiming was by the employment 
of steps calculated to avoid the action of sulfur in the 
material acted upon, viz., hard rubber. It is perfectly 
clear to my mind that the applicant himself and the 
Examiner recognized the fact that it was the presence 
of sulfur in the material (hard rubber) acted upon that 
endowed the invention with any patentable novelty. 
This is rendered still more apparent by the fact that 
the Examiner no longer insisted upon the elimination 
of the article claims from the specification, but rejected 
all of the article claims on the ground that they were 
not patentable in view of certain prior patents which 
he cited. This he would not have done under the prac- 
tice of the Patent Office had he not recognized the fact 
that the article claims only defined a record which was 
the necessary result of the process claims then remain- 
in the case. 

This action was taken by the Examiner in his letter 
of April 9, 1895, in which he rejected the article claims 
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3, 4 and 5, citing Edison’s patent No. 382.419, which 
describes impressing a sound record upon wax, and, 
Hackenberg, 304,640, which describes impressing a de- 
sign upon a hard rubber blank while temporarily soft- 
ened by the application of heat. 

This led to another argument by the applicant's atior- 
ney, in which he said: 


“The question which the Examiner should ask 
is this: Has anybody ever attempted to reproduce 
1 sound record upon hard rubber, and if he has at- 
tempted it. has he succeeded”? (Italics mine.) 


The Examiner on Apr. 13, 1895, again rejected these 
claims, saying: 


“Tt is, therefore, held that it is not invention to 
impress upon a blank of hard rubber lines represent- 
ing the record.” 


At this stage of the case applicant for patent had 
abandoned all effort to obtain broad claims and was 
contending for narrow claims strictly limited to hard 
rubber. 

A request for reconsideration was filed on May 31, 
1895, and on June 20th, the Examiner (a change of Exam- 
iners having taken place) wrote a letter signifying a 
willingness to allow the claims, the argument which 
induced the Examiner to allow the claims probably 
being orally presented. 

This letter of the Examiner, however, contained a 
very significant item, viz., a requirement that the state- 
ment of invention in lines 1-18 of the specification be 
restated so as to make the statement of invention corre- 
spond with the narrow claims which were allowed. 
Turning back to the original specification we find that, 
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in the paragraph indicated, the material to be employed 
is designated specifically. as “impressible material.” 

In complying with this requirement to narrow the 
statement of invention so as to be in accord with the 
narrow claims allowed, applicant filed an amendment 
July 1, 1895, but the attorney still made use of the words 
“impressing the matrix into blank sheets of impressibie 
material.” Thereupon the Examiner again, by letter 
of July 9, 1895, objected to this paragraph as being 
broader than the claims; and on July 11th an amendment 
was filed cancelling it. Manifestly the Examiner either 


overlouked the words “or like materia!” following 


“hard rubber” on the second page of the amendment. 


of July 1st, 1895, or he regarded them as indicating a 
material which, like hard rubber, contained sulfur. 

it is very clear from these proceedings in the Patent 
Office that these claims are limited to the use of hard 
rubber, or of some material which contains sulfur. 

I base my opinion as to the meaning of claims 3, 4 
and 5 of the patent in suit upon these proceedings in the 
Patent Office and upon the state of the prior art as 
shown in the patents introduced by the defendant herein 
as exhibits, and to which I will now briefly refer. 


Herrington Patent No. 397,856, Feb. 12, 1880. 

This patent proposes the making of a sound record 
by impressions made by the recording stylus upon a 
material which has been softened by a chemical agent 
and which hardens in drying. (P. 1, Is. 20-24.) The 
specification also describes briefly the subject-matter of 
another application, namely, impressing the vibrations 
of the stylus upon “a material capable of being softened 
by heat and hardened when cool.” (P. 1, Is. 13-14.) 

One of the materials specifically mentioned is “cellu- 
leid” {p. 1, 132). 
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In view of the clear disclosure in this patent of the 
making of a record by impressing the record groove 
upon “material capable of being softened by heat and 
hardening when cool.” and the disclosure of celluloid as 
a material that could be employed in this way, it is 
manifestly impossible to extend the meaning of the 
term “hard rubber.” as used in the claims of the Ber- 
liner patent in suit, so as to include celiuloid, without 
giving the claims of the patent a meaning which would 
enable them to be read upon the prior art and therefore 
unpatentable. Moreover, as celluloid is the only sub- 
stance in addition to rubber which the patent in suit 
mentions, and may thus be regarded as standing next 
to it, in the properties required for the purpose in view, 
it would follow from this consideration alone that the 
claims must be restricted in their meaning to “hard rub- 
ber” specifically. 


Herrington Patent No. 399,265, March 12, 1809. 
In this patent is proposed the impression of 


“a prepared sheet or plane surface of either wax, 
resin, pitch, celluloid. rubber or their compound, 
or some equivalent material” (italics mine) 


by softening said sheet by application of heat and roll- 
ing upon the same a cylinder bearing a reverse sound 
record. 

This patent does not disclose the idea of using a 
matrix of copper faced with a material that would not 
be attacked by sulfur, and the impression of a rubber 
sheet by such a matrix is novel so far as now appears. 

It is, however, clear that the disclosure of this Her- 
rington patent necessarily restricts the patent in suit 
specifically to a hard rubber record produced by means 
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which will not be attacked by the sulfur contained in 
the hard rubber. 


Edison Patent No. 382,419, May 8, 1888. 

This patent describes impressing a material, such as 
a hard wax composition, with a sound record formed 
upon a metal cylinder or plate. No further comment 
upon this patent is necessary inasmuch as it is not so 
pertinent as those to which I have already referred. 

In the patents cited by the Patent Examiner are 
found various examples of the impression of patterns 
upon impressible material, including rubber. It wiil be 
sufficient to refer specifically to one of these, namely, 


Hackenberg, No. 314,640, Sept. 2, 188}. 

This patent is for a “process of producing designs in 
relief upon the surface of objects made of vulcanized 
rubber,” etc. The pertinent part of the specification is 
the making of the desired impression upon a blank of 


oey 


“vulcanized hard rubber stock,” by “heating the blank 
sufficiently to make it slightly soft.” and then applying 
“a die upon the face of which is formed an ornamental 
design in relicf.” 

In view of this disclosure it is very plain that novelty 
could be found in the patent in suit, if at all, only upon 
the theory that it was new to impress a hard rubber 
blank with a copper matrix faced with a non-attackable 
metal, such as iron or nickel. 

Q. 8. Please state whether or not you find in “Com- 
plainants’ Exhibit, Defendant’s Sound Record,” the sub- 
ject-matter of claims 3. 4 and 5 of the patent im suit, or 
either of them, and whether or not you agree with the 
opinion expressed by complainants’ expert on this sub- 
ject? In your answer you may assume that the article 
is made as stated by complainants’ expert of a composi- 
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tion consisting mainly of cheap, heavy earth, such as 
infusorial earth or baryta, and shellac. 

A. The sound record exhibit to which you refer does 
not, in my opinion, embody the subject-matter of either 
claim 3, 4 or 5 of the patent in suit. This conciusion 
necessarily follows from the fact that the defendant's 
record is not made ina sheet or disc of hard rubber, and 
not even of a composition containing sulfur as an ingre- 
dient. 

The reasons given by complainants’ expert in support 
of a contrary opinion are that “defendant's sound record 
looks exactly like hard rubber and cannot be distin- 
guished from the same,” and that “it behaves like hard 
rubber in that it becomes very soft when heated and 
becomes again very hard when cooled,” The first of 
these reasons I do not regard as worthy of discussion, 
since the appearance of the article to the eye has no 
bearing whatever upon the question of identity with the 
claims referred to. 

The second reason does not identify defendant’s arti- 
cle with the subject-matter of the said claim, or any of 
them, since the property of being soft when heated and 
hard when cold belongs to many materials, and specif- 
ically to some (wax and celluloid, for example) whose 
use is described in prior patents, and which, by the 
actions in the Patent Office referred to above, have been 
excluded from the patent in suit. 

The fact that the material of defendant’s tablet is not 
hard rubber is a sufficient reason for the conclusion I 
have stated. Complainants’ expert, however, expresses 
the opinion that the material of which the dise record is 
composed is “the full equivalent of hard rubber.” With 
this opinion I cannot agree. Hard rubber is composed 
essentially of a vegetable gum cured or vulcanized by 
admixture of sulfur, and the application of a high degree 
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of heat and pressure. The supposed novelty of the 
Berliner patent in suit, as therein set forth, particularly 
when examined in the light of the Patent Office pro- 
ceedings, resided in the provision of means which would 
resist the detrimental action of the sulfur fumes gener- 
ated when hard rubber is heated. Hence, to be an 
equivalent of hard rubber for the purposes of the patent 
in suit, the composition must at least be one containing 
sulfur in such quantity as to produce that detrimental! 
action which it was the sole aim of the patent in suit to 
avoid. A mixture of infusorial earth and shellac cannot 
be regarded as the equivalent of a vegetable gum vul- 
canized with the aid of sulfur. 


(ross-examinaion waived. 
Certificate of notary waived. 


Defendant rests. 
SHELTON fT. GAMERON. 
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“Defendant’s Exhibit, File and Contents Patent in Suit”. 
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UNITED STATES OF AMERICA, ae ¥ 
DEPARTMENT OF THE INTERIOR, 


PATENT OFFICE. 


| 

| 
To all persons to whom these presents shall come, Greeting: ST 

This is to certify That the annexed is a true copy from the 

Records of this office of the File Wrapper and Contents in 
the matter of the Letters Patent of Emile Berliner Number 
548,623 granted October 29, 1895, for Improvement in 

o Sound Records and Method of Making the Same. 

In testimony whereof I have hereunto set my hand 
and caused the seal of the Patent Office 
to be affixed at the City of Washington 

: this 25th day of March, in the year of 88 
| [SEAL ] 


we pA 


our Lord one thousand nine hundred 
and four and of the Independence of 
the United States of America the one 
hundred and twenty-eighth. 
E. B. Moore Moree 
Acting Commissioner of Patents. 
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so i 
Amount received $ |) - 


CHIEF CLERK. 
Petition. 
To the Commissioner of Patents: 


The Petition of Emile Berliner a citizen of the United 
States residing at Washington in the County of Wash- 
4 chaotic _ heckies of Columbia prays that Letters 
I na} granted to him for improvement in Process 
for making copies of sound records as set forth in tl : 
nexed specitication a 
And h@keby appoint \ of 
Attorney with full power of subStitution and revocation 
to prosecute this application, to make si metinats me 
amendments thexein, to receive the Patent and to ne, 
sates business ss ll Patent Officé.connected there- 
91 Signed at ‘\in the County of. and 
State of tis day of \ . 18 
EMILE BERLINER, 
Columbia Road, 
bet 14 & 15th Str 


Washington D.C. 
this 31st day cf December 1892 


Specification. 
e red 
To ALL WHOM IT MAY CONCERN: 


BE IT KNOWN, That I Emile Berliner a citizen 
of the United States residing at Washington, in hie Gaui 
ef Washington-nnd-State-of District of Columbia have i 
vented certain new and useful seme 2 il 
of making Copies of sound-records and I do declare ioe 
following to be a full, clear, and exact description of the 
invention, such as will enable others skilled in the art to 


o 
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which it appertains to make and use the same, heey 33 


ae 


This invention consists of a system 
for making duplicates of flat records 
of sound and it consists broadly in 
depositing copper or other metal on > ee 
an original sound record sheet, 94 * 
detach the copper deposit from such 
record sheet which*deposit thereby 
becomes a matrix, on’which the 
sound record appears reversed, and = 
then impress this matrix into blank H 
sheets of impressible material ; 
with or without the assistance of 
heat. The invention refers in ~ 
particular to the production of ~s to i 
duplicate copies from sound records . ; = 

produced by the gramophone for vt <8 
which letters patent were granted NC 3 
to me Nov. 8, 1887 and May. sth 1888. nee men : 
The sound records of the gramo- : 
phone are generally zine discs 

into which a spiral record of sound a 

waves is etched; other substances than *s 

zinc capable of being etched into, 

may of course be used. 

The simplest way for making 

a duplicate copy of such a record 

is to impress it in wax, deposit 

copper thereon and detach the copper 

shell. This is the well known method 

used by Electrotypers. There is however 

a loss in the perfection of the surface 
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resulting from the fact that Electro- 
typers wax is porous and uneven 
of surface and the resultant 
copper copy containing the sound 
record is not as good in tone 
quality as the original. 

It is therefore necessary to 
deposit’ a copper or other metaliic 
matrix directly on the original 
zine record.—This I do by first 
thinly covering the zine with a materia! 
capable of resisting the action of 
the sulphate of copper solution usually 
employed for electroplating or typing 
and then deposit copper over that 
and when thick enough detach 
the copper deposit. 

My method is to coat the 
previously cleaned zine record 
‘disc in a cyanide of copper or 
eyanide of brass solution electro- 
lytically by which a very thin film 
of copper or brass adheres to the zinc. 
After being thus prepared, the 
coated zinc disc is placed into 
a sulphate of copper bath and 
copper deposited on it electrolytically. 
The deposit when thick enough is 
then detached and forms an 
accurate matrix showing the 
sound record of the zine disc 
in reverse. : 

This matrix can then be im- 
pressed into suitable material 
and thereby produce exact duplicates 
of the origmal record sheet. 
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| have found hard rubber 
and celluloid to be excellent 
materials from which to make such 
duplicates. These substances when 
reated become very soft, and 
when in this soft state they are 
impressed wich a matrix such 
as above described and are 
cooled while still under pressure, 
and the resultant rubber or cellu- 
loid sheet retains all the 
characters of the matrix and 
thus forms a copy record of the 
original zine dise. 

In impressing a copper 
matrix on softened rubber however 
the sulphur fumes which are 
generated when heating the rubber 
attack the copper and destroy the 
smoothness of its surface. 

[ have therefore found it 
necessary to coat the copper 
matrix with a substance capable 
of withstanding the sulphur fumes, 
and [ find electrolytically deposited 
iron or nickel a proper substance 
to accomplish the desired effect. 

The copper matrix is therefore 
cleaned and placed in a nickel 
or iron bath and a thin coating 
of iron or nickel is deposited 
on it by an electric current. 

The matrix thereby becomes 
protected against sulphur fumes 
and iron and nickel being harder 
than copper the matrix by being 
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2 thus coated becomes more g@ 


durable and withstands pressure 
for a longer period. 

It is also possible with such 
a matrix to press unvulcanized 
rubber into it, vulcanize a 
the rubber while attached to 
the matrix and then detach 
it, when a true copy of the 
original sound dise will be 
_the result. 


What I claim is 
1 Ina process for duplicating flat 

sound records consisting in 

depositing copper or other metal on 


such record, detach the deposited 


107 metal and press the matrix thus 


obtained into a material which 
_ is hard ina cold state, but soft 
and yielding in a warm state 
2. Ina method for duplicating flat & 
sound records consisting in 
depositing copper or other metal 
on them, detach the copper matrix, cover 
its surface with electrolytic nickel 


108 OF iron or other resisting materia! 


a a oe 


and then press it into hard rubber 
temporarily softened by heat 

3 Ina method for duplicating flat 
sound records consisting in covering 
a copper matrix of them with 


a material capable of resisting \ 


suiphur fumes and then piems- said 
matrix into softened hard rubber 
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= LS ee eco: te eT nee 
~~q-In a method for duplicating flat 


sound records-consisting in making 
a4 matrix of them in a Comparatively 
soft material and coat °g this with 
—hardelectralytic metal. _ 
5 Ina proécess-for duplicating flat 
sound records consisting impressing 


a matrix of such records into > 


mes 
este, 


a i ee 


rubber while the latter is soft = oo 
amdthen harden its” ar 2 
In testimony whereof I have affxed my signature, in 
presence of two witnesses. a 
Emice Bertiner 
5. E. Youne 
GEORGE SEIDENSPIMER 


Oath. 


City of Washington ) 
SS. 


County of Washington \ 


Emile Berliner the above-named petitioner, citizen 
of the United States and resident of \Washington in 
the County of Washington and State of District of Columbia 
being duly sworn, (or affirmed.) deposes and says that 
he verily believes himself to be the original, first and 
Sole inventor of the improvement in process for making 
copies of sound records described and claimed in the 
foregoing specification; that the same has not been pat- 
ented to him or to others with his knowledge or con- 
sent in any country: that the same has not to his know'l- 
edge been in public use or on sale in the United States 
for more than two years prior to this application and 
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» . 
113 he does not know and does not believe that the same 
was ever known or used prior to his invention thereof. 
Emi_t BERLINER. 


Sworn to and subscribed before me, this 18th dav of 
March 1893 
Caarces. L Dy Bors 
Notary Pitlic 
( Notarial Seal) 


lit 2. 
MAILED 
May 18 1&a8& 
U.S. Patent Office. 
DEPARTMENT OF THE INTERIOR, 
UniTEp STATES PATENT OFFICE, 
115 Washington, D. C., May 17, 1593. 
EMILE BERLINER, ) Process for Making 
Columbia Road | Copies of Sound Records. 
Bet. 14th & 15th l No. 466,708 
Streets City. J Filed Mch., 18 ‘93. 
The word “in” should be erased from the beginning 
of each one of the claims. 
Lines 17 and 25 page 4 “detach” should be detaching. 
116 Line 25 same page “cover” should be covering. Lines 


18 and 28 same page “press” should be pressing; same 
correction to “press” line 1 page 5 Line 6 page 8 “coat” 
should be coating. 

Claim I is rejected on patent No. 382.419 May 8 ‘88 
to Edison Graphophone Tablets. 

Claim 4 is rejected for being incomplete, not enough 
steps being included to produce a complete result. 
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Claim 5 is rejected on patent No. 399,205 Mar 12, 89 uz 
to Herrington Graphophone Tablets. 


E A SEELY 
Ce Be 


Amendment—Room 221 
Appla filed 
March 18, 1893 
Washington D. C. May 22|93 +118 


‘ 
¢ 


Hon Commissioner of Patents 


In the matter of my pending 
appheation for Improvements in 
“Process for making Copies of 
“Sound records., filed March 18 - 1893 
and in response to the Examiners 
letter of May 17, 1893 I hereby 119 
amend the same as follows: 

Insert before claims: 
“J do not claim the method and ~~" =. eee 
“process described in Patents No. 
382,419 May 18, 1888 and No. 399265 
“March 12; 1889 covering in general 
“the idea of converting a cylindrical 
“Sound record into a-flat matrix 
“and making other cvlindfecal 
“copies of such a flat matrix, ™ 
“with such resemblance in ~ Sie oe 
“the processes with those described ns 
“in my present application as ee 
“may be found in said two ™S 


ob 
ihe 


ERT 
y 


bie “a \ 


_and_ further: 
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Pray 


a eee 


The top line of pape q has no tmiuber hence the advance 


of Mach line nttaber one ahead, 
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“Strike claim 4.” 


and further: 


esis 


“detaching” | 


Se em a 


™~ . 
On page 4 line tg change “press” into 
¢icliacecmrereiaricincniaieast 
{ “pressing” | 


g wmet 


On page 4 line 26 change “detach” into 
——— 


J “detaching” } 


M 


On page 4 line 26 change “coat” into 


' ‘ LJ ” j 
; =©6© “coating” | 


| neo een nen em 


On page 4 line 29 change “press” into 


|__“pressing’ i 


On page 5 iine 1 change “press” into 


| “pressing” { 


On page 5 line 6 change “coat” into 
cen Sr See ene oe 


PA ee 


+ “coating” 
é 


ee 


i 
: 
& 


= 


Very respectfully 
E. BERLINER. 


a. 
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DEPARTMENT OF THE INTERIOR, 


Unitrep STATES PATENT OFFICE, 


Washington, D. C., June 13, 1893. 
Mailed “ 14, “ 

Emile Berliner, } 
Columbia Road, Process ed pe = rm of 
a i oe \ Sound Records > 
Bet rath & 15th ening, Na. W6G.p08 Mch 38, "9 | £ 
City.} 7 


126 


It is insisted that the word “In” should be erased 
from the beginning of each one of the claims. 

Line 26 page 4 “cover” should be “covering”. = 

Some of the amendments can not be entered as di- 


rected. | 
Claims 1 and 4 are fully met and are rejected on pat- 
ents to Edison and to Harrington, respectively, cited 
against them. The disclaimer is of no effect when the 
claims distinctly claim the matter disclaimed. 197 
F A SrEvy 


CC. B. Pe 


BEFORE THE UNITED STATES PATENT OFFICE. 3 


Application of Emile Berliner, 
For Letters Patent for Process of making Copies ot Pig ae te 
Sound Records ee ss 
Filed March 18, 1893 Serial number 466,708. : 


To the Hon. Commissioner of Patents: 


Sir: 

You are requested to recognize Joseph Lyons, of the 
city of Washington, District of Columbia, as my At- 
torney, with full power of substituion and revocation, 
to prosecute this application, to make alterations and 
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129 2 mendments therein, to receive the Patent, and to 
transact all business in the Patent Office, and before 
the Supreme Court, D. C., connected with the applica- 
tion or with the patent granted thereupon, and to do all 
other lawful acts and things which I personally present 
could. All other powers are revoked. 

EMILE BERLINER 


In THE UNITED StaTEs PATENT OFFICE: 
tS}! ; 
Emile Berliner, 


Making Copies of Sound Records— 
Filed Mar. 18, 1893— 
Serial No. 466,708. 


Hon. Commissioner of Patents, 


Sir :— 

In view of Office letter of June 13. 
1893 this case is amended as follows: 

Cancel the disclaimer inserted by amendment 
of May Bist, 1893. before the claims. 

Also cancel all the present claims ‘and substitute 
in_place e thereoi: E 
i» et. “The process ~ ‘of duplicating flat sound records 

which consists in producing of the original record a re- 

verse of metal having a hard resisting face, and then 

pressing “Utiare everse into a material while the latter is 
\- softened by heat, and holding it in contact with the 
132 same until the matefia] has cooled and hardened, sub- 
stantially as described. ~~. 

2. The process of duplicating flat sound records, 
which consists in producing, by ctectro-deposition, a 
reverse of the original record, of metaf having a hard 
resisting face, and then pressing this reverse iitte_plastic 
material and holding it in contact with the same watil 
=the latter has hardened, substantially as described.” >. 
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3. The process of duplicating flat sound records, 
which consists in depositing copper or other fike metal 
on an original record, then detaching the copper reverse 
thus produced and facing the same with a layer of hard 
metal which is not attacked by sulphur, and then press- 
ing the reverse into temporarily softened hard rubber, 
substantially as described. 

4. The process of duplicating flat sound records, 
which consists in facing an electro-deposited reverse of 
a record, with nickel or iron, and then pressing this 134 


reverse into hard rubber, substantially as described. Ste 
5-~The process of making duphicates of fat sound fée-" Se age 
ords, by pressing~a- anetallic reverse of the same into . 


temporarily softened hard rubter;-watil_ ihe latter has Ree 
hardened, substantially as described. a ae eS cae 
6. A copy of a Hat sound record, which consists ofa" 

disk of hard rubber Havmg-impressed upon its face the = se 
lines representing the record, substantiallyasdescriped. 2S 
"Respectiany, Se dees 
JosEru Lyons ao 
Attorney for Emile Berliner. 

Washington, D. C. 


August 18th 1893 - 


A reconsideration of this case is respectfully re- 
quested and the attention of the Exaniiner is called to 
the fact that the claims now presented are free of ail 
formal objections, and define such series of acts are not 
described in either of the references cited. 

A claim for the product of the process has been added 
which is believed to be quite legitimate. It will be ob- 
served that this claim (the 6th) defines the article partly 
by the manner of making in the words “having im- 
pressed upon its face”. Applicant is aware that claims 
of this character are not generally favored by the Office, 
but there are circumstances when the general rule that 
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an article should be defined by the characteristics which 
it possesses and not by the manner of making it is re- 
laxed. This is done in cases when it is well nigh im- 
possible, or at least very difficult, to define the charac- 
teristics of the article without some reference to the 
manner of making it. See ex-parte Painter 57 O. G., p. 


- 999. It is hoped that the Examiner will find that the 
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present case is covered by said decision, and that the 
case will be passed to issue without further delay. 
Respectfully, 
JoserH Lyons, 
Attorney for Emile Berliner. 
Washington, D. C. 
August 18, 1893 - 


DEPARTMENT OF THE INTERIOR, 
Unitep StTares PATENT OFFICE, 
Washington, D. C. Aug. 30, 1893. 
Matled,..“« * 


Emile Berliner 
Care Joseph Lyons, 
City. j 


)\ Process for Making Copies of 
\ Sound Records. 
No. 466.708 Mch. 18, ’93. 


Claims 1 and 2 are rejected on patent No. 382.419 May 
8, 1888 to Edison, Graphophone Tablets. It is regarded 
as immaterial whether the original record is on a cyl- 
inder or a flat disk. Claim 5 is rejected on patent to 
Edison cited above taken in connection with No. 120096 
Oct., 17, ’71 to Perky; No. 138,006 Ap'l., 22, °73 to 
Cooke and No. 349,664 Sep’t., 21, 86 to Rodwell Print’g. 
Stereotyping. 

Claim 6 covers a separate and distinct invention from 
that covered in the first five claims. The process set 
forth in said claims is not the only process which can 
produce the product set forth in claim 6. It is required 
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$ 6 that claim 6 be divided from the remaining claims. The 14! ~ 3 
claim is however met in the three patents last above = 5 
cited. 4 
D. G. PurMAN = 
Ist Ass’t ex'r 
a Ae 


IN THE UNITED States PATENT OFFICE :— 


Emile Berliner, 142 
Process for Making Copies of Sound Records. 

Filed March 18, 1893, 

Seria! Number 466,708. 


Hon. Commissioner of Patents, ; rc ed 
Sir:— 
This application is amended as fallaws. 
On page I, after line 18, insert: _The sound records, as is 


well known, consists of undulatory grooves of even depth, 143 Se 
4 Ser 
as distinguished from non- pecans ra of rr Saati? 


Fiend dian tegiie tnd ceciceaee Maat cae us 
a making them 1,2 and 5, respectively, == Ss 
Add the following claims: 
eS: ‘As an article of manufacture, a sheet of hard rubber 
havitigeapon its face an undulatory groove of even depth 
Canceled representing sotmeaasyaves, substantially as described. 
; 4. As anarticle of mant a sheet of hard rubber 144 
» having pressed into its face an undtilttem line of even 
depths representing sound waves, substa atia Ty es de- 


wre wer scribed. ee 


NE pn 


fied 


Respectfully, 
JosErH Lyons 
Attorney for Emile Berliner. 


ee te 


Washington, D. C. 
March 26th 1895. 
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A reconsideration of this case in view of the alove 
amendment is respectfully requested. 

While it is not believed that either of the references 
cited have any important bearing upon this case, and 
while the applicant is positive that none of the processes 
described in the references cited can be practiced. or 
have ever been practiced upon hard rubber; still in 
order to avoid further delay and with the hope of bring- 
ing this case to a termination, claims 1, 2 and 5 have been 
cancelled. There now remain in this case only the 
process claims which stand allowed and in addition 
thereto three claims for the article of manufacture pro- 
duced by applicant’s process and as he fully believes, 
practically producible only by his process. 

The original 6th claim (now claim 5), the Examiner 
rejected upon reference to processes for making rub- 
ber stamps. It is respectfuly urged that a rubber stamp 
is a thing so entirely different from a record of sound 
wave that one could not possibly suggest the other. 
They have no resemblance to each other, for the one 
is in its natural state soft, yielding and elastic, and the 
other is hard and rigid; both serve entirely different pur- 
poses, for a rubber stamp could not be used for reproduc- 
ing sounds, and a sound record could not be used for 
printing. There is as much difference between these 
two articles as there was in the celebrated picket fence 
and fine tooth comb. 

The Examiner says that the article claimed might be 
produced by other process than those claimed by the 
applicant, and that. therefore, a division should be 
effected. Now this is only a somewhat free guess on 
the part of the Examiner, but experience has taught this 
applicant that the on'y practicable way of producing the 
article claimed is by the process claimed. and surely the 
know'cdge of the applicant musi in these matters con- 
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trol the opinion of the Examiner who is not supposed 
to have practical knowledge in these matters. 

This applicant has years of experience in these proc- 
esses and for this experience he paid very dearly and 
it is certainly not fair that his positive conviction be 
overcome by a mere free guess on the part of the 
Examiner. 

Attention is respectfully called to the various decisions 
of the Commissioner with respect to the practice to be 
observed in dealing with application for process and 
product, see for instance, Ex-Parte Kny 65 O. G., p. 
1403; also Ex-Parte Thomson, 66 O. G., p. 653. and also 
Ex-Parte Demeny 64 O. G., p. 1649. The Examiner 
will find from these decisions that the question of joinder 
or disjoinder of process and product may be safely left 
to the choice of the applicant. t 

An early and favorable reconsideration is requested. 

Respectiully, 
Josep Lyons 
Attorney for Emile Berliner. 
Wash. D. C. 
March, 26th, 1895— 


J.P. H. 
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DEPARTMENT OF THE INTERIOR, 
Unttep States Patent OFfice, 


E BerLIn BB co 
os ining | Washington, D. C., April 9. 1895 
Care Joseph Lyons, } les Naat ie 
te { Mailed" “ = 
Laty. 
Subject: Process for Making Copies 
of Sound Records 
Filed March 18, 1893 No. 466,708 


Pease find below a communication from the Examiner 
in charge of the application above noted. 
Joun S. Seymour 
Commissioner of Paterits. 


Claims 4 and 5 are the same in substance and both 
cannot be allowed. 

Claims 3. 4. and 5 are rejected on the following 
grounds: it is old as shown in patent No. 382,419, May 
8, 1888, to Edison to impress upon the face of a wax 
phonogram blank an “undulatory groove of even depth 
representing sound waves’. The patent to Hackenberg, 
No. 304.640 of Sept. 2, 1884, Caoutchoue & Minor 
Plastics, Hard Rubber, shows that it is old to make an 
impression of any design upon a blank of hard rubber, 
the surface of which has previously been rendered soft 
and compressible by heat. In view of this fact, it must 
be held that it is not invention to impress upon a blank 
of hard rubber an “undulatory groove of even depth 
representing sound waves.” 

D. G. PurRMAN 
Ist Asst. Ex’r im charge 
C+. B. 
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In THE UnitTep States PATENT OFFICE :—- 


Emile Berliner, 

Process for Making Copies of Sound Records, 
Filed March 18, 1893, 

Serial Number 466,708. 


lon. Commissioner of Patents, 

Sir :— 

A reconsideration of this case is’ respecifnlly re- 
quested. 

Attention is first called to the fact that claims 4 and 
5, are not the same in substance since the 4th claim re- 
quires that the line upon the hard rubber surface repre- 
senting sound waves be “an undulatory line of even 
depth”, while claim 5 has no such limitation. 

As to the rejection of claims 3, 4 and 5, it is respect- 
fully submitted that the Examiner is in error when he 
says that Edison’s patent No. 382,419, shows that it is 
old to impress upon the face of a wax phonogram blank 
an undulatory groove of even depth representing sound 
waves. The Examiner should know that Mr. Edison 
never produced a record of sound waves by “an undula- 
tory groove of even depth’, but always by a smooth 
groove of undulatory depth. This is so well known that 
this applicant was granted a patent just for this new 
mode of recording sounds. This is, in fact. the essential 
difference between the gramophone and the phono- 
graph, and it would seem to be late in the day to be 
obliged to argue this point. It may be asked, however, 
how the Examiner succeeded in reading out of the 
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Edison patent an undulatory groove of even depth? 
There is certainly nothing in the specification while 
there is certainly something in the drawing that speaks 
exactly the other way, for each Figure of the drawing 
of the Edison patent shows the record to be of undula- 
tory depth. 


However, the applicant is at a loss to understand what 
all this has to do with claims 3, 4 and 5, or ~-hat the 
new reference cited, the Hackenberg patent No. 
304,640, has to do with applicants claims 3, 4 and 5. 
These claims are for an article of manufacture which 
has certain characteristics and it depends upon these 
characteristics for its novelty and utility, and it must 
depend upon these characteristics for its novelty and 
utility and consequently patentability, since it has been 
decided many many years ago that “the patentability of 
an article of manufacture depends entirely upon the 
merits it possesses when produced; it is wholly inimate- 
rial by what process it is produced’’, see the following 
decisions: Ex-Parte Sellers, 2 O. G., page 246: Draper 
vs. Hudson, 3. O. G., page 354: Eex-Parte Lupton, 5. O. 
G., page 489: IEx-Parte Arnold, 5, O. G., page 553: Reed 
ws. Reed and Folts, 8,0. G., page 193, etc., etc., etc., etc. 
_ Suppose now that every step in the process of mak- 
ing applicant's plates be old, quite old, as old as the hills. 
What has all this to do with the patentability of the 
subject-matter of claims 3. 4 and 5? The question 
which the Examiner should ask is this: Has anybody 
ever attempted to reproduce a sound record upon hard 
rubber, and ii he has attempted it, has he succeeded, 
and the second question which he should ask is this: 
Is the article claimed useful ? 


If these questions must be answered in the affirmative, 
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= 3S then there can be no doubt as to the patentability of 
the thing. 
See ExParte Scriven, 57 O. G., page 1128; 
Prompt action in this case is solicited. 
Respectfully, 
Josepn Lyons 
Attorney for Emile Berliner. 

Washington, D. C. April 9th 1895. 


166 
DEPARTMENT OF THE INTERIOR, 
Unitep States Patent OFFICE, 
§. FP, B 
Washington, D. C. April 13, 1895 
Mailed “ -esmr 
Emile Berliner, Care Joseph Lyons, City. 
Please find below a communication from the Exam- 
iner in charge of your application, for Process for Mak- 
ing Copies for Sound Records, filed March 18, 1893 167 
serial number 466,708 
: Joun S. SEYMouR 
Commissioner of Patents. 


e This application has been carefully considered in con- 
nection with the argument filed April 9, 1895. 

The objection to claims 4 and 5 is withdrawn. 

That the statement that the patent to Edison No. 
382,41g, shows a phonogram blank having an undula- 
tory groove of even depth representing sound waves, 1s 
an erroneous one, is admitted,. It occurred in the last 
office letter because of an inadvertence. 

The differences between the patents to Edison and 
those to Berliner, are well known to the Examiner, and 
it is regretted that applicant should have felt it neces- 
sary to prepare such an elaborate argument at this late 
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day, on a point which is so immaterial to the patent- 
ability of the claims under rejection. 

The Examiner, with the applicant, is also at a loss to 
understand what it has to do with claims 3, 4, and 5 
whether the blank contains an “undulatory groove of 
even depth” or a “smooth groove oi undulatory depth”, 
and therefore claims 3, 4, and 5 must be rejected on the 
patent to Edison, No. 382,419 of May 8, 1888, which 
shows it to be old to qmpress upon the face of a wax 
phonogram blank, grooves representing sound waves, 
taken in connection with the patent to Hackenberg, No. 
304,640 of Sept. 2, 1884, which shows it to be old to 
make an impression of ay design upon a blank of hard 
rubber, the surface of which has previously been ren- 
dered soft and compressible by heat. 

It is therefore held that it is not invention to impress 
upon a blank of hard rubber lines representing the 
record as specified in claim 5, or an “undulatory groove 
of even depth representing sound waves” as specified in 
claims 3 and 4. 

D. G. PurMAN 
iC eae Tst Asst. E’xr. in charg 


IN THE UNITED STATES PATENT OFFICE :— 


Emile Berliner, 

Process for Making Copies of Sound Records. 
Filed March 18, 1893. 

Serial Number 466,708. 


Hon Commissioner of Patents. 


Sir :— 
Request is hereby made for a reconsideration of 
this case, and either immediate allowance of the same 
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or such formal second rejection as will entitle the appli- 
cant to appeal to the Board of Examiners-in-Chief, 
without delay. 
Respectfully, 
JosEpH Lyons, 
Attorney for Eimile Berliner. 
Washington, D. C. May 31st, 1895. 


DEPARTMENT OF THE INTERIOR, 
Unitep States PATENT OFFICE, 


Washington, D. C. June 20, 1895. 
Mailed “ .“ = 
Emile Berliner, care Joseph Lyons, City 
Please find below a communication from the Exam- 
iner in charge of your application, filed March 18, 1893; 
Serial No. 466,708: for Process for Making Copies of 
Sound records. 
Joun S. Seymour 
Cominissioner of Patents. 


Phe claims in this case may be allowed on the filing 
of a supplemental oath setting forth that the invention 
covered in claims 3, 4 and 5 was part of applicant's in- 
vention on the filing of this application. The original 
specification is confined exclusively to the method, 

A drawing should also be filed clearly showing the 
article covered in the last three claims. 

The statement of invention contained in lines 1 to i8 
of page 1 should be made to correspond with the inven- 
tion as defined in the claims. 

J. T. Newron, 
(ie Gi Es PAS e ons 
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177 In THE UNITED STATES PaTENT OFFICE:— 


Emile Berliner, 

Process for Making Copies of Sound Records, 
Filed March 18, 1893. 

Serial Number 466,708. 


Hon. Commissioner of Patents. 


Sir :— 
178 In view of Office letter of June 20th 1895 this case is 
amended as follows 


__Page 1. 1, cancel lines I to 18, inclusive . and substitute 


therefor the following : 


Records and in the Method of Making the same. The 

present invention relates more particularly to the pro- 

» duction of copies or duplicates of the flat sound records 

179 25 made by the Gramophone in the manner set forth in 

Letters Patent granted to me on November 8, 1887, No. 
372,786 and on May 15, 1888, No. 382.790. 


consists; dly, in depositing copper or other metal on 

Praseq the original sountrecord, and thus obtaining a matrix, 
July so/ozsand then impressing this metrix. into | blank sheets of 
impressible material. The product is a a diipteate of ie 
original record. — 


aa claims insert. 77 
In the annexed drawing, forming part of this specifi- 
cation, there is shown in Figure 1, a plan view of a 
p:sound record made in accordance with the present in- 
vention with the lines representing the record greatly 
exaggerated, and 


This invention relates to improvements in Sound 


<The process of ‘producing < copies of the sound records 
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Figure 2 is a perspective view of a small portion of a 181 
sound-record copy on an enlarged scale. 

Referring to the drawings there is shown a disk 1, of 
hard rubber or like material having in its face an undu- 
latory spiral groove 2, of even depth representing sound 
waves. et et = oS Ys. 

Cancel claims 3, 4 and_5 and substitute therefor: 

3. As an article of manufacture, a sheet of hard rub- 
ber having upon its face an undulatory groove of even 
depth representing sound waves, substantially as de- 
scribed. 

4. As an article of manufacture, a sheet of hard rub- 
ber having pressed into its face an undulatory line of 
even depth representing sound waves, substantially as 
described. 

5. A copy of a flat sound record, which consists of a 
disk of hard rubber having impressed upon its face the 
limes caprenentiae the record, substantially as de- 
seribed. 


Se ee 


182 


83 
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The drawing referred to in the above amendment is 
herewith filed. 


Respectfully, 
JoserH Lyons 
Attorney for Emile Berliner. 
Washington, D. C. July ist, 1895. 


District of Columbia, } Re 


City of Washington, tg 


Emile Berliner, whose application ior Letters patent 
for an improvement in Process of Making Copies of 
Sound Records (Seria! Number 466,708—) was fited in 
the United States Patent Office on or about March 18, 
that he verily 


1893, being duly sworn, deposes and says 
believes himself to be the original, and first inventor of 


50 Exhibits. 
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185 the improvement as described and claimed in the fore- a 
going amendment, in addition to that which was em- 
braced in the claims originally made, and that he does 
not know and does not believe that the same was ever 
before known or used prior to his invention thereof, and 


broader than the invention covered by the claims, and 189 
should therefore be restricted. See patent No. 362,419 : 
to Edison of record. 

J. T. Newron 


that the matter sought to be inserted formed a part of Ex 
‘ acs ; : S13 ; :; Dictated by C. C. B 
his original invention at the date of filing said applica- " ae ees 
tion, and was invented by him before he filed the sam 
EmILre BerLiner 
186 Mintapial Sa: 
: Notarial Seal.) i id 
( In tHE Unirep States Pateny OFFicE:— 190 


Sworn to and subscribed before me this first (ist) day 


of July 1895. Emile Berliner, 


Making Copies of Sound Records. 
Filed March 18, 1893. 
Seria! Number 466,708. 


Gro E Terry 
Notary Public D C 
(Notarial Seal.) 


Wee al Ee Hon. Commissioner of patents, 
DEPARTMENT OF THE INTERIOR, = 
187 ; i ss a Sir :— 
IN S EN’ PPICE , 7 : =. “9HY 
Unitep States Patent Orrice, In view of Office letter of July oth. 1895,.this case is. sp 
Washington, D. C. July 9, 1895 amended by cancelling the second paragraph of the. 
Mailed “10, “* amendment to page 1, filed July 1, 1895. Ee ee 


Respectfully, 


ubject: Process for Making : € 
Subje ess s g JoserH Lyons, 


ies of So Yecords ¥ me 2s 
Copies of Sound Records tBaricy dee Eells lessee see 
Filed March 18, 1893 


No. 466.708 


- Emile Berliner. 1 
Care Joseph Lyons, $ 

| Washington, D. C. 
J July 11th 1895. 


Ging 
188 a 
Please find below a communication from the Exam- 
iner in charge of your application, above noted. 
Joun S. SEyMourR 
Commissioner of Patents. 
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The statement of invention contained in the second 
paragraph of the amendment inserted in page 1 is | 
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DEPARTMENT OF THE INTERIOR, 
Unitep States PATENT OFFICE, 
Washington, D. C., July 24, 1895. 
Emite BERLINER 
Care 
Joseph Lyons 


IRs 

Your APPLICATION for a patent for an IM- 
PROVEMENT IN Sound Records and Method ot 
Making the Same filed March 18, 1893, has been exat- 
ined and ALLOWED. 

The final fee. Twenty Dotlars, must be paid, and the 
Letters Patent bear date as of a day not later than 
SIX MONTHS from the time of this present notice of 
allowance. 

If the final fee is not paid within that period the pat 
ent will be withheld, and your only relief will be by a 
renewal of the application, with additional fees, under 
the provisions of Section 4897, Revised Statutes. The 
office aims to deliver patents upon the day of their date, 
and on which their term begins to run; but to do this 
properly applicants will be expected to pay their final 
fees at least TWENTY DAYS prior to the conclusion 
of the six months allowed them by law. The printing, 
photolithographing, and engrossing of the several pat- 


9 


ent parts, preparatory to final signing and sealing, will 
consume the intervening time, and such work will not 
be done until after payment of the necessary fees. 
When you send the final fee you will also send, DIS- 
TINCTLY AND PLAINLY WRITTEN. the name of 
the INVENTOR and TITLE OF INVENTION AS 


“ABOVE GIVEN, DATE OF ALLOWANCE (which 


Exhibits. 5: 


is the date of this circular), DATE OF FILING, and. if 
assigned, the NAMES OF THE ASSIGNEES. 

Ii you desire to have the patent issue to AS- 
SIGNEES., an assignment containing a REQUEST to 
that effect, together with the FEE for recording the 
same, must be filed in this office on or before the date 
of paviment of final fee. 

Additional copies of Specifications and Drawings will 
he charged for at the following rates: Single Copies, 
incertifed, 10 cents each. The money should accom 
pany the order, ; 

Very respectfully, 
Joun S. Seymour 
Comunissioncr of Patents. 


\iter allowance, and prior to payment of the final fee, 
applicants should carefully scrutinize the description to see 
that their statement and language are correct, as mistakes 
not meurred through the fault of the office. and not afford- 
ing legal grounds for reissues, will not be corrected afte: 
the delivery of the letters patent to the patentee or his 


agent, 
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Amount received $ - 


CHIEF CLERK. 
MEMORANDUM 
OF 
Fee Par at Unitep Stares Patent OFFICE. 


(Be careful to give correct Serial No.) 
202. Serial No. 466,708, 18 


Inventor: 
Ikmile Berliner 


Name of invention, as allowed: 
Sound Records and Method of Making the Same. 


Date of payment: 


Oct. 5 95 


203 Fee: 
$20.00 
Date of filing: 
March 18 1893 


Date of circular of allowance: 
July 24 189s. 


The Commissioner of Patents will please apply the 
acompanying fee as indicated above. 
204 JosEpH Lyons 
ltlorney. 
Send patent to 
Box—lIssue Dry. 
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ee \ashington, D. C., Nov. 14, 1895. 


Hon Commissioner of Patents 
City 
Dear Sir: 

In my patent 548,623 for 
Sound records there appears to be 
a niisprint in line 50 
“cast” should read “Coat” 

[ havent a copy of the application 
as filed. but believe you will find 
it as stated above. 

Yours truly 


4 
“3 


RERLINER 


DEPARTMENT OF THE INTERIOR, 


Unitep States Patent OFFICE 


Washington, D. C., November 19, 1895. 


Mr. E. Berliner, 
1410 Penn. Ave. N. W. 
Washington, D. C. 
Sir :— 

Se Referring to your letter of the 14th instant, you are 
informed that if you will return to this office Letters 
Patent No. 548,623 issued to you on the 29th ultimo. for 
an improvement in “Sound Record and Method of Mak- 
ing the same”, a certificate will be attached thereto cor- 
recting the word “cast” line 50, page 1. of the printed 
specification io coat to conform to the record of the 
case, 

By direction of the Commissioner: 
Very respectfully, 
Gro. L. Morton 
Chicf Clerk. 


205 
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208 


56 Exhibits. 
209 Tn reply refer to letter 
No. 131863. Nov. 16—1895. 


The Patent mentioned above is hereby returned to 
the Post-office for attaching the certificate of correc- 
tion 


FE BERLINER 
W. D.C. Nov 20, ‘95 
210 
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(Serial Number, ) (Ex’r’s Book,) 135 213 


17172 
1893. 
Patent No. 548,623 
Emile Berliner 
Of Washington 
County of 
State-ef District of Columbia 


to 
pm 


Invention 
Process for Making Copies of Sound Records— 
Mar 18, 1893. 


a “ 


(Petition 
(Affidavit 
(Specification “ * 3 
( Drawing 
(Model none required 
(Specimen 
( First fee Cash $15. Mar 18 - 93— 
(“> ™ tem. 215 
App. filed complete Mch 18 -93 
Examined July 22 ‘95 J. T. Newton Ex 
Countersigned: J W Babson 
7, 23, 95 For Commissioner. 
Notice of allowance July 24, 1895 
Final fee Cash $20 Oct 5, 1895. 

Cert. . 180 
Patented October 29, 1895. 


Cel wtbta hooarl 
City 


Joseph Lyons 
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217 181. Acoustics. - 3 
Graphophone, ‘Tablets, 
1893. 
CONTENTs : 
APPLICATION. PAPERS, 
1. May 17 ‘93 Rejection. ae 
2. 8 
. 3. June 13 ’93 Rejection b : 
218 4 
5 } 
6. Aug 30 ‘93 ~~ Rejection 
7. 4 
8. April 9 ‘os Rejection. 
9: rg 
ro. April 13 ’95 Rejection. 
T. Jun ue 
12. June 2095 Letter. js - 
219 53 } Bo E 2 
14. July 9 ‘95 Letter. z 
16, 
a 4 @ 
18. 
10. 
20. 
21 
120 22 : 
23. 
TITLE: 
Improvement in Sound Records and Method of Making the 
Same. ‘ 
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HENRY D. PERKY. 


Making Rubber Stereotypes. 


No. 120,096. Patented Oct. 17, 1871. 4 - 
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UNITED STATES 


120,096 


PATENT OFFICE. 


HENRY D. PERKY, OF WASHINGTON, DISTRICT OF COLUMBIA. 


IMPROVEMENT IN MAKING RUBBER STEREOTYPES. 


Specification forming part of Letters Patent No. 120,096, dated October 17, 1271. 


To all whom it may concern: 

Be it known that,l, Henry DD, Perky, of 
the city of Washington, in the county of Wash- 
ington, District of Columbia, have invented a 
certain Improved Method of Producing Flexible 
Forms for Printing, of which the following is a 
specitication: 

My apparatus consists of a press adapted for 
a application to it of dry heat, and construet- 

with an extended bed or table, on which the 
mold may be set to dry. The said mold consists 
of a bed of plaster, contained within an inclos- 
ing-rim or chase of brass; and the matrix may 
be tormed in the face of the said plaster by meus 
of common type. The entive press is construct- 
ed of brass to adapt it for the more free condne- 
tion of heat. 

In the drawing, Figure 1 is a longitudinal see- 
tion of the apparatus. Fig. 2 is a transverse 
section thereof at 2, Fig. 1, having the mold I 
and rubber sheet K in place. Fig. 3 is a per- 
spective view of the mold detached. 

A yepresents the frame; B, the bed; C, the 
platen; D, the screw; and 1, the hand-wheel of 
apress. These parts may be of any common 
form. This press is supported on feet I’, so as 
to adinit beneath the bed a lamp G for the pur- 
pose of heating it. From the bed extends on 
one side a shelf or table, H, on which the mold 
is placed to dry, while the press is being heated. 
I represents the body of the mold, formed of 
plaster of Paris or other suitable material ; and 
J a metallic rim or chase, within which it is con- 


tained. Kis the sheet of rubber composition, 
upon which the impression is taken in relief. 

In applying the apparatus [ form the mold 
with plaster in the way that stereotype-moles 
are made, The mold thus producedis placed on 
the table Ito dry, the platen Cis screwed down 
in contact with the bed B, and the lamp G@ placed 
bencath im order to heat the press. This being 
accomplished, a piece of the necessary size cut 
from the sheet of soft videanized-rubber compo- 
sition is laid wpon the face of the mold, and the 
latter placed within the press, a piece of paper 
being placed over the rubber sheet. The platen 
D is now serewed down, forcing the rubber into 
all the cavities of the inatrix, so as to produce a 
sharp and accurate impression in relief. Atter 
remaining thus within the heated press for a 
limited period, say ten minutes, the rubber type 
or stamp will be completely and permanently 
formed, and may after cooling be taken out of 
the mold and applied to the face of a block or 
stock of suitable form for use. 

The entire press and the table H and chase J 
are constructed of brass to adapt them to take 
the heat more readily and uniformly. 

1 claim as my invention— 

The process herein described for producing 
flexible printing-forms from vulcanized rubber 
composition by the combined agency of pressure 
and dry heat, applied as above set forth. 

Witnesses: HENRY D. PERKY. 

OCTAVIUS KNIGHT, 


Wo. H,. Brureron, Jr. ~ (164) 


G. K. COOKE. 


Making Rubber Stereotypes. 
No. 138,006. Patented April 22, 1873. 


Frey f. 


— 
= 
os 

2 
——_ 

a 
== 
= 

—— 

a 

© 


X 


oevvininvinninn 


Tavern tar, 


NWUlreP' SSCS: ; 
CLOG: AM ie 


GEORGE K. COOKE, OF NEW YORK, N. ¥. 


IMPROVEMENT IN MAKING RUBBER STEREOTYPES, 


Specification forming part of Letters Patent No. 138,006, dated April 22, 18273: application filed 
September 2, 1872. 


To all whom it may concern: 

Be it known that I, GrorGE K. Cooks, of 
New York, in the county of New York and 
in the State of New York, have invented cer- 
tain new and useful Improvements in Making 
Rubber Stereotypes; and do hereby declare 
that the following is a full, clear, and exact 
description thereof, reference being had to the 


accompanying drawing making part of this | 


specification, in which— 

Figure 1 is a central longitudinal section of 
my apparatus. Fig. 2 is a cross-section of the 
same on line w # of Fig. 1, having the mold 
and rubber sheet in position; and Fig. 3 is a 
perspective view of the mold detached, 
ri) Letters of like name and kind refer to like 

parts in each figure. 

My invention is an improved method of pro- 
ducing flexible forms for printing, by means of 
the press hereinafter described, adapted for 
the application to it of dry heat, substantially 
as specified. 

In the annexed drawing, A represents the 
bed, the same being extended longitudinally 
for the purpose of forming a table or shelf, 
A’, on which the form or mold is placed to 
dry after the impression is made, and while 
the press is being heated, Said bed is provid- 
ed with four legs, a, as shown in the drawing, 
so as to permit of a lamp, I, being placed un- 
der it for the purpose of heating the press. 
B is the frame, having a spherical enlarge- 
ment, b, in the center, through which is a ver- 
tical opening provided with a screw-thread, 
through which passes the screw ©, to the top 
of which is attached a hand lever or wheel, 
D, the lower end of said screw being pivoted 
to the platen. F represents the mold, formed 
of plaster of Paris, or other suitable plastic 
material; and G, a metal rim or chase within 
which said mold is confined. JL is the sheet 
of rubber upon which the impression is to be 
taken, in relief, 


My apparatus is now complete, the opera- 
tion of which is as follows: J first form the 
mold of plaster, and take the impression in 
the way the stereotype-molds are usually 
made, after which it is placed on the table A‘ 
to dry. The platen E is now screwed down 
until it rests on the bed A, under which is 
placed the lamp J for the purpose of beating 
the press, after accomplishing which a piece 
of suitable size is cut from a sheet of soft vul- 
eanized rubber, which is laid upon the face of 
the mold, and the latter placed under the 
platen, between which and the rubber is in- 
serted a piece of paper. The platen EF is now 
screwed down, forcing the rubber into all the 
cavities of the matrix, producing a sharp and 
aceurate impression in relief. After remain- 
ing within the heated press a suitable time, 
say, ten minutes, the rubber type or form will 
be perfectly and permanently formed, and 
may, after cooling, be removed from the mold 
and attached to a block of wood, of any suit: 
able form, ready for use. 

The entire press and the chase G are con- 
structed preferably of brass, to enable them 
to be heated more readily and uniformly. 

Having thus fully set forth the nature and 
merits of my invention, what I claim as new 
is— 

The process, hereinbefore described, for pro- 
ducing flexible printing-forms from vulcanized- 
rubber composition by the combined agency 
of dry heat and pressure, applied substantial: 
ly as specified. 

In testimony that I claim the foregoing I 
have hereunto set my band this 31st day of 


August, 1872, 
GEORGE K, COOKE, 
Witnesses: 


Joun R. Youna, 
Typo, F. BROWN, 


T A. EDISON. 
Phonograph or Speaking Machine. 


No. 200,521. Patented Feb. 19, 1878. 
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UNITED STATES 


PATENT OFFICE. 


THOMAS A. EDISON, OF MENLO PARK, NEW JERSEY. 


IMPROVEMENT IN PHONOGRAPH OR SPEAKING MACHINES. 


Specification furming part of Letters Patent No. 200,524, dated February 19, 1878; applicatibn filed 
December 24, 1877, 


To all whom it may concern: 

Be it known that I, Thomas A. Epison,aot 
Menle Park, in the county of Middlesex and 
State of New Jersey, have invented an Im- 
provement in Phonograph or Speaking Ma- 
shines, of which the following is a specifica- 
tion: 

The object of this invention is to record in 
permanent characters the human voice and 
other sounds, from which characters such 
sounds inay be reproduced and rendered audi- 
ble again ata future time. 

' Vhe invention cousists in arrunging 2 vlate, 
diaphragm, or other flexible body capable of 

zing vibrated .by the human voiee or other 
sounds, in conjunction with a material capable 
of registering the movements of soch vibrat- 
ing body by embossing or indenting or alter- 
ing such material, inssacha manner that such 
register-marks will be sufficient to cause a sec- 
ond vibrating plate or body to beset ie motion 
-by them, and thus reproduce the mcecions of 
the first vibrating body. 


The invention further consists in the various | 


combinations of mechanisiw to cas:y out my 
invention. 

Ihave discovered, after a long series of ex- 
periments, that 2 diaphragm or other body 
capable of being set iu motion by the human 
Voice does not give, except in rare instances, 
superimposed vibrations, as has heretofore been 
supposed, ut that each vibration is separate 
and distinct, and therefore it becomes possible 
to record and reproduce the sounds of the hu- 
man voice, 

In the drawings, Figure 1 is a vertical sec- 
tion, illustrating my invention, and Fig. 2 is 
a plan of the same. 

A is a cylinder having a helical indenting- 
gi oove cut from end to end—say, ten grooves 
te the inch. Upon this is placed the material 
to be indented, preferably metallic foil. This 
drum or cylinder is secured to a shaft, X, hav- 
ing at one end a thread cut with ‘ten threads 
to the inch, the bearing Palso having a thread 
cut in it. 

L is a tube, provided with a longitudinal 
slot, and it is rotated by tne clock-work at M, 
or other source of power. 

The shaft X passes into the tabe L, and it 
is rotated by a pin, 2, secured to the shaft, 
and passing through ths slot on the tabe L, 


the object of the long slot being to allow the 
shaft X to pass endwise through the center or 
support P by the actiou of the screw on X. 
At the same time that the cylinder is rotated 
it passes toward the support O. 

B isthe speaking-tube or mouth-piece, which 
may be of any desired character, so long as 
proper stots or holes are provided to re-enforce 
the hissing consonants. Devices to effect this 
object are shown in my application, No. 143, 
filed August 28, 1877. Hence they are not 
shown or surther described herein. 

Upon the end of the tube or mouth-piece is 
a diaphragm, having an indenting: point of 
hard material secured to its center, and se ar- 
ranged in relation to the eylinder A that the 
paint will be exactly opposite the groove in 
the cylinder at auy position the cylinder may 
occupy in its forward rotary movement. 

The speaking-tube is arranged upon a stand- 
ard, which, in practice, I proyide with devices 
for causing the tube to approach and recede 
from the cylinder. 

The operation of recording is as follows: 
The cylinder is, by the action of the screw in 
X, placed adjacent to the pillar P, which 
brings the indentiog-point of thediaphragm G 
opposite the first groove on the cylinder, ever 
which is placed a sheet of thick metallic foil, 
paper, or other yielding material. The tube 
Bis then adjusted toward the cylinder until 
the indenting-point touches the material and 
indentsitslightly. Theclock-work is then set 
running, and words spoken in the tube B will 
cause the diaphragm to take up every vibra- 
tion, and these movements will be recorded 
with surprising accuracy by indentations in 
the foji. 

After the foil on the cylinder has received 
the required indentations, or passed to its 
fall limit toward‘O, it is made to return to P 
by proper means, and the indented material is 
brought to a position for reproducing and ren- 
dering audible the sounds that had been made 
by the person speaking into the tube B. 

C is a tube similar to B, except that the dia 
pkragm is somewhat-lighter and more sensi- 
tive, although this is not actnally necessary. 
In frout of this ype le, Sar is a iy spring, 
D, having a small pointshorter and fiver than 
the inudenting-poiat on the diaphragm of B 
This spring and point are 80 ar.anged as to fall 
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exactly into the path of all the indentations, 
This spring is connected tothe diaphragm F 
of C by a thread or other substance capable 
of conveying the movements of D. Now, 
when the cylinder is allowed to rotate, the 

spriog D is aet in motian by each indentation 

corresponding to its depth and length. ‘This 

motion is conveyed to the diaphragm either 

by vibrations throngb a thread or directly by 

connecting the spring to the diaphragm F, 

aug these motions being due to the indenta- 

tions, which are an exact-record of every move- 

ment of.the first diaphragm, the voice of the 

speaker is reproduced exactly and clearly, and. 

with sufficient volume to be heard at some dis- 

tance. : : 

The indented material may be detached from 
the machine and preserved for any length of 
time, and by replacing the foil in a proper 
manner the original speaker’ voice can be re- 
produced, and the same may be repeated fre- 
quently, as the foil is not changed in shape if 
the apparatus is properly adjusted. 

The record, if it be upon tin-foil, may be 
stereotyped by means of the plaster-of-paris 
process, aud from the stereotype multiple 
copies may be made expeditiously and cheaply 
by casting or by pressing tin-foil or other ma- 
terial npon it. This is valuable when musical 
compositions are required for numerous ma- 
chines. 

It is obvious that many forms of mechanism | 
may be used to give motion to the material to 
be indented. For instance, a revolving plate 
oe | have avolute spiral cut both on its upper 
and lower surfaces, on the top of which the 
foil or imdenting material is laid and secured 
in @ proper manner. 
with this disk, the portion beneath the disk 
having a point in the lower groove, and the 
portion above the disk carrying the speaking 
and receiving diaphragmic devices, which arm 
is caused, by the voluto spiral groove upon 
the lower surface, (o swing gradually from 


milting or recording device may be in a sinu. 
ous form, resulting from the use of a thread 


‘passing with paper beneath the pressure-roll- 


ers t, (see Fig. 3,) such thread being moved 
laterally at a fork or eye adjaccnt to the 
roller t,and receiving its motion from the dia- 
phragm G, with which such fork or eye is con- 
nected, and thus record the movenent of the 
diaphragm by the impression of the thread in 
the paper to the right and left of a straight 


dine, from which indentation the receiving- 
-diaphragm-may receive ils motion and the 


sound be reproduced, substantially in the man- 
ner I have already shown; or the diaphragm 
may, by its motion, give more or less pressure 
to an inking-pen, u, Fig. 4, the point of whieL 
rests upon paper or other material nmioved 
along regularly beneath the poiut of the pen, 
thus causing more or less ink to be deposited 
upon tue material, according to the greater or 
lesser movement of the diaphragm. These 
ink-marks serye to give motion to a second 
diaphragm when the paper containing such 
marks is drawn along bencath the end ofalever 
resting upon them and connected to such dia- 
phragw); the leverand diaphragm being moved 
by the friction between the point being great- 
est, or the thickness of the ink being greater 
where there is a large quantity of ink than 
where there is a small quantity. Thus the 
original sound-vibrationsare reproduced upon 
thesecond diapbragu. 

I claim as my invention— 

1. The method herein specified of reprodde- 
ing the human voice or other sounds by caus- 
ing the sound-vibrations to be recorded, sub- 
stantially as specified, aud obtaining motion 


A two-part arm is used | from that record, substantially as set forth, for 


the reproduction of: the sourd-vibrations. 

2. The combiraiion, with a diaphragm ex- 
posed .to sound-vibrations, of a moving surface 
of etre | materisI—such as metallic foil— 
npon which marks are fhade corresponding to 
the sound - vibrations, and of a character 


near the center to the outer circumference of | adapted to use in the reproduction of thesound, 


ihe plate as it is revolved, or vice versa. 

An apparatas of this general character 
adapted to a magnet that indents the paper 
is shown iv my application for a patent, No. 
128, filed March 26, 1877; henee no claim is 
made herein to such apparatus, and further 
description of the sume is unnecessary. 

A wide continuous roll of material may be 
used, the diaphragmie devices being recipro- 
cated by proper mechanical devices backward 
and forward over te roll as it passes forward; 
or 4 narrow strip like that in a Morse register 
may be moved in contact with the indenting- 
point, and from this the sounds may be repro- 
duced. The’ material employed for this pur- 
pose may be soft paper saturated or coated 
with parafine or similar material, with a sheet 
of metal foil on the surfiee thereof ta receive 
the impression from the iudenting-point. 

I do not wish to coutline myself to reprodue- 
ing sound by indeutations only, as the trans: | 


substantially as set forth.. 

3. The combination, with a surface having 
marks thereon corresponding to sound-vibia- 
tions, of a point receiving motion from sneb 
marks, and a diaphragm conneeied to said 
point, and responding to the motion of the 
point, substantially as set forth. 

4. In an instrament for making « record of 
sound-vibrations, the combination, with the 
diaphragm and point, of a cylinder haying a 
helieal groove and means for revolving the 
eylinderand communicating anend movement 
corresponding to the inclination of the helical 
groove, substantially as set forth. 

Signed by me this 15th day of December, 
A. D. 1877. 


THOS. A. EDISON, 
Witnesses: 


Geo. T, PINCKNEY, 
Cuas. H. SMITH. 
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SPECIFICATION forming part of Letters Patent No. 304,640, datca September 2, 1884. 


Application filed June 17, 1884. (Specimens.) 


To al whone tt may eonecern: 

Be it known that 1, JULIUS HACKENBERG, 

of Hoboken, New Jersey, have invented a 

process of producing designs in relief upon 
5 the surface of objects made of vulcanized 

hard-rubberstock, celluloid, lignoid, xylouite, 
horn, tortoise-shell, or other similar materials, 
of which the following is a specification. 
Tt isthe object of my invention to produce 
1o ornamental designs upon the surface of an ob- 
jeet made of vulcanized hard-rubber stock or 
of celluloid, lignoid, xylonite, horn, tortoise- 
shell, or other similar materials, in such a 
way that the subsequent heating of such ob- 
15 ject will not obliterate the design by causing 
the surface which has been operated upon to 
resume its original shape. My invention, 
herefore, is peculiarly applicable to the man- 
ufacture of bracelets, combs, and other curved 
20 objeets, which, after being operated upon for 
the production of the ornamentation, require 
to be heated in order that they may be bent 
to the desired shape. 

My process may be employed upon any ma- 
terial which is rendered soft and compressible 
by heat, and which, after being compressed and 
cooled, will for a greater or less time retain 
its compressed form, and which, upon being 
reheated, willresume its original form, ‘These 
characteristics are common to vuleanized hard- 
rubber stock, celluloid, lignoid, xylonite, horn, 
tortoise-shell, and avariety of other materials, 
in dealing with either of which the various 
steps of my process are substantially the same, 
For example, in manulacturing objects from 
vulcanized hard-rubber stock, 1 first form my 
stock into blanks of the required dimensions. 
Thus, in making a bracelet, iny blank may be 
a flat strip of suitable width and length, or it 
may be around bar oratube of yuleanized hard 
rubber. I proceed by heating the blank sut- 
ficiently to niake it slightly soft, so that it will 
he readily compressible, and then indent its 
. Surface according to any preseribed design. 
45 The blank may be heated upon a steam-table 

or in hot water; or in any other couvenient 
“* way. The indentations in the surface which 


isto be ornamented may be conveniently made. 


by a die upon the face of which there is formed 
an ornamental design in relief. If the blank 
is around bar ora tube, the die may be im- 
pressed upon it with sufficient force to flatten 
it, and thus indent so mueh of its surface as it 
is desired shall receive ornamentation, or the 
Dlank may be rolled over the face of the die if 
its entire surface is to be ornamented. The 
blank, haying heen subjected to the action of 
the die, isaliowed to cool. The auction of the 
die produces upon the surface of the blank a 
series of indentations, exhibiting in reverse the 
design formed in relief upon the face of the 
die. Inextgrind, scrape, or shive the surface 
of the blank upon which the design has been 


‘indented, and thus remove portions of the 


material from the projecting parts between the 
indentations in thesaid surface. Tthen reheat 
the blank in any convenient way—as, for ex- 
ample, by placing it upona steam-table—until 
it has beeome sufticiently soft to enable it to 
be bent, if bending is required to give its fin- 
ishedshape. The effect of reheating the blank 
is to cause the indented or compressed parts 
of the blank to expand, and as nearly as possi- 
ble to resume their original shape. In so ex- 
panding they rise above those parts of the sur- 
tace ot the blank from whieh the material has 
been ground or shaved off, and there is then 
presented upon the surface of the blank a per- 
manent embossed design or configuration in 
relief, which is substantially the same as the 
design existing in relief upon the face of the 
die by which the indentations were made. 
When it is desired to produce figures which 
arecuryed in their cross-section, the grinding, 
scraping, or shaving operation, after the in- 
dentation of the blank, is continued until the 
surface of the blank is rendered smooth, or 
nearlyso. This removes portions of the com- 
pressed material, the quantity removed being 
inversely proportional to the extent of the 
compression. Thus, for example, if a plano- 
coneaye groove has been impressed inthe snr- > 
face of the blank, and the snrface then gpodnd H 
down to a plane even with the deepest part of 


the groove, the result of the expansion of the .95, 


juaterial when reheated will be the formation —— 
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of a projecting vib, the surface of which will 
be plano-convex. 

Telaim as my invention— 

The herein-described process of producing 
a permanent embossed design upon the surface 
of an object made of vuleanized hard-rubber 
stock or of celluloid, lignoid, xylonite, horn, 
tortoise-shell, or other similar material, which 
consists, first, in heating a blank of the desired 
dimensions until the material of which the 
blank is composed has become sufficiently soft 
to be readily compressible; secondly, in in- 
denting the surface to be ornamented. accord- 
ing to any prescribed design; thirdly, after 
the indented blank has become sufticiently 


cool, in grinding, seraping, or shaving off por- 
tions of the material from the indented surface 
of the blank; and, finally, in reheating the 
blank, and thus eausing the indented it 
of the blank to expand, whereby the surfaceUf 20 
the blank is made to present a design the con- 
figuration of which, in relief, is substantially 
the same as that of the design existing in re- 
lief upon the face of the die or other instru- 
mentality by which the indentations were 25 
made, 
JULIUS WACKENBERG, 
Witnesses: 
J. B. NONES, 
J. STEINBEINER, 


(No Model.) 


G. J. B. RODWELL. 
VULCANIZED RUBBER DIE OR STAMP. 


No. 349,664. Patented Sept. 21, 1886. 
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VULCANIZED RUBBER DIE OR STAMP. 


SFRCIFICATION forming part of Letters Patent No. 349,664, dated September 21, 1886, 


Application filed February 6, 1886, Serial No, 191,983. (No model.) 


To all whom it may eoncern: 

Beit known that I, Grorarn JAMES Ber- 
LAMY Ropwerr, of the city of Toronto, in 
the county of York, in the Province of On- 
tario, Canada, manufacturer of rubber stamps, 
have invented an Improved Machine for the 
Manuiicture of Vileanized Rubber Dies or 
Stumps. of which the following is a specitica- 
tion. 

The object of the invention is to produce a 
machine by which, comparatively speaking, 
tuskilled parties cau niake, with rapidity and 
ease, vulcanized rubber dies or stamps; and 
it consists. essentially, in pivoting the fhisk 
Which contains the impression material be- 
tween a casein which the type to be copied is 
set, and a press for compressing a piece of 
rubber onto the mold for receiving the im- 
pression therefrom, substantially as hereinafter 


20, more particularly explained. 
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Figure 1 is a perspective view of my im- 
proved machine, showing the flask resting on 
top of the case, Fig. 2 is a perspective view 
of the machine, showing the ease in the press, 
Fig. 3 is a detail of the flask containing the 
impression material, Vig. 4 is a detail of the 
piece of rubber to be formed into a die or 
stump. 

A represents a flask, made any suitable size. 
This flask is pivoted at a, which pivot is at 
such a point that the dlask A] may be thrown 
either onto the bed-plate Bor the case C. 

D is a follower pivoted on one of the stand- 
ards 1, and operated by a serew, F, whieh 
passes through a nut in the top plate, G, also 
pivoted on the same standard as the follower 
1), so that the follower and serew may be 
swang clear of the bed-plate B, as indieated in 
Fig. 1. 

NMaving filled the flask A with suitable im- 
pression material—for instance, dental plaster, 
or any other plastic material which will re- 
ceive an impression from the type—L swing 
the flask off the bed-plate B onto the case CG, 
as indicated in Vig. 1,in which ease the type 
has already been set. After compressing the 
flask with safticient foree to obtain the im- 
pression from the type on the material in the 
flask, the said flask is swung back onto the 
Ded-plate A. With the view of insuring «an 


even impression, T pivot the case © in boxes 
H, whieh are carried between the jaws 1, lo 
vated at either end of the case CG. Phe said 
boxes are supported ousprings J.so that when 
ho pressure is upon the case the said ease will « 
swing freely on its pivot; but when it becomes 
necessary to force the flask down upon the 
case the springs J yield) sutfieiently to allow 
the case to rest on the bed-plate, so that the 
necessary pressure to secure the impression is 
possible. Tn small machines the handle Is, 
attached to the flask A, will be found sufit 
cient to insure the necessary pressure; but in 
larger machines Jo provide a lever, DT, pre 
vided with a pivoted plate, M, which may be 
brought down upon ie top of (he flask A.and 
the necessary pressure scoured by the lever L. 
Having obtained the impression from the ty pe 
in the vase GC, I, as betore stated, swing the 
flask back outo the bed- plate B, and after 
placing the piece of rubber N on top of the 
mold, [swing the follower D over inte the po- 
sition in whieh it is shown in Fie. 1, and 
screw down the follower with sutiieient press- 
ure to secure the impression from the mold, 
T should have mentioned that the piece of rub 
her N is prepared for vuleanizing, and it is 
vulcanized when under pressive in the press 
by means of the lamp O, which is placed be- 
low the bed-plate B, and when lighted heats 
the said bed-plate and contents of the flask H 
to the required heat to vuleanize the rubber, 
as stated. 

Those familiar with the art of manutacturing 
robber dies or stamps will uiderstand that the 
chief advantage of my device consisis in the 
rapidity with whieh the impression is taken 
after the material has been placed within the 
flask, as it is accomplished before the material 
has had time toharden. Tt will. moreover, be 
seen that the mold may be handled with great 
nicety and the pressure regulated, so that the 
material need not be broken while being manip- 
ulated against the type. 

What I elaim as my invention is— 

1. The pivoted flask A, iu combination with 
a press and type-ease, arranged substantially 
asand for the purpose specified. 

2. A flask, A, pivoted at «, and arranged to 
rest upon a bed-plate, B, in combination with 
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® 
the pivoted ease O, arranged substantially as | the bed-plate B, in combination with the fol- 
and for the purpose specified. lower D, pivoted on one of the standards BE, 15 
3. Thepivoted flask A, arranged to rest upon | and operated by the screw TP, substantially as 
the pivoted case C, in combination with the ; and for the purpose specified, 
§ springs J, arranged tosupport the pivot-points | 6. The pivoted flask aA, resting upon the 
of the case C, substantially as and for the pur- | bed-plate B, in combination with the lamp OM 
pose specified. arranged substantially as and for the purpose 20 
4, A pivoted flask, A, arranged to rest upon | specified. 
the pivoted case C, supported by the springs Toronto, February 1, 1886. 
to «J, in combination with the lever L, provided WWORGH J. Bo. RODWELE. 
with a pivoted plate, M, substantially as and Th presence of— 
forthe purpose specified. —. CITARLES C. BALDWIN, 
5. Thepivoted thisk A, arranged to rest upou J. M. JACKSON. 


UNITED STATES 


PATENT OFFICE. 


THOMAS A. EDISON, OF LLEWELLYN PARK, NEW JERSEY. 


PROCESS OF DUPLICATING PHONOGRAMS. 


SPECIFICATION forming part of Letters Patent No. 382,419, dated May 8, 1888, 


Application filed March & 1888, 


To ali whores 7i may concern: 

Be it known that 1, Tacomas A, Epson, a 
citizen of the United States, residing at Llewel- 
lyn Park, in the county of Essex and State 
of New Jersey, ave invented a certain new 
and useful luprovement in Processes for Du- 
plicating Phonograms, (Case No. 765,) of which 
the following is a specification. 

The object of my invention is to produce a 


ao simple and efficient process for duplicating 


phonographicrecords, Inapplicationsalveady 
filed by me I deseribe a process for duplicat- 
ing phonograms, wherein a metallie matrix is 
formed by depositing metals over the surface 
of cylindrical wax phonograms and then Gis- 
solving out the wax, ieaving a hollow matrix 
or mold with the record in relief upon its in- 
ner surface. By my present invention 1 pre 
pose to apply the process of knurling to the 
duplication of phonograms as distinguished 
from molding. In my English Patent No. 
1,644 of 1878 I proposed to construct a knurl 
by depositing nietal over the record; but it is 
obvious that if this deposit were made of any 


ag thickuess at all the record would be largely 


obliterated. 

By iny present invention I deposit metals 
aver the record of the recording-surface of a 
eylindrical wax phonogram, and alter melting | 

» out the oviginal wax f divide the remaining 
eylinder by splitting it longitudinally with a 
thin saw on one side. I then open the eylin- 
der out flat or further bend it into the ferm of 
a cylinder, with (he record upon ils exterior, 
To give the necessary strengih I provide a 
suitable backing. ‘The result is a flat or eylin- 
divical knurling surface having the record in 
relief, so that by rolling a wax phonogram- 
blank upon it the original record will be re- 
produced. 

For making the first deposit upon the ovigi- 
nal wax phonogram I prefer to employ silver, 
which is deposited upon the way phonogram 
by the vacuum process or by electroplating. 
A thin coatiog is produced in this way, which 
is backed up by a coating of lead or tin, which 
is also quite thin. For example, it may be 
one-sixtesnth of au inch in thfckness. The 
Silver gives au inoxidizable surface, which is 
cheaper than gold or platinum. Afterthe wax 
is dissolved ont and this cylinder split ov one 
side it will be found to bave sufficient flesi- 


Serial No, 2€6,59%6. (No model.) 


bility by reason of the materials employed and 
the thinness of the cylinder to permit of its 
being bent without injury to the record into 


the form of a flat sheet or a reversed cylinder. _— 


If bent around a cylinder it will be secured to 
the same by cement, and if bent into a flat 
sheet it will likewise be secured to a suitable 
bed-plate, the cylinder or bed-piate gis ing the 
necessary strength to the record. he dupli- 
cate phonogram-blanks upon which [impress 
the original record by means of the kniuyl are 
preferably of a wax compesition, which is too 
hard to be practically indented directly in the 
phonograph, although softer compositions may 
be employed, or niaterials other than way. 

In the accompanying drawings, forming a 
part hereof, Figure | isaseec.ional view show- 
ing the original phonogram: with the deposit 
thereon; Fig. 2, a similar view with the origi- 
nal phenogram melted out or removed from 
the eneireling metal deposit. Fig. 3 is a sec- 
tional view illustrating the flat knurling-sur- 
face, and Fig. 4 a similar view illustrating the 
eylindrical Enurling-surinee, 

A is the original wax phonogram, upon the 
surface of which is the phonographie record, 
upon which is formed 2 thia deposit of silver, 
a, and over this a thicker deposit of lead or 
tin, b, the entire metallic deposit being, for 
iNustration, one-sixteenth of an inch thiek. 
After this deposit is made the wax cylinder A 
is melted out of the metal coating, leaving the 
metallic cylinder 1 (shown in fig. 2) with the 
record in relief upon its inver surface. This 
eylinder Bis split longitudinaily on one side 
at the point c, and it is then bent out flat and 
mounted nponasuitable base plate, C, to which 
it is secured by cement, forming a flat knurl- 
ing-surface, D; or the cylinder 1%} may be bent 
reversely overa solid cylinder, f,and secured 
thereto by cement, forming acylindrical knur], 
F. (Shown in Fig. 4.) ‘The wax duplicate 
phonogram- blank G is impressed with the 
oviginal record by rolling it against the flat 
or the cylindrica) kuuiling surface, ag will be 
readily understood. 

I do not claim herein the method of dupli- 
eating phonograms by depositing metals upon 
a cylindrical wax phonogram aud then iwelt- 
ing or dissolving out the original wax phono- 
yrain, leaving a matrix with the record in re- 
Het upon its inner surface; neither do J claim 


382,419 


herein the use of a vacuum deposit for pyro- 
ducing a coating upon the wax phonogram; 
neither do I claim herein a duplicate phono- 
ram constructed of a hard material not ca- 
5 pable of beiug satisfactorily indented by a 
phonograph, since these features are covered 
in my applications Nos. 743, 744, and 761, al- 
ready filed by me. Such applications have 
respectively the Serial Nos. 259,895, 259,896, 
19 apt ‘62,428. ‘ 

What I claim as my invenation is— 

1. The process of duplicating phonograms, 
consisting in forming a knurl having the origi- 
nal record in relief by depositing metal upon 

t5 the original record, removing the original 
phonogram and opening the metallic coating, 
and then impressing duplicate phonogram- 
blanks with the original record by means of 
such knurl, substantially as set forth. 


2. The process of duplicating phonograms, 
consisting in depositing a flexible metallic 
coating upon an original cylindrical phono- 
gram, removing the original phonograin from 
the inclosing-coating, splitting the inclosing- 
coating longitudinally, bending the same to 
form a knurl, and then impressing the dupli- 
cate phonogram-blanks with the original ree- 
ord by means of this knurl, substantially as 
set forth. 

This specification signed and witnessed this 
3d day of Marcli, 1888. 

THOS A, EDISON, 
Witnesses: 
Ws. PELZpER, 
E. C. ROWLAND. 
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METHOD OF RECORDING SPEECH. 
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UNITED STATES PATENT OFFICE. 


GEORGE UL HERRINGTON, OF WICHITA, KANSAS, ASSTGN ‘ON . HIMSELF, AND 


EDWARD HW. JOINSON, 


OF NEW YORK, N 


METHOD OF RECORDING SPEECH. 


SPECIFICATION forming part of Letters Patent No. 307,856, dated Fobruary 12, 1889. 
Application filed June 18, 1887. uit No. 241,795. (No model.) 


To all whom it may concern: 

Be itknown that I, GeorGE H. HERRINGTON, 
of Wichita, in the county of Sedgwick and 
State of Kansas, have invented a certain new 
and useful Improvement in Phonographs, of 
which the following is a specification. 

In my application filed September 11, 1886, 
is set forth a process of recording sound-vibra- 
tions by softening a material, passing it un- 
der the needle of a phonograph, and then al- 
lowingittocool. In the application referred 
tol described tlie use as the recording medium 
of a material capable of being softened by 
heat and hardening when cooled. 

My present invention relates to another 
specific process to the same end, one of whose 
advantages is that the appliances required 
for heating and cooling the material are dis- 
pensed with. 

My improvement consists, mainly, in the 
employment as a recording medium of a ma- 
terial which is softened by a chemical solvent. 
before passing under the vibrating needle, 
and afterward hardens as it dries, 

I prefer to place the material u pon the sw) 
face of « thin flexible strip, which is fed by 
suitable mechanism from a drum on one side 
of the apparatus to one on the other side, pass- 
ing under the vibrating needle, and before 
reaching such needle coming in contact-with 
the solvent. Suitable materials for the pur- 
pose are celluloid, glue, wax, molasses, pitch, 
asphalt, or varions glutinous or resinous sub- 
stances, or {wo or more of sneh substances in 
combination. A compound which I have 
found especially advantageous is one of cellu- 
loid mixed with a smaller quantity of mqlasses 
and beeswax, the celluloid and beeswax being 
dissolved with ether or other suitable solvents 
before mixing. This mixture T then spread 
evenly ona strip of paper or other suitablesur- 
face and allow it to drv hard, and then finish 
it with as Smooth a surface as possible. An- 
other conibination which I have used to 
great advantage is one of glue, molasses, and 
wax, applied in a similar manner to that just 
degeribed. This forms a particularly smooth 
and gloss) surfaee, and prevents largely the 
harsh grating sound, whieh is an objection 


go when tin-foll is sed. 


Penplos solvents suitable fer the particu- 


the material used. For instance, with eelluoia 
I may use ether, with glue, and water, which 
may be heated, or with other materials alcohol, 
ammonia, or acetic acid, the proper solvent 
being employed for the material used,as will 
be readily understood. 

Convenient apparatus for carrying my in- 
vention into effect is illustrated in the wecou- 
panying drawings. 

Figure 1 illustrates a form of apparatus in 
which the strip is passed through a bath of 
the solvent, Fig. 2 illustrates a fori in which 
the solvent is applied by means of a brush, 
and Fig. 3 is a view of a portion of the strip. 

In Fig. 1, A represents 9 suitable iuclosing 
Box or cpse. DL isa vessel containing thesoly- 

mnt. C is the mouth-piece or ear-piece, a the 
diaphragm, wnd 6 the vibrating point or nee- 
die. TD) is a spool or drum earrying the strip ; 
¢, Gn which the sound-vibrations are to be re- 
corded. This is a strip of paper or other 
ra flexible material of sufficient strength 

for the purpose, ard is covered with the sol- 
uble substance d,-Fig. 3, such as above de- 
scribed. This strip passes over a roller, e, and 
then over the two rollers f fin the vessel B, 
under the surface of the liquid, then over the 
roller g, which brings it directly under the nee- 
die, and, finally, to the receiving drum or 
spool E, on which it is wound, this drum be- 
ing revolved bya spring or any suitable motor, 
as indicated, so as to move the strip when in 
operation contin vously along underthe needle, 
As the strip passes through the solvent its 
surface is softened by the “action thereof, so 
that it readily receives the impressions of the 
needje as it vibrates in accordance with 
sound-vibrations projected against the dia- 
phragin. The drum E is placed ata sufficient 
distance, so that the su rface dries before the 
strip is wound thereon. The surface of course 
hardens as it dries, so that the impressions 
remain permanently thereon. 

Thedrums are preferably removable, so that 
the drum, with the record upon it, may be re- 
moved, and such record may be "reproduced 
by placing the drum in a similar machine, of 
cowse With the solveut omitted, and passing 
it under the needle. 

In the form shown in Fig, 2 the atrip e¢ 
passes from the apool 1) to the spool E vader 
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the noodle, as before. The vessel and the 
_ pollers therein are omitted, and the strip passes 
directly from a roller, 2, supported on the side 
of the ease to the roller y under the diaphragm. 
Betwoan the rollers i and y a brush, 7, resis 
lightly on the top of the strip. In this case 
this brush takes the plaee of the vessel of 
Fig. 1 as the reeeplacle for the solvent. A 
vessel, hk, ig supported by the top of the box, 
which vessel contains the solvent. Irom an 
aperture in the bottom of the vessel a porous 
body, |, which is preferably a mass of fibrous 
or spongy material—as wicking or sponge— 
hangs down and rests on the brush /, whereb 
the brush is kept constantly provided wit 
the solvent. he traveling strip is therefore 
continually moistened with the liquid as it 
moves end reaches the needle, with its surface 
in the desired soft and impressible condition. 
I prefer to provide the brush with a handle, 
m, pivoted at 2 and passing through a slot in 
\he side of the case, whereby when the ma- 
chine is not in use, or-~when it is in use for 
reproducing sound, the strip may be removed 
from contact with the solvent by pressing 
down on the projecfing handle. <A spring- 
catch, 0, is preferably provided for holding the 
brush away from the strip. The drum E is 
turned by 9 suitable motpy, as before. 
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Countersigned: 
Brenton J. HALL, 
Commissioner of Patents. 
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T do not claim herein the method of :ecord- 30 


ing sounds by softening the recording me- 
dium, passing it through the recording-instru- 
ment while in such softened condition, and 
then erie | it to harden to set the impres- 
sions, since this is claimed in my prior appli- 
cation, filed September 11, 1886. 

What I claim is— _ 

1. The method herein described of making 
a permanent record of vibrations, which con- 
sists in softening a body of inaterial by a 
chemical solvent, passing the same through 
the recording-instrument while it is in a soft- 
ened condition, and then allowing it to harden. 

2. The method of recording phonetic vibra- 
tions; which consists in. covering a strip of 
material with a substance capable of being 
softened by a chemical solvent, subjecting 
said substance to the action of such solvent, 
passing it in its softened condition under the 
vibrating point of a phonograph, and after- 
ward allowing it to harden to fix the phono- 
gram, substantially as set forth. 

This specification signed and witnessed 
this 13th day of June, 1887. 
GEORGE H. HERRINGTON. 
Witnesses: ° 

RICHARD B. REILAY 
F. J. ARNOLD. 


It is hereby certified that in Letters Patent No. 397,356, granted February 12, 1889, 
upon the application of George H. Herrington, of Wichita, Kansas, for an improve- 
ment in “Method of Recording Speech,” an error appears in the printed specification 
requiring the following correction, viz: On page 1, in line 53, the word “and” should 
be stricken out; and that the said Letters Patent should be read with this correction 
therein that the same may conform to the record of the case in the Patent Office. 

Signed, countersigned, and sealed this 19th day of February, A. D. 1889. 


D. L. HAWKINS, 
Assistant Secretary of the Interior. 
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GEORGE H. HERRINGTON, OF WICHITA, KANSAS. 


PROCESS OF DUPLICATING PHONOGRAMS. 


SPECIFICATION forming part of Letters Patent No. 399,265, dated March 12, 1889. 
Anplication filed September 21,1888, Serial No, 285,078, (No model.) 


To ali whom it may concern: 

Be it known that I, GEorGE H. HERRING- 
TON, a citizen of the United States of America, 
residing at Wichita, in the county of Sedgwick 
and State of Kansas, have invented certain new 
and useful Iinprovements in the Process of 
Making Duplicate Copies of Phonograms, of 
which the following is a specification, refer- 
ence being had therein to the accompanying 
drawings and the letters and. figures of ref- 
erence thereon, forming a part of this specifi- 
cation. 

This invention relates to certain improve- 
ments in the process of making duplicate 
copies of phonograms; and it -consists, first, 
in preparing a phonograph-cylinder with a 
coating of wax or coimposition which is 
adapted to besoftened by heat, in registering 
the sound-waves from a phonograph upon said 
prepared cylinder while its wax or composi- 
tion is in a soft state, then in permitting said 

x or composition to cool and harden and 
§ preserve its developed characters; sec- 
ond, in preparing sheets of said wax or com- 
25 position, in softening said sheets by means of 
heat, and applying and pressing them about 
the cylinder having the original phonogram, 
or rolling said cylinder across said sheet with 
pressure to impress the phonogram-registra- 
30 tions upon the surface of said sheets, when 
the sheets are permitted to harden or set, and 
if about said eylinder removed, and thus said 
sheets are impressed with a negative dupli- 
cate copy of the original phonograimn; and, 
35 third, in preparing duplicate cylinders with 
a coating of said wax or composition, and 
while they are in a soft state from the in- 
fluence of heat they are either rolled across 
the sheet having the negative copy or said 
40 sheets placed about said cylinders, and in 
either instance pressure is applied sufficiently 
toimpress a positive duplicate copy inthe sur- 
face of said duplicate cylinders from the said 
1, ie copy. Then each is permitted to set 
or harden to preserve the duplicates thus ob- 
tained. 

Figure 1 represents the process of copying 
the registrations of the sound-vibrations of an 
ts) ial phonogram upon the surface of a 
$9 ¢ylinder of similar dimensions by means of 

compression. Jig. 2 represents a similar pro- 

use of copying said registrations upon a 


, 
ap 45 


plane surface, and Fig. 3 represents the pro- 
cess of copying said registrations upon a plane 
sheet of the copying material by means of 
placing said material about the cylinder hav- 
ing the original record thereon and by hold- 
ing said material compressed thereabout until 
the characters are developed. 

Referring to the illustrations, ¢ represents 
a phonograph-cylinder having registered 
thereon the original phonogram. 

D represents a cylinder of similar dimen- 
sions having a coat or covering of either 
wax, resin, pitch, celluloid, glue, rubber, or 
their compound, or some equivalent material 
adapted to be softened hy Means of heat or 
otherwise, so it will receive and retain the im- 
pression in reverse duplicate of the record 
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i 


made on the original phonograr by means of 7 


rolling the surfaces of the said two cylinders 
together with sufficient pressure to properly 
cause the record to be copied. (See Fig. 1.) 

Erepresents a prepared sheetor planesurface 
of either wax, resin, piteh, ceiluluid, rubber, or 
their compound, or some equivalent material, 
as before stated, which is adapted to be soft- 
ened by means of heat or otherwise and used 
in some instances in place of the cylinder D 
for receiving and retaining in reverse dupli- 
cate the record made on the original phono- 
gram by means of rolling the cylinder having 
tho original record over the surface of said 
sheet or plane with. sufficient pressure to 
properly cause the record to be copied, as in 
the former manner, (see Fig. 2,) and thus by 
the process described a fine reverse duplicate 
or negative of the original phonogram is pro- 
dueed, and when the said copying material 
upon which the copy is made becomes cool it 
will set and become firm and retain a rigid 
copy. In instances where certain kinds of 
said copying material are used which will 
form into flexible sheets it is placed about 
the cylinder having thereon the original 
phonogram white soft and retained thereon 
by suitable pressure until the copy has been 
impressed and the material has becorme set 
and the several characters well developed. 
(See Fig. 3.) 

To produce positive duplicates of the origi- 
nal P onogram, duplicate copying cylinders 
or sheets are prepared in like manner as 
above described and subjected to the same 


gat 


Een gere 


390,265 


voce ahd pressure in contact with the cyl- 
nder or sheet having the reverse or negative 
eopy of the original tree thereon, and 
when the positive duplicate copies of the 


original phonogram have set and their regis- | 


trations have become firm they may be used 
in reproducing the sound-vibrations in a 
phonograph. 

Any desired number of positive duplicate 
copies of the original phonogram may be made 
from the reverse or negative copy thereof in 
the manner and by the processstated. Dupli- 
cate positive copies of the original phonogram 
may be made from the reverse or negative 
duplicates thereof on soft wax. 

The essential features of my invention con- 
sist in using one or more of the materials as 
follows: wax, resin, pitch, celluloid, glue, rub- 
ber, or their compound or equivalent, applied 
to a cylinder or roll or formed in plane sheet 
or strips, wherein they are adapted to be soft- 
ened by means of heat or otherwise, so as to 
receive and retain, first, the reverse dupli- 
eate copy of the original phonogram, and, sec- 
ond, by using the said reverse duplicate copy 
for producing positive duplicate copies of the 
original phonogram. 

The use to which this process of duplicat- 
ing the registrations of the sound waves or 
vibrations is applied is in phonographs or 
any machine calculated to register sound 
waves or vibrations, as in telegraphic, electric, 
and other minute operations of similar char- 
acter, 

Iam aware of the'use of plastic material 
and materials adapted to be softened in vari- 
ous ways and impressed with characters and 
permitted to set or harden while in contact 
with the object of which the impression is 
taken; but Iam not aware that the herein- 
described process has heretofore been used, 
wherein a phonograph-cylinder is first covered 
with a coating of wax or composition which 
is adapted to be softened by heat and the 
phonogram-record made thereon while said 
coating is softened from the influence of heat, 
then permitted to harden, then in prepar- 
ing sheets or strips of said wax or composi- 
tion material and applying said sheets in 
contact with the original recorded cylinder 
when in asoftstate from the influence of heat, 
‘thus impressing said sheet with a negative 
copy of the original record, then permitting 
sald sheet to set to preserve the form of its 
copy, and removing it apart from the original 
_ recort and applying duplicate cylinders, 
which are prepared with a coating of said 
wax or composition, in contact with said nega- 
tive copy of said sheet while said duplicate 
eylinders are softened from the influence of 


heat, so they will reecive in their surface an 
impressed positive duplicate copy of the 
original phonogram, and then permitted to 
harden to preserve’ such copy, thus produc- 
ing any number of positive duplicate copies 


form as that it may be used in reproducit 
the sound-vibrations in a phonograph. 
Tlaving thus described my invention, what 
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of the original phonogram-record in “2 


I claim as new, and desire to secure by Letters 70 


Patent, is as follows, to wit: 

1. The herein-described process of making 
duplicate copies of original phonograms, con- 
sisting in preparing a phonograph-cylinder 


with a coating of wax or composition which 75 


will soften under the influence of heat, thus 
forming a surface upon which to register the 
phonogram when said surface is in a soft state, 
then permitting said recorded surface to 


harden, in applying a-sheet or strip prepared 80 


from said wax or composition, while in a soft 
state from the influence of heat, in contact 
with said hardened recorded surface of the 
original phonogram, impressing said sheet or 


strip with said record, and while in such con- 85 


tact permitting the wax or composition to set, 
in removing said impressed sheet or strip from 
contact with the record, thus producing a 
negative duplicate copy, and in applying 


duplicate cylinders having a coating of said 90 


wax or composition in contact with said nega- 
tive copy while the coatings of said cylinders 
are softened from the influence of heat, im- 
pressing in their surface a positive duplicate 


copy of the original phonogram from said 95 


negative, substantially as and for the pur- 
pose specified. re] 

2. The herein-described process of makia 
duplicate copies cf original phonograms, eon- 


sisting in pressing sheets of wax or composi- 100 


tion which is adapted to soften from the in- 
finence of heat in contact with the original 
phonogram while in a soft state, then per- 
mitting it to set, thus impressing said sheet 


with the original record, in removing said 105 


sheet or strip from contact with the original 
record, thus forming a negative duplicate 
copy, and in applying duplicate cylinders 
having a coating of séid wax or composition 
in contact with said negative cop, 
coatings of said cylinders are softened from 
the influence of heat, thus impressing in their 
surface a positive duplicate copy of the origt- 
nal phonogram from the negative record,. 


substantially as and for the purpose specified, 11§ 


GEORGE H. HERRINGTON, 


Witnesses: 
F. E. A. Smitu, 
J. G. BABB. 
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G@/girod te proteeat wan «a sonnd reeurd of hard rubber as | 
| 


Gistinguinhed fron in soind reosurd made ef othor materinde 
such, J thitik, wan tho sanenoe of! clades &, 4 and M%, Gone 
atdediy, hard subber and ocllvletid wore exellent materia.s 
from “hioh copies of tha sigeag sound revords eowld b4 mado| 
pat in waking thos, the sepper mntrim was imprensed on. tha 
Holtened rubber and the mvophar Cimes whileh were renar ated: 
attacked the ceppar and deatraed the mioethnenn of its 
} @urfaco, In thie sltination, the problem evidently wag. to 
| aver acm er dicsipate the horedul effactu of the auiphoe ie 
“ftinios upon the oapyer matrix, Mids waa aqconphished ag. 
fe Mrsady stated by Gusting tha ooppcr matriv with nadetunan 
i sf i oe wenden withatand the suipaur fumen., Aatrowe, thor 


+ 
itn ies 
| 


adae at Front Se ‘bohm, ino 3 Pete ton, 1s eects of | 
| question of aquiyaleney prenent od here, To this pronosdtion 


f muant withneld my argent. 


There du a» wide (nnkatleritys | 


| an ay opinion, betwoen the spectfioation nnd olains in 


| out and the np adtfloation ang olodiae in ‘he rrest One y Ne 


| There, the opeaiftoation in exprank 4°rna dsewed an 


“Antention by the putontse to include as an sanrtynlent 


f any other saubstanoss adapted to prayent the bputten fren 


elipeing “and having dharastorintion aimilar te rubber cet 
| and Adapted to the sane Une", Nor were the @laima rege © | 
8 


trictad to the material aensioned ‘by the natden of tae 


| putont office, the potemtan aeracing to minh restriegdone 
i 


) Shaliar renervationsa as wore made in that ease can not ve 
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auae abow referrad to would cortadnly control the ddupoale | 
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tion of the sase ab bar were 44 not, for the faut that, in my 


udgnent, the praef ramdres « asrict enn obruation of the 
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L@lnime tn controversy; any other oonatraction weald bo san 


anlargenent of J ervece bayand 
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it ae Ag net an ite: of mish oladinay It folLuwn thas | 


(radornsg)-tnts Stratos ClreuLt Court, fouthora partes 
vey orks k n Rowity.<-Vioter ailing inehdne © 
a Shakes iano; ae Mei Wy Te pateans 


then io deo aed ee 


ibaa Ma 


ere! ANE 4 t Koi 
seers yd orks ork ckyolaad F ih a, 


oe WNITED STATES CTRCUTT CorRe 
ge fer ao a 
! ror the Southern District of New York. 


In Equity - : gels oe 


Ne el) altel vk 4 ty 


Suit No. 8628. . a 


ee ee ne ee ee, 


Victor Talkin, decnine Company and the United States Gramo- 
phone pesupeny, a 
CompLleinants, 


VS. 


a 


De Pendant ° 


SSS ESSE OS Ee ee 


; | 4 
The American Grephophone Company, sth 
{ 
| 
This Cause’ having cole on to be heard upon | 
{ | 
| 
: full pleadings and proofs, and Faving been argued by Hore.ce 
| Pettit, Hsq., Counsel for the Commininsnts, and by Philip 


Meuro, Esq+, Counsel Por tie Defandent, ond submitted to 


this Court for consideration;— 

NOW THEREFORE, this dey of March, 1906, on 
consideration thereot, it is ADJVLCED,ORDERED and DECREED and 
me the Court doth hereby ADIUDGE , ORDER and LECREE, as follows, 


to witi— &, 


SaaS SS 


548,623, in suit, issued October 20, 1895, to Emile Berline ee 


tor Sound Record and Method of waking Sane, by pases nee ng | 
or vedng any device patented in claime %, 4 or 5 of naa Cy 


ry 


patent in controversy, being all the claiine ated on. 


ee at is further ad adjudged and _soorecd 


rye It is further obdetea| thddudeed and dbdrsed ” 
alas the. ‘defendant recover of the diivtadinlitl geebae its. 
costs and charges in this suit to be taxed, 
TOMB. HAZEL, 
UB. Si':d8 


Oe ni ns etl 


Approved as to form. 


HORACE 2HITIv, 


~~ Of Counsel for Complainants. 


PHILIP MAURO, 
ae OF Counsel for Defendant. 


March 3; 1906. 


Saran 


Y (Endorsed) No. 8628-- United States Circuit Court, 

| Southern District of Yew York, In Fauity. 
achine Co. ¢4 ale, Complainant 

vs, American Graphophone DECREE .-~ 

Ue. Ss Gircuit Court, Southern District of New 


Piled Mar. 9, 1906, John Shiclds, Clerks 


| 
; 
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In Equity No. 8628. 


Se eee RE eS Re He 


Suit on Berliner Record Patent, No. 548 5625» 


ee ee ee a ee Se NH 


we 


ee ‘Tedieng Machine Company and TInited 


Binton Gramophone Company, 
gs Complainants, 


Vas 


American isaac he aia nd Company , 
‘ Defendant. 


i" 


yh 
‘é ASSIGNMENT OF ERROPS 


ee eS es © 
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And now comes the sbove named complainants, the. 


EO, 


pay EE 


Victor Talking Mechine Comany ®nd the VWnited States Gram 


ophone Company, and say;- That in ths reeords and proceedi 


of the said Court in the above antitled ewxise, and in the 
Pinal deeree mede andi sntered therein 

dismissing the bill of Complaint herein, with soets, there 
is ani rent coer And Por error the said complainants — 
assign the following, upon its anpaal trom the said Final 
Decree, to wit:- 

1. That the Court srred in dismissing the Bill 

of Complaint. 

2- The Court erred in not sustaining the BALL 
of Complaint end awarding an injunction and aceounting agad 
the defendant with costs. | i 

3. The Court erred in holding that the “ohatinn 


i a 


84 and 6 of @ bain in suit were not infringed wy the 


ee +5 


fig uu 


6. The Court arred in not holding that claim 3, is 
| and 5 of the patent in suit emul not be interpreted to cover 
| dound dise records other than those made cf hard rubber. 
7. The Court erred in holding that claims 3,4, phd” 
|S of the patetit in suit are to be interpreted as restricted 
to sheets, or discs, of hard rubber by the actions of the 
| applicent, or his ettorney, during the prosecution of the 
'anpliecation for the patent. 

8. The Court erred in holding that the applicant 
digshedmed meterial. other thon hard rubber for the sound 
dises of cleims 4,4 end 5, during the pendency of the 


application. 


9. The Court erred in holding that the alleged dis 


Claimers filed during the pendency of the application con 
cerning certain process claims related to the product claims 
3, 4 and 5 of the patent in evit. 

10. The Court erred in holding that 1f the process 


is old, the article ennnot be patented. 


11. The Coirt erred in holding that as fer ag cledms Gio 


3, 421d 5 were concerned the material used in the defend 


i} ant's records Was not the equivaient of hard rubber for the | 


} Purposes of sound records. 


12. =The Court erred in not spplying to this case t a} 


| doctrine of equivalents as leid down in tile ease of Frost: 
| Kom, 119 Fed, Rep. 505. 


sy AS 


| 


1 F ! if: z t if 


he Basia 


a8 far as the juestion of the doctrine of ejiivelente 


is concerned. 
pat ay ery | A 
(14. he Court erred in holding clsimnse 3, 4 and , 
5 were not patentable if given the broad scope and inter 
| pretation claimed by t+ he complainants. 
15. The Court erred in not holding t hat Claims 344 
and 5 were broad enouzh to include sound dise records made 
from hard rubber, or other like material havin: the characte ‘: m 


istics of hard rubber, for sound record making purposes. 

Wherefore, and for divers other errors in the 
record of this cause appearing, the compleinant—appellant 
preys that the Kinsl Decree aforesaid mey be reversed and? 
the validity of the Claims of the Berliner patent here in 1 
suit, and complainants-eppellants! title thereto, and Pind 
ing infringement thereof by tho defendisnt-eppellee, and 
awarding: an injunetion and the other relief prayed for in 
the Bill, and vacating and getting aside said Final decree 
of Mareh ninth, 1906. 
Dated, Now York City,Mearch 12,1906. 

Horace Pettit, 


agit we 


Solieitor for Compleinants-Appsllants.: 
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Gramophone Company, 


VSe 
The American Graphophone 
Company. 
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UNITED STATES CIRCUIT COURT OF APPEALS, 
; For the Second Circuit. 


The Victor Talking Machine Company 
and The United States Gramophone 
Company, Before Wallace, 
Complainants-Appellants, 
. Lacombe and Townsend, 
VSe ; 
Circuit Judges. 
The American Graphophone Company, 
ee 


This cause comes here on appeal by complainants 
from a decree on final hearing of the United States Circuit 
Court for the Southern District of New York, dismissing bill 
for infringement of Patent No. 548 3623, granted October 29, 
1895, to Emil Berliner, for duplicating Sound Records. The 
opinion of the court below is reported in 145 Fede, 189. 


TOWNSEND, CIROUIT JUDGR. The court below reach= 
ed the conclusion that the sound records of the defendant did 7 
not infringe the claims in suit, for the reason that said claims 
were limited in terms and in fact to an article of veignpnie sieeniee 
composed of hard rubbere An examination of the file wrapper 
Gontirde the correctness of this conclusion. It appears there= 
from that the patentee, by reason of the rejection of his broad 
original claims, was forced to substitute the narrower claims 


upon which the patent was finally allowed. 


The original application for the patent wap filed. 


by Berliner himself, and in its specification covered. generally 


ry vee 4 


a | method of making Hupdiaate. records by ae a. matrig ane 


1c gn Recall 


se ODE " 


to suitable material, or blank sheets of impressible material, 

and a modified method of making such records when rubber was 

used, which consisted in coating the matrix with iron or nickel 

80 as to protect it from the sulphur fumes generated by the rub= 

ber. One claim covered broadly the method of pressing the mn~ 

trix “into a material which is hard in a cold state and soft : 

and yielding in a warm state.” Other claims were for pressing Ly 
it into "softened hard rubber." The broad claim was twice re~ 


jected. Thereupon, Berliner, through his attorney, cancelled 


Said claims, and for the broad claim substituted two new claims, F 
one for pressing the matrix "into a material while the Jatter | 
1 is softened by heat, and holding it in contect with the same 
| until the material has cooled and hardened," and mother for i 


pressing it "into plastic material” and holding it in contact, 
as above, and he inserted for the firet time a claim for a pro- 


duct, being for a record consisting "of a disk of hard rubber,” 


&Ce Both of the above substituted claims were rejected and 
14 cancelled, the narrow claims were not rejected. Thus every 
claim of invention was nerrowed down to the specific method of 


protecting the matrix against the fumes from hard rubber, and 


a 


thus producing an improved matrix, and of impressing it in hard 
rubber, and for the resultant p¥oduets 

Thereafter, the attorney for Berliner, asking for & 
reconstruction of the case, said, inter alla, as follows? 


"While the applicant is positive that none Of Rae | 
processes described in the references cited taser wt T ae 
ticed, or have ever been practiced upon eather tt hope 
stil] in order to avoid further delay en’ Nile fg. 
of bringing this case to a terminations hg fe tt ohare. 3 
5 have been cancelled. There now remain d and dn wadic. 
only the process claims which stand ye manufestard 
tion thereto three claims for the article bereits 


f 
: 


a 
m) 
¥/ 


"produced by applicant's process and as he fully be- 4 
Jieves, practicaliy producible only by his process." 


And, distinguishing the references cited to process- 


é 
es for making rubber stamps, the attorney suys? 


"They have no resemblance to each other, for the e 
one is in the natural state soft, yielding and elastic, i 
and the other is hard and rigid; both serve entirely mi 
different purposes, for a rubber stamp could not be used | 


for reproducing sounds, and a sound record could not be 
used for printinge" 


The attorney further says? 


"The Examiner says that the article claimed might 
be produced by other process than those claimed by the 


applicant, and that, therefore, a division should be ef~ 
fected. 


Now this is only a somewhat free guess on the 
part of the Examiner, but experience has taught this ap~ 
Plicant that the only practicable way of producing the 
article claimed is by the process claimed, and surely 

the knowledge of the applicant must in these matters con= 
‘ trol the opinion of the Examiner, who is not supposed to 
; have practical knowledge in these matters." 


‘ 
{ And again, later, the attorney says? 
) 


& 
"Has anybody ever attempted to reproduce a sound | 


record upon hard rubber, end if he has attempted it, has x 
he succeeded?" 


Finally, the Examiner insisted that 


"The statement of invention contained in the second 
paragraph of the amendment inserted in page 1 is broader 


than the invention covered by the claims, and should 
therefore be restricted. See patent No. 362,419 to Ed~ 
ison of record." 


The attorney for Berliner, therefore, cancelled 


said paragraph, which is as follows? 


"The process of producing copies of the so - 
cords consists, : i Ble 


broadly, in depositing copper or other 
A metal on the original sound record, and thie obtaining a 
} matrix, and then impressing this matrix into blank sheets 
ie of impressible material. The product is a duplicate of 
re the original record," . 


IIL... 


' 
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In these circumstances, it is clear that the appli- 
cant, in order to secure his patent, acquiesced in the rejection 
by the Patent Office of his broad claims, and thereby secured a 
patent for an article of manufacture of hard rubber, claimed by 
him to be producible only by his process, which necessarily con» 
sisted in the use of the materials described in the process for 
overcoming the difficulties encountered in making the product 
in hard rubber, or the use of other materivis, similar in char= 
acter,for overcoming said obstacles. 

Here, the patentee, having selected a well-known 
product, having weljJ=<known characteristics which made it desir= 
able for reproducing records, invented and patented a novel 
means for overcoming the obstacle or objection involved in its 
use, and he is entitled to the benefit of this invention. But 
upon the familiar principles applied in such cases, his action 
Was equivalent to a notice to the world that it could make any 
other duplicate records, provided they were not the records lim< 
ited as specified and claimed in his patent. 

The construction now claimed by the patentee is, 
for the purposes of this inquiry, practicaliy the same a6 though 
the statements cancelled in the specification and the cancelled 
claims had remained in the patent, namely, for any impressible 
material which is like hard rubber in appearance and is hard 
when cold and softens under heat. 

In this connection it may further be noted that the 
Herrington Patent No. 399,265, one of the references cited by 
the Patent Office, disclosed a process of making duplicates of 
cylindrical records by the use of sheets of wax, resin, pitehy 


celluloid, glue, rubber, or their compounds, or some equivalent 


epson mre: gheygerse tegen ren ah AR amen 


material adapted to be softened by means of heat or otherwise. 

In these circumstances, the settled rules as to the 
effect of the admissions and declarations of an applicant for a 
patent during the pendency of an application are directly in 
point. Where it is shown that the patentee has acquiesced in 
the rejection of broad claims by their cancellation, and has 
substituted narrower claims therefor, the limitations thus in» 
troduced into such claims must be reed and interpreted in the 
light of the circumstances surrounding the issusnce of the pat= 
ent, as shown by a reference to the rejected claims and to the 
prior state of the art. Greene veo Manhattan Coo, 135 Fede, 
70, and cases cited; Smith vs. Macheth, 67 Fede, 137, 

The applicant for a patent is entitled to specify 
and claim in his application the subject matter of which he be-~ 
lieves himself to be the original inventor, end to persist in 
his assertions and claims until final action thereon by the Pat= 
ent Office. But when his claims are rejected on references 
cited against them, he is called upon to exercise his election 
between insistence and appeal or desistance and acquiesecences, 
And while the language of the patent as issued may not be con» 
tradicted by mere voluntary expressions of opinion, or argument= 
ative suggestions made by the applicant in his communications 


to the Patent Office, especially where no change is made in the 
claims, and while a patentce is entitled to the benefit of such 
equities as may be properly raised in his behalf from the trans~« 
actions disclosed in the file wrapper, yet, on the other hand, 
the public is interested in securing due limitations upon the 
Glaim of an exclusive monopoly on the ground of patentable noy= 


clty, and is entitled te the benefit of admissions imposed upon 


the applicant as a condition precedent to the allowance of the 
patent. Reece Button=Hole Ma. 90. vse Globe Button=Hole Ma. 
Cos, 61 Peds, 958; McBride vs. Kingman, 72 Feds, 908; Boyer va. 


Keller Tool COe, a27 Fede, 130; Haughey VSe Lee, Z2£Si Us Ses 282. 


"Undoubtedly a patent, like any other written in« 
strument, is to be interpretad by its own terms. But 
when a patent bears upon its face a particular construce 
tion, inasmuch as the specification and claim are in the 
words of the patentee, it 1s reasonable t) hold that such 
a construction may be confirmed by what the patentee said 
when he was making his application. The understanding 
of a party to a contract has always been rogarded as of 
some importance in its interpretation." Goodyear Dental 
Vulcanite Co. vse Davis, 102 Us. Sey 222, 2276 

In the above case, the attorney for applicant, in 

response to a communication from the Patent Office, had limited 
his claim to the use of "hard rubber," and the court construed 
the language of the patent and limited the seone of the claims 
in the light of said resulting lJimnttation. 

While, therefore, an applicant for « patent may 
stake out the boundaries of his territory, yet, if upon notice 
from the Patent Office that some portion of said territory is 
the property of another or is held in common by the publie, he 
acquiesces in such statement and alters his boundariee accord+ 
ingly, he is concluded by such abandonment, and cannot afterward 
undertake to define his territory by rolling stones, which he 
may move about across the lines of his original boundaries so 

as to appropriate property prevlously conceded to belong to oth-= 
ers. 

In the cases of this defendant against The Universal 

Talking Machine Company and The American Record Company, decid 
ed at this session of court, we have held that it involved inw © 
vention to apply the process of producing sound records upon ' 


Cylindrical disk records of the graphophone type to the flat 


' ent 4 
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disk records of the gramophone type for reasons thorein stated, 


which differentiate said invention from the one at bar. In the 


discussion of the care at bar, we may nssume likewlsa that it 
farvetved Atnvontion to apply 


the proceasan of the prior art to 


the process of duplicating gramophone sound records in impress- 
ible material, and that if this patent h ad issued with a broad 


claim for an article produced by such process in materials oth= 


er than hard rubber, said patent would have involved invention 


and would have been infringed by defendant. And in affirming 


the court below in dismissing this bill, in view of the declara~ 
tions, admissions, amendments and cancellations made by Berlin= 


er's attorney, showing a deliberate ascent to and acquiescence 


in the action of the Patent Office, we awe merely applying the 


rule of law, stated above, in hoiding that the patentee abandon~ 


ed or waived his right to insist vpon such a broad construction 


of the claims for a product as would embrace the defendant's 
disk. 


We conclude, furthermore, that the article used by 


the defendant is not the equivalent of hard rubber. Defendant's 


material, which is a manufacture of earth and shellne, is simi~ 


Jar to the hard rubber of the claims in the fact that it is im= 


pressible when soft and hardens when cold. But this character= 


istic would apply also to glass and metal, and a construction 


which would cover defendant's material might be held to cover 


also such constructions. The fact that they look alike is ime 


material, But defendant's material is not the equivalent of 


hard rubber, and does not infringe the patented invention, for 
a method of protecting a matrix against the fumes of sulphur and 


for the product resulting only from such method, for the funda= 
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mental] reason that it does not contyin sulphur, which is the 
essential ingredient of hard rubber. As already shown, the 
patent was originally wnd primarily for a process, and the pat= 
ent issued upon the specifie representation that the petented 
process necessarily involved a certain patented product, and 
that said product could only be produced by said process. In 
these circumstances, it may well he argued that, Jn order to es= 
tablish infringement, there must be proof of the use of the 
specified process of the patent, and that the words, relied on 
by complainants, "or like material," following after "hard rub= 
ber” in the specification, were allowed to remain in the speci~ 
fication because they might, properly, include the use of other 
materials which, like hard rubber, would necessitate the protec- 
tion of the matrix by the specified process, and exclude materi~ 
als totally different therefrom, such as defendant's earth mix- 
ed with shellac, which does not involve the use of such process, 
and, therefore, is not in fact a like material. 


The decree is affirmed, with costs. 
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